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Section I

1 Preliminary Note on Special Features of  
the Belgian Legal and Judicial System

1. Belgium is a constitutional monarchy organised as a federal state with a civil law system. 
The organisation of the legislative and executive branches of the state has undergone sig-
nificant changes during the several last decades. Competences to regulate have been divided 
up between the three language communities (Dutch, French and German) and three 
regions (Flemish, French and Brussels) that were established as a result of state reforms that 
occurred between 1970 and 1993.

Regarding the issues that are at the centre of the present report – intellectual property 
law, private international law and judicial law – the federal government maintains exclusive 
authority. It is therefore not necessary to deal with the complicated Belgian state structure 
in more detail.

Being one of the current 27 Member States (and founding fathers) of the European 
Union, Belgium has to observe European legislation, the importance of which is particu-
larly significant in the area of both intellectual property law and private international law.

Intellectual property disputes will normally be decided by civil or criminal courts.2 In 
Belgium, all courts are federal courts. They are, roughly speaking, organised according to a 
four-tier structure as follows, in ascending order: 

1. The Justice of the Peace (civil)/Police Court (criminal).
2.  The CFI or Tribunal of First Instance (civil)/Correctional Court (criminal)/Commercial 

Court/Labour Tribunal (social law).
3.  The Court of Appeal (civil, commercial and criminal matters)/Labour Court of Appeal 

(social law)/Cour d’assises (jury trial for serious criminal offences).
4. The Cour de Cassation (Supreme Court) dealing only with points of law.

2 Legal Sources

2.1 Area of Intellectual Property Law 

2.1.1 Scope of Intellectual Property Rights 

2. As can be deduced from the various international and national legal texts mentioned 
hereafter, intellectual property rights in Belgium encompass protection for copyrights 
(including software and databases), the sui generis database right, trade marks, designs, 
patents (including SPC), plant variety rights, geographical denominations and topogra-
phies of semiconductors. The protection of each of these rights is covered by a special 
Belgian (or Benelux) Act. With regard to trade marks, designs and plant varieties, it is fur-

2 This chapter will only address civil law issues.
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ther possible to add this national protection with a community right that is governed by 
EU regulations, ensuring protection for the marks, designs or plant varieties across the 
whole territory of the EU, including Belgium.3

3. Although trade secrets (know-how) and company names are often mentioned in 
international and European texts as being part of the IP system, it is difficult to form such 
a conclusion for Belgium. Unfortunately, the various national laws dealing with IP lack a 
precise definition of the concept of intellectual property law, and some additional specific-
ity would certainly be useful. During the preparatory discussions leading to the Belgian 
Code of Private International Law (CPIL),4 it was submitted that this notion should be 
given a broad interpretation with reference to the international treaties.5 A reference was 
made in particular to Article 2, point viii of the Convention Establishing the World 
Intellectual Property Organisation, signed at Stockholm on 14 July 1967,6 which entails a 
very broad scope of application. It indeed describes the scope of ‘intellectual property’ with 
reference to rights relating to ‘literary, artistic and scientific works, performances of per-
forming artists, phonograms, and broadcasts, inventions in all fields of human endeavour, 
scientific discoveries, industrial designs, trademarks, service marks and commercial names 
and designations, protection against unfair competition and all other rights resulting from 
intellectual activity in the industrial, scientific, literary or artistic fields’. This reference is 
remarkable because, first, unfair competition matters are addressed in a specific article of 
the CPIL (Art 99 § 1, 2) and, secondly, the substance of these matters is dealt with in a spe-
cific Act regulating unfair competition, which is not considered to form part of the general 
IP legal framework7. 

In addition, it is worth noting that one of the procedures that has typically been con-
ceived for the protection of intellectual property rights – the so-called descriptive seizure 
procedure8 – only mentions patents, SPCs, plant varieties, topographies of semiconductor 
products, drawings and designs, trade marks, geographical indications, denominations of 
origin, copyrights, neighbouring rights and sui generis database rights. 

Furthermore, the most relevant European regulation that deals with all IP rights, the 
2004 Enforcement Directive9, also refrains from imposing upon the Member States a defi-
nition of the notion of intellectual property. Article 1 only states that ‘this Directive con-
cerns the measures, procedures and remedies necessary to ensure the enforcement of 
intellectual property rights [and that] for the purposes of this Directive the term “intellec-
tual property rights” includes industrial property rights’.10 One year later the Commission 
published a declaratory statement explaining ‘that at least the following intellectual prop-
erty rights are covered by the scope of the Directive: copyright, rights related to copyright, 
sui generis right of a database maker, rights of the creator of the topographies of a semicon-
ductor product, trademark rights, design rights, patent rights, including rights derived 
from supplementary protection certificates, geographical indications, utility model rights, 

3 See details of these instruments, below para 4.
4 See more below para 12.
5 Parl Documents Senate 2003-04, no 3-27/1, 119.
6 This Convention was adopted by the Belgian Law of 26 September 1974 (MB 29 January 1975).
7 Act of 6 April 2010 on market practices and consumer protection. A reservation should be made for the 

special provisions in Arts 119–22 of this Act that relate to the protection of geographical indications.
8 See more details about this procedure, below para 7.
9 Directive 2004/48/EC of 29 April 2004 on the enforcement of intellectual property rights (hereinafter 

‘Enforcement Directive’).
10 See also Art 2 defining the scope of application with reference to ‘any infringement of intellectual property 

rights as provided for by Community law and/or by the national law of the Member State concerned’.
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plant variety rights [and] trade names [but only] in so far as these are protected as exclusive 
property rights in the national law concerned’.11 

Finally, even though the TRIPs agreement explicitly regulates trade secrets in the part 
dealing with substantive law of intellectual property rights,12 these provisions have, accord-
ing to settled case law from the Belgian Cour de Cassation, no direct (‘self-executing’) effect 
in Belgium.13

2.1.2 International Legal Framework 

4. Belgium is a signatory – and has ratified14 – the international conventions and treaties 
relating to the categories listed below.

2.1.2.1 General IP 

Paris Convention for the Protection of Industrial Property (1883, as amended on 14 July 
1967).15

Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPs) (1994).16

2.1.2.2 Copyright 

Berne Convention for the Protection of Literary and Artistic Works (1886, amended on 28 
September 1979).17

Universal Copyright Convention (as adopted in Geneva on 6 September 1952).18

International Convention for the Protection of Performers, Producers of Phonograms and 
Broadcasting Organisations (The Rome Convention) (1961).19

WIPO Copyright Treaty (WCT).20

WIPO Performances and Phonograms Treaty (WPPT) (1996).21

2.1.2.3 Trade Marks 

Madrid Agreement Concerning the International Registration of Marks (1891, as amended 
on 14 July 1967).22

Protocol Relating to the Madrid Agreement Concerning the International Registration of 
Marks (1989, as amended on 12 November 2007).23

11 [2005] OJ L94/37. It is interesting to point out that the Enforcement Directive (above n 9) explicitly refrains 
from regulating issues of private international law. See Recital (11): ‘This Directive does not aim to establish har-
monised rules for judicial cooperation, jurisdiction, the recognition and enforcement of decisions in civil and 
commercial matters, or deal with applicable law. There are Community instruments which govern such matters in 
general terms and are, in principle, equally applicable to intellectual property.’

12 See pt II, s 7 entitled ‘Protection of undisclosed Information’.
13 Cass 11 May 2001, (2001) Auteurs & Media 353.
14 Conventions which have been signed but are not in force in Belgium, will not be mentioned.
15 Adopted by Law of 26 September 1974, MB 29 January 1975.
16 MB 23 January 1997.
17 Adopted by Law of 25 March 1999, MB 10 November 1999.
18 MB 30 August 1960.
19 Adopted by Law of 25 March 1999, MB 10 November 1999.
20 Adopted by Law of 15 May 2006, MB 18 August 2006.
21 Adopted by Law of 15 May 2006, MB 18 August 2006.
22 Adopted by Law of 26 September 1974, MB 29 January 1975.
23 MB 28 July 1998.
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Nice Agreement Concerning the International Classification of Goods and Services for the 
Purposes of the Registration of Marks (1957, as amended on 28 September 1979).24

Trademark Law Treaty (1994).25

2.1.2.4 Patents 

European Patent Convention (EPC) (1973 as amended on 29 November 2000).26

Patent Cooperation Treaty (Treaty of Washington 1970, as amended on 3 October 2001).27

Strasbourg Agreement Concerning the International Patent Classification (1971–79).
Strasbourg Convention on the Unification of Certain Points of Substantive Law on Patents 

(27 November 1963).28

Budapest Treaty on the International Recognition of the Deposit of Microorganisms for 
the Purposes of Patent Procedure (1977, as amended on 26 September 1980).29

2.1.2.5 Other IP rights

Hague Agreement for the International Deposit of Industrial Designs (1925–60)30 and sup-
plementary Agreement of Stockholm (14 July 1967).31

Locarno Agreement Establishing an International Classification for Industrial Designs 
(1968, as amended on 28 September 1979).32

International Convention for the Protection of New Varieties of Plants of 2 December 1961 
(1991).

2.1.3 National Legal Framework Including EU Regulations which are Directly Applicable – 
and Constitute an International Legal Source – in Belgium 

2.1.3.1 General 

Law of 15 May 2007 Concerning the Punishment of Counterfeiting and Piracy of 
Intellectual Property.33

Council Regulation (EC) No 1383/2003 of 22 July 2003 concerning Customs Action against 
goods suspected of infringing certain intellectual property rights and the measures to be 
taken against goods found to have infringed such rights.34 

2.1.3.2 Copyright 

Law on Copyright and Related Rights of 30 June 1994.35 
Law of 31 August 1998 Transposing to Belgian Legislation the European Directive No 96/9/

EC of 11 March 1996 on the Legal Protection of Databases.36

24 Adopted by Law of 26 September 1974, MB 29 January 1975.
25 Belgium has ratified this Treaty but will only be bound by it three months after the deposit of the instrument 

of ratification by Luxembourg.
26 The latest amendments (EPC 2000) were adopted by Law of 21 April 2007, MB 4 September 2007.
27 Adopted by Law of 8 July 1977, MB 30 September 1977.
28 MB 7 October 1977.
29 MB 14 January 1984.
30 MB 13 January 1971.
31 MB 29 January 1975.
32 MB 3 June 2004.
33 MB 18 July 2007.
34 [2003] OJ L196/7.
35 MB 27 July 1994.
36 MB 14 November 1998.
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Law of 30 June 1994 Transposing to Belgian Law the European Directive of 14 May 1991 on 
the Legal Protection of Computer Programs.37 

2.1.3.3 Trade Marks and Designs 

Benelux Convention on Intellectual Property (2007) (BCIP).38

Council Regulation (EC) No 207/2009 of 26 February 2009 on the Community Trade Mark.39 
Council Regulation (EC) No 6/2002 of 12 December 2001 on Community Designs.40 

2.1.3.4 Patents 

Patent Law of 28 March 198441 (currently under revision).
Regulation 469/2009 of 6 May 2009 Concerning the Creation of a Certificate of 

Complementary Protection for Medicaments (SPC).42

Regulation 816/2006 of 17 May 2006 on Compulsory Licensing of Patents Relating to the 
Manufacture of Pharmaceutical Products for Export to Countries with Public Health 
Problems.43

Regulation (EC) No 1610/96 of the European Parliament and of the Council of 23 July 
1996 Concerning the Creation of a Supplementary Protection Certificate for Plant 
Protection Products (SPC).44

2.1.3.5 Other IP rights

Law of 20 May 1975 on the Protection of Plant Variety Rights.45

Law of 10 January 1990 on the Legal Protection of Topographies of Semiconductor 
Products.46

Council Regulation (EC) No 2100/94 of 27 July 1994 on Community Plant Variety Rights.47 
Council Regulation (EC) No 510/2006 of 20 March 2006 on the Protection of Geographical 

Indications and Designations of Origin for Agricultural Products and Foodstuffs.48

Act of 6 April 2010 on Market Practices and Consumer Protection (in particular Arts 1119–
22 of this Act that deal with the protection of geographical indications).49

2.1.4 Competence of National Courts 

2.1.4.1 National IP Rights 

5. In May 2007, two laws on civil and judicial matters were enacted that have quite signifi-
cantly modified the competence of various courts to hear disputes relating to intellectual 

37 MB 27 July 1994.
38 MB 26 April 2006. For the application of this Convention, the territories of Belgium, Luxembourg and the 

Netherlands are to be deemed a single country.
39 [2009] OJ L78/1. This Regulation replaces Regulation 40/91 of 20 December 1993.
40 [2002] OJ L3/1.
41 MB 9 March 1985.
42 [2009] OJ L152/1. This Regulation codifies former Regulation 1768/92 of 18 June 1992 ([1992] OJ L182/1).
43 [2006] OJ L157/1.
44 [1996] OJ L198/30.
45 MB 5 September 1975.
46 MB 26 January 1990.
47 [1994] OJ L227/1.
48 [2006] OJ L 93/12.
49 MB 12 April 2010.
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property rights in Belgium.50 Their principal goal was to transpose the 2004 Enforcement 
Directive and at the same time to bring about more specialisation by reducing the number 
of competent courts.51 

While the law of 9 May 2007 mainly aims at reinforcing civil sanctions and better regu-
lating civil procedures such as the ‘petition for descriptive seizure’, the law of 10 May has 
reorganised material and territorial competences of the courts. Since 1 November 2007, 
commercial courts – instead of the CFI/civil courts – have had exclusive competence to 
hear cases dealing with patents, SPCs, plant varieties and topographies of semiconductor 
products. These courts already had been held to possess jurisdiction in respect of trade 
marks and designs cases. Jurisdiction over disputes relating to copyright (including neigh-
bouring rights and the sui generis database rights) has been attributed to the CFI (private 
parties), the Commercial Court (parties qualifying as ‘tradesman’) and the Justice of the 
Peace (where the value of the dispute is under 1860 euros) respectively.

6. Besides concentrating jurisdiction for IP matters in the commercial courts as much as 
possible, the 2007 Reform also aimed at centralising the competence of these courts on the 
territorial level. Only the commercial (and for some copyright issues, civil) courts sitting in 
the town where the five courts of appeal are located, can hear IP-related disputes. 

With regard to possible measures that can be sought against infringing acts, owners of 
intellectual property rights52 have the following civil actions at their disposal.53

(a) The Descriptive Seizure Procedure (Art 1269bis/1 CCP)
7. This procedure was introduced at the end of the nineteenth century and has proved very 
valuable and useful over the years since, as a means to preserve evidence of an infringe-
ment. Through the 2007 Reform, it has been improved54 and extended to all intellectual 
property rights. It concerns a unilateral procedure that is initiated by a petition lodged to 
the President of the commercial court seeking to appoint an expert to make a description 
of all items that may establish the infringing character of certain goods or acts (including 
their origin, destination or importance). The expert will be allowed to search the premises 
of the potential infringer without prior notice. The President’s order will define the mission 

50 Law of 9 May 2007 ‘concerning the civil aspects of the protection of intellectual property rights’ (MB 10 May 
2007, 25704; err MB 14 May 2007) and Law of 10 May ‘concerning aspects of judicial law relating to the protection 
of intellectual property rights’ (BS 10 May 2007, 25694; err BS 15 May 2007). Hereafter these laws will be referred 
to as ‘the 2007 Reform’. To be complete, mention should also be made of the law of 15 May 2007 ‘concerning the 
punishing of counterfeiting and piracy of intellectual property rights’ (MB 18 July 2007, 38734) that has com-
pleted this important reform with the harmonisation and improvement of criminal actions and sanctions that can 
be taken against acts of piracy and counterfeiting.

51 For more details about the 2007 Reform, see B Michaux and E De Gryse, ‘De handhaving van intellectuele 
rechten gereorganiseerd’ [The enforcement of intellectual property rights re-organised] (2007) Revue de Droit 
Commercial Belge – Tijdschrift voor Belgisch Handelsrecht 623; MC Janssens, ‘Drie wetten inzake handhaving van 
intellectuele rechten openen in 2007 nieuwe horizonten in de strijd tegen namaak en piraterij’ [Three laws regard-
ing the enforcement of intellectual property rights open up a new horizon in the fight against counterfeiting and 
piracy in 2007] (2007–8) Rechtskundig Weekblad 930; F Hostler et al, ‘La répression de la contrefaçon et de la 
piraterie de droits de propriété intellectuelle. La loi du 15 mai 2007: instrument à la pointe ou texte épineux?’ 
(2008) Journal des Tribunaux 181.

52 Some IP laws also allow other interested parties to initiate such proceedings. For the sake of brevity, only 
‘right owners’ will be mentioned hereafter.

53 For more details about these proceedings in Belgium, see the various contributions in F Brison (ed), 
Sanctions et procédures en droits intellectuels/Sancties en procedures in intellectuele rechten (Brussels, Larcier, 2008).

54 In particular, new rules aim for better protection of confidential information, the obligation to compensate 
the party subjected to measures when they are later found to be unfounded, and the possibility for the judge to 
hear the defendant if seizure is requested.
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of the expert and may, subject to a specific request from the claimant and the fulfilment of 
certain conditions, also allow for the provisional physical seizure of the suspected goods as 
well as, in appropriate cases, of the materials and implements used in the production and/
or distribution of these goods and the documents relating thereto.

In compliance with Article 7.3 of the 2004 Enforcement Directive, Article 1369bis/9 of 
the Code of Civil Procedure states that the measures ordered by the President will cease to 
have effect either at the request of the party concerned (third-party proceeding) or, in any 
event, if the applicant does not institute, within a determined period, proceedings leading 
to a decision on the merits of the case before the competent judicial authority. If the plain-
tiff fails to do so, the report will lose its evidentiary value and can no longer be used for any 
purpose.

(b) Proceedings Seeking Provisional (Interim) Measures 
8. No major changes – apart from the changes regarding territorial and subject matter 
jurisdiction that were discussed above – have occurred in relation to this generally available 
type of procedure. The President of the commercial court has the power to issue against 
any alleged infringer an interlocutory injunction intended to prevent any imminent 
infringement of an intellectual property right, or to forbid, on a provisional basis, the con-
tinuation of the alleged infringements of that right. The 2007 Reform has made it clear that 
such injunctions may also be issued against an intermediary whose services are being used 
by a third party to infringe an intellectual property right.55

In order to succeed in an action for directly enforceable interim measures, the plaintiff 
must demonstrate that the decision is ‘urgent’. Moreover, interim proceedings must be fol-
lowed by a procedure on the merits within the period determined by the President (Art 
1369ter Code of Civil Procedure).56

For the sake of completeness, it should be noted that the Code of Civil Procedure pro-
vides for the possibility of obtaining interim orders on the basis of a unilateral petition in 
cases of ‘absolute necessity’.57 This general type of proceeding is also available for IP owners, 
but has become somewhat less customary as a result of the 2007 Reform which extended 
the scope for descriptive seizure proceedings.58 

(c) Proceedings on the Merits
9. Since the 2007 Reform, two alternative proceedings are available to right owners to initi-
ate proceedings on the merits that may lead to a final order, such as a cease and desist order, 
an order to remove the goods from the channel of commerce or have them destroyed and/
or an order to provide information from producers, manufacturers, distributors and sup-
pliers regarding the origin of infringing goods.

55 In the field of copyright, this possibility was recognised earlier and has given rise to the much discussed 
SABAM v Scarlet case, where the court found the defendant – acting as an ISP in Belgium – liable for copyright 
infringement and ordered it to implement technical measures to prevent P2P infringements by its users (CFI 
Brussels 29 June 2007, (2007) Auteurs & Média 476; on 28 January 2010 the Court of Appeal of Brussels decided 
to refer questions to the ECJ). 

56 In the absence of such determination, the provisional measures will cease to have effect within a period of 20 
working days (or 31 calendar days) from the date of the serving of the order. This (new) rule was added to be in 
compliance with Art 9.5 of the 2004 Enforcement Directive.

57 See Art 584, s 3 of the Code of Civil Procedure.
58 Above, para 7.
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First, there is the normal procedure ‘on the merits’ to be conducted before the competent 
commercial court. Apart from issuing the measures enumerated in the preceding para-
graph, the court can also order the infringer to pay the right-holder damages appropriate to 
the actual prejudice suffered by him/her as a result of the infringement.

Secondly, the 2007 Reform has introduced for all IP infringements the possibility to 
obtain a final decision ‘on the merits’ through the mechanism of the interim procedure.59 
This ‘accelerated’ injunction procedure, which is known as a procedure comme en référé (‘as 
an interim ruling’), leads to a final order to cease an infringement that will have the same 
effect as a decision in a regular proceeding on the merits. The case is to be initiated before 
the President of the competent court (instead of the court), with no need to demonstrate 
‘urgency’. In the framework of this generally ‘shorter and faster’ procedure, the President is 
even allowed to decide counter-claims for nullity of the IP right invoked. The court cannot, 
however, award damages or corrective measures that aim at compensating the harm. Such 
measures can only be decided in an ordinary action on the merits.

2.1.4.2 Community IP Rights 

10. The rules on subject matter and territorial jurisdiction described above leave intact 
rules relating to the exclusive competence of certain courts in relation to disputes over 
community trade marks and community designs that are mandated by the relevant 
European regulations. 

Indeed, in furtherance of Article 95 of the Community Trade Mark Regulation, disputes 
relating to community trade marks can only be heard by specialised CTM courts. Belgium 
has designated the Commercial Court of Brussels and the Court of Appeal of Brussels as 
such ‘CTM courts’, of first and second instance respectively.60 The same competence rules 
apply in relation to community designs, as was mandated by Article 80 of the Community 
Design Regulation. The Regulation on community plant variety rights did not require the 
Member States to set up special courts.61 

11. Finally, regarding European Patents, it is notable that negotiations are currently con-
ducted at an advanced stage with the aim of establishing a pan-European patent court.62 
This so-called EEUPC (EU Patents Court System) will include local and central divisions 
under a common appeal court. It will have jurisdiction both in relation to existing European 
patents and future EU patents. The system envisages a mixed agreement to be concluded 
between the Community, its Member States and other contracting parties to the European 
Patent Convention63. In particular, the European Court will have exclusive jurisdiction for 

59 This type of procedure has long been in use (and popular) in unfair competition cases. Art 3 of the Act of 6 
April 2010 on Certain Procedural Aspects of the Act of 6 April 2010 on Market Practices and Consumer Protection 
(former Art 96 of the Unfair Competition Act of 14 July 1991) was revised in 2007 so as to allow for its use in cases 
of infringement of industrial property rights. Infringements relating to copyright can be based on a similar provi-
sion contained in Art 87 of the Copyright Act.

60 For more details on the international (territorial) jurisdiction of these courts, see below para 24.
61 See below para 27.
62 This was agreed by the Council of Ministers on 4 December 2009 as part of a ‘package deal approach’ on an 

enhanced patent system for Europe, including also the creation of a single EU Patent (see www.epo.org/patents/
law/legislative-initiatives/community-patent.html). The goal to establish a unified patent court was announced in 
the Communication from the Commission to the European Parliament and the Council of 3 April 2007 (doc 
8302/07). 

63 See Working Document of the General Secretariat of the Council of the EU of 23 March 2009, no 7928/09, 
containing the text agreement Member States will be asked to sign (available at the EU website – register.consil-
ium.europa.eu/pdf/en/09/st07/st07928.en09.pdf).
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infringement actions of patents and SPCs, actions or counter-claims for revocation, actions 
for declaration of non-infringement, actions for provisional and protective measures and 
injunctions, actions for compensation in respect of the protection conferred by a published 
patent application, actions relating to the use of the invention prior to the granting of the 
patent or to the right based on prior use of the patent and actions for the grant or revoca-
tion of compulsory licences in respect of Community patents. 

The national courts shall have jurisdiction in actions which do not come within the 
exclusive jurisdiction of the EEUPC (entitlement to the patent, assignment etc) and, of 
course, in relation to patents granted by national patent offices which remain entirely out-
side the scope of the future litigation system.

2.2 Legal Sources Concerning PIL Issues (Jurisdiction, Choice of Law, 
Recognition and Enforcement) 

2.2.1 Belgian Code on Private International Law (CPIL) 64 

12. On 16 July 2004 the Belgian legislature enacted the Belgian Code on Private 
International Law, which has substantially modified existing rules on jurisdiction and con-
flicts of laws.65 

The scope of application of the CPIL is broad: it deals with every ‘civil or commercial 
matter’ that involves an ‘international’ situation.66 In a first general part, common princi-
ples and techniques are explained. This part is followed by 11 chapters, each of which 
relates to a specific legal matter (natural persons, marriage, succession and wills, property, 
obligations, legal persons, etc). In a similar manner, each chapter contains sections that 
successively deal with the three major topics of private international law: (1) the jurisdic-
tional rules, (2) the relevant choice of law rules and, in some cases, (3) a special rule on the 
recognition of foreign judgments (exequatur). The advantage of having all these rules 
included in one Code is that consistent definitions, a consistent and clear language and 
suitable terminology are introduced.67

In general, the objective of the legislation was to elaborate a normative set of rules, yet 
exercise constraint to allow for flexibility in each individual case. Hence, judicial discretion 
is allowed or required in inter alia the following situations:68

judicial competence for the purpose of preventing denial of the plaintiff ’s rights;
the application of the mandatory rules of a foreign state;
cases pending abroad;
deviation from the formal requirements for the recognition of foreign judgments.

64 For the sake of avoiding repetition, there will be a discussion the general grounds and principles that are 
applicable to intellectual property disputes, in Section II hereafter.

65 MB 27 July 2004; in force as from 1 October 2004. This Code is notable as it had never before been possible 
to agree on a complete set of rules in the field of private international law: J Erauw, ‘Brief description of the draft 
Belgian Code of Private International Law’ in P Šarčević and P Volken (eds), Yearbook of Private International Law, 
vol 4 (The Hague, Kluwer Law International, 2002) 146.

66 This latter notion has to be given a broad interpretation; see T Krüger, ‘Wanneer is een zaak “internationaal” 
voor het Europees IPR?’ [‘When is a case “international” according to European IPL?’], (2006) Revue de Droit 
Commercial Belge – Tijdschrift voor Belgisch Handelsrecht 941; M Fallon, ‘Article 2’ in J Erauw et al, Le Code de Droit 
International Privé Commenté (Antwerp and Oxford, Intersentia and Bruylant, 2006) 8.

67 Erauw, above n 65, 146.
68 ibid, 148.
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Interestingly, the judge is also given the power to deviate from the conflicts rules when a 
more closely connected national law is apparent.69

13. The importance of these rules in practice – and hence for solving the different cases 
in Section II hereafter –has to be put into perspective. Indeed, Article 2 starts to make a 
reservation for ‘the international treaties, for the law of the European Union and the provi-
sions of specific laws’. As a matter of principle, the whole CPIL is subordinated to these 
supranational instruments and, in essence, only has a subsidiary character, which consider-
ably reduces its practical importance and impact (especially regarding jurisdiction).70 On 
the other hand, it should be noted that the CPIL reiterates many criteria and solutions 
contained in the different community instruments, and sometimes even incorporates the 
interpretation given by the ECJ.71 Hence, the scope of the rules in the CPIL is to a large 
extent in conformity with these superior norms.

In sum, Belgian courts must handle intellectual property law cases involving PIL issues 
according to the rules set forth in, first, the specific intellectual property laws and, secondly, 
where no solution is given in these specific laws, the relevant international and community 
instruments. Only when none of these instruments provides a solution, the provisions of 
the CPIL will find application.

In practice, the provisions of the CPIL will essentially apply where the specific IP laws are 
not applicable and where the defendant has no domicile or residence in an EU Member 
State.72

2.2.2 Rules in Specific (International) Intellectual Property Laws applicable in 
Belgium

14. Hereafter the laws that include specific provisions on the allocation of international 
jurisdiction and, in some cases also, on choice of law and recognition of foreign judgments 
in relation to specific intellectual property rights will be described. In accordance with 
Articles 67 (community instruments) and 71 (other conventions) of the Brussels I 
Regulation, they have to be given priority over any other international or national regula-
tions relating to the same matter.

2.2.2.1 The Berne Convention for the Protection of Literary and Artistic Works

15. In disputes about copyright before Belgian courts, the parties can rely directly upon the 
provisions of the Berne Convention.73 This Convention comprises a few provisions in rela-
tion to the question of applicable law. Issues of jurisdiction and enforcement of foreign 
judgments are not dealt with in the Convention.

One of the most prominent provisions is Article 5.2, which states that ‘the extent of pro-
tection, as well as the means of redress afforded to the author to protect his rights, shall be 
governed exclusively by the laws of the country where protection is claimed’.

69 See Art 11, discussed below at para 58.
70 See M Pertegás Sender, ‘Règles de conflit de lois et compétence internationale’ in D Kaesmacher (ed), Les 

droits intellectuels sous toutes leurs facettes (Brussels, Larcier, 2007) 139.
71 K Roox, ‘Intellectuele eigendom in het nieuwe wetboek IPR’ [‘Intellectual Property in the new IPL Code’] 

(2005) Intellectuele Rechten – Droits Intellectuels 150. 
72 Indeed, whenever the defendant is domiciled or resides in a Member State, the Brussels I Regulation will find 

application (see Art 4 of the Brussels I Regulation).
73 This possibility is explicitly provided for in the Law of 25 March 1999 that adopted the Berne Convention 

(MB 10 November 1999).
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Regarding, firstly, the means of redress, this rule is obvious in view of the principles of 
international procedural law according to which the remedies granted by the courts in a 
given country can only be the remedies which the procedural law of this particular country 
provides for. Where the conflict of laws rules of the forum country may call for the substan-
tive application of the substantive copyright law of another country, these remedies may 
well have a cross-border effect.74 In the latter case, Belgian courts are obviously bound by 
the case law of the ECJ, which states that, in cases of transnational copyright infringement, 
damages for other EU Member States in which the infringement had its effects can only be 
granted by the court of the place of domicile of the defendant.75

Much less evident is the interpretation of the words ‘where protection is claimed’, 
although a large majority accepts that this part of the phrase has to be read as ‘for which 
protection is claimed’.76 Hence, it is important to distinguish between the lex loci protec-
tionis and the lex fori, which might in some cases, but not all, coincide.77 The same observa-
tion should be made in relation to the lex loci delicti.78

16. Most problematic, however, is the scope of the wording ‘the extent of protection’ for 
which Article 5.2 imposes the application of the lex loci protectionis. For decades this issue 
has been the subject of much controversy. In fact, the mere question of whether this ‘law of 
the country where protection is sought’ is a choice of law rule is a contentious issue that has 
yet to be resolved.79 

In short, it can be observed that on the international level the majority seems to be in 
favour of a general application of the lex loci protectionis rule to all copyright issues.80 This 
view is shared today by a majority of scholars in Belgium81 and is also adopted by recent 
case law.82 Its confirmation in Articles 93 and 94 of the CPIL83 has removed any uncer-

74 T Dreier and B Hugenholz (eds), Concise Commentary of European Copyright Law (The Hague, Kluwer Law 
International, 2006) 29.

75 Case C-68/93 Fiona Shevill and Others v Presse Alliance [1995] ECR I-415. See more details, below para 44 
and Case Study 1.

76 In Belgium, see eg F De Visscher and B Michaux, Précis du droit d’auteur et des droits voisins (Bruylant, 
Brussels, 2000) 632; A Cruquenaire, ‘La loi applicable au droit d’auteur: état de la question et perspectives’ (2000) 
Auteurs & Média 212; H Haouideg, ‘Droit d’auteur et droit international prive en Belgique’ (2006) Revue 
Internationale de Droit d’Auteur 131. On the international level see, eg, A Lucas (ed), Aspects de droit international 
privé de la protection d’oeuvres et d’objets de droit connexes transmis par réseaux numérique mondiaux, WIPO 
Report no GCPIC/1 of 25 November 1998, nos 35 et seq (with ample references); Dreier and Hugenholz, above  
n 74, 29. See also most of the commentators mentioned in the following notes.

77 Cruquenaire, above n 76, 212. 
78 B Van Asbroeck and M Cock, ‘La loi applicable, les aspects de droit international prive et la bande dessinée en 

Belgique’ in E Cornu (ed), Bande dessinée et droit d’auteur (Brussels, Larcier, 2009) 194.
79 M Van Eechoud, Choice of Law in Copyright and Related Rights (The Hague, Kluwer International Law, 2003) 

125. See also SJ Schaafsma, Intellectuele eigendom in het conflictenrecht. De verborgen conflictregel in het beginsel van 
nationale behandeling [Intellectual Property in the Conflict of Laws. The hidden conflict-of-law rule in the principle of 
national treatment] (Deventer, Kluwer, 2009). In this doctoral thesis the author argues that the real conflict of law 
rule in the Berne Convention is, in fact, contained in the principle of national treatment.

80 International doctrine that advocates such general application includes, eg, E Ulmer, Intellectual Property 
Laws and the Conflict of Laws (Deventer, Kluwer, 1978) nos 15 and 51 et seq; A and HJ Lucas, Traité de la propriété 
littéraire et artistique (Paris, Litec, 1994) no 1068; JS Bergé, La protection internationale et communautaire du droit 
d’auteur (Paris, LGDJ, 1996) no 416; P Katzenberger, in G Schricker (ed), Urheberrecht Kommentar, 2nd edn 
(Munich, CH Beck, 1999) §§ 120 et seq, fn 129. 

81 See, eg, De Visscher and Michaux, above n 76, 637–40; A Strowel and JP Triaille, Le droit d’auteur, Du logiciel 
au multimedia (Brussels, Bruylant, 1997) nos 510 et seq; Haouideg, above n 76, 133; Cruquenaire, above n 76, 
224–25; F Rigaux and M Fallon, Droit International Privé, 3rd edn (Brussels, Larcier, 2005) 700.

82 See, eg Court of Appeal Brussels 8 October 2001, (2002–3) Rechtskundig Weekblad 1147. For more details on 
this case law, see answers to Case Studies 8 and 9. 

83 See, below para 78.
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tainty.84 Hence, this interpretation will be adopted for the purposes of the present report. 
As a result, in cases where copyright infringement is claimed in different countries, which is 
often the case in an Internet context, Belgian courts (assuming they have jurisdiction) will 
have to make a distributive application of the various laws of the countries concerned.85

It should not be overlooked, however, that a substantial minority contests the viewpoint 
described above. These scholars submit that the lex loci protectionis rule described in Article 
5.2 does not apply to all copyright issues but is mainly aimed at enforcement situations.86 It 
is then argued that fundamental issues, such as the existence/validity of copyright and/or 
initial ownership (authorship) 87 as well as related questions of transfer of the rights, should 
be resolved by applying the lex loci originis. 

17. For the sake of completeness, it is necessary to point to a few other provisions con-
taining choice of law rules, such as Article 6bis(3) providing that ‘the means of redress for 
safeguarding the [moral] rights granted by this article shall be governed by the legislation 
of the country where protection is claimed’88 and Article 7(8) which allows for an applica-
tion of the lex loci originis in relation to the term of protection of copyright.89 

2.2.2.2 Benelux Convention on Intellectual Property (BCIP)

18. The Benelux Convention coordinates a uniform system of Benelux trade mark, and the 
Benelux design law that has been in place since 1962. The system applies to all trade marks 
and designs registered with the Benelux Office for Intellectual Property at The Hague, irre-
spective of the nationality of the owner of the right. Today, there is a consensus that this 
Convention takes priority over the Brussels I Regulation,90 which provides that it shall not 

84 For an overview of the different viewpoints that existed before, see Cruquenaire, above n 76, 210; B Docquir, 
‘La titularité du droit d’auteur – Etude de conflits de loi’ (2003) Ingénieur Conseil – Intellectual Property 409;  
K Roox, ‘Overzicht van Rechtspraak. Internationaal privaatrecht. Intellectuele eigendomsrechten 1998–2006’ 
[‘Overview of case law. International Private Law. Intellectual Property Rights 1998-2006’] (2006) Tijdschrift voor 
Privaatrecht 1556.

85 Van Asbroeck and Cock, above n 78, 195. See also Case Study 7.
86 This view is supported by, eg, J Ginsburg, The Private International Law of Copyright in an Era of Technological 

Change (The Hague, Hague Academy of International Law, 1998) 99; Van Eechoud, above n 79, 109 et seq and  
s 4.5; Dreier and Hugenholz, above n 74, 29; A Kéréver, ‘Chronique jurisprudence’ (1998) Revue Internationale de 
Droit d’Auteur 197 fn 177; G Koumantos, ‘Le droit international prive et la Convention de Berne’ (1988) Le droit 
d’auteur 144. In a general report that the latter author prepared for an international conference of the ALAI, he 
admitted, however, that an overwhelming majority of national reporters took the (opposite) view in favour of the 
general application of the lex loci protectionis (Rapport général au Congrès de l’ALAI de 1996, Copyright in 
Cyberspace (Amsterdam, Otto Cramwinckel, 1997) 261).

87 In relation to authorship and, albeit in a more reserved way, first ownership, the application of the lex originis 
is defended by P Torremans, ‘Choice of law in EU copyright directives’ in E Derclaye (ed), The Future of Copyright 
Law, Series Research Handbooks in Intellectual Property (Cheltenham, Edward Elgar, 2009) 470. See also Van 
Asbroeck and Cock, above n 78, 201. Cf Docquir, above n 84, 409.

88 It is argued that the specific means of redress for each moral right are linked so strongly to the moral right 
concerned that it would make no sense to separate them in terms of the applicable law. This probably explains why 
this Berne provision is considered to be superfluous, also in view of the fact that remedies are always determined 
by the law of the country of protection. See Dreier and Hugenholz, above n 74, 34; Torremans, above n 87, 463.

89 See Art 7(8) of the BC: ‘In any case, the term shall be governed by the legislation of the country where protec-
tion is claimed; however, unless the legislation of that country otherwise provides, the term shall not exceed the 
term fixed in the country of origin of the work’. See also Art 14bis(2) including a choice of law rule on ownership 
in cinematographic works.

90 Originally this conclusion was the subject of much controversy; see M Gotzen, ‘La compétence judiciaire en 
droit européen et en droit Benelux des marques et modèles’ (1978) Ingénieur Conseil – Intellectual Property 173. 
The issue was settled by Benelux Court of Justice, 10 December 1990, Kortman v Remo (para 13). See also A Braun 
and E Cornu, Précis des marques. Les conventions internationales. La convention Benelux. Le droit communautaire, 
5th edn (Brussels, Larcier, 2009) no 556; Pertegás Sender, above n 70, 137.
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affect any conventions in relation to particular matters to which the Member States are  
parties (Art 71).

19. Article 4.6 of the BCIP deals with jurisdiction of the competent Benelux courts91 and 
defines the territorial jurisdiction of Belgian courts with regard to both validity92 and 
infringement issues that involve trade marks or designs registered in the Benelux93. Further 
details related to the grounds for jurisdiction and the territorial effects of a decision are 
provided in Case Study 11(1). 

Regarding connected cases, where a case is already pending before a court of another 
Benelux country, or when it is associated with another dispute placed before that court, the 
court in which the action was brought later shall, upon the request of one of the parties, 
refer the dispute to the first court that hears the initial action.94

20. The Benelux system is a unique system of uniform rules of substantive law for trade 
marks and designs that does not co-exist with national systems (as is the case with com-
munity trade marks and designs). Hence, with respect to the substance of the law, no  
discussion as to the applicable law will arise because, simply spoken, no other laws exist.95

21. Regarding recognition and enforcement of decisions rendered by another Benelux 
court, Article 1.14 of the BCIP imposes upon the three states the quasi-automatic recogni-
tion of decisions rendered in another state, subject only to the requirements that the deci-
sion is final and that an authenticated copy is produced.

2.2.2.3 Community Industrial Property Rights

22. It should be noted at the outset that current European Union copyright rules have until 
now ignored the issues that arise in the context of private international law. There is only 
one exception, in relation to satellite broadcasting,96 but, apparently, it was not even sup-
posed to be a private international law rule.97

23. In disputes relating to community trade marks and community designs, the specific 
jurisdiction rules contained in the Trade Marks Regulation and Designs Regulation respec-
tively will apply.98 The present report will be limited to a summary of the provisions of the 
Trade Mark Regulation (CTR)99. 

91 Regarding the identification of the competent court, the Benelux countries must apply their national law. 
The rules applicable for Belgium have been described above (2.1.4).

92 It should be noted that the Benelux system does not include the possibility of revocation or invalidation 
claims to be filed with the office. On the administrative level, the system only provides for a pre-grant opposition 
procedure.

93 Contrary to the Brussels I Regulation (see, eg, Art 22.4), the Benelux system does not regulate jurisdictions 
with reference to the subject matter of the claim.

94 An exception applies in situations where the second court has already given a decision in the matter other 
than an internal provision, in which case referral shall be to this latter court.

95 Exceptions only exist with respect to criminal actions and procedural matters, which continue to be gov-
erned by the normal national rules. They will not be addressed in the present report.

96 See Art 1.2.d of Council Directive 93/83/EEC of 27 September 1993 on the coordination of certain rules 
concerning copyright and rights related to copyright applicable to satellite broadcasting and cable retransmission, 
[1993] OJ L248/15.

97 Torremans, above n 87, 466–67.
98 See references to these Regulations, above para 4. In relation to matters not specified in these two Regulations, 

the provisions of the Brussels I Regulation remain applicable (see, eg, Art 94.1 of the CTR).
99 The Designs Regulation sets up a sui generis system of jurisdiction that takes into account the existence of the 

two types of community designs – registered and unregistered – that are recognised. Regarding registered designs, 
the main features of the jurisdictional system are comparable to the trade mark system. In relation to unregistered 
designs, the special national community courts will have to apply Art 82 to determine their territorial jurisdiction 
as well as, in certain cases specified in Art 79 of the Brussels I Regulation. These rules are applied in Case Study 2.
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24. In relation to the question of jurisdiction, this Regulation makes a distinction 
between (i) claims relating to the validity of the CTM, and (ii) claims dealing with infringe-
ment actions.

Regarding validity, Articles 41–42 and 56–57 of the CTR vest the OHIM (EU Trade Mark 
Office) in Alicante with exclusive jurisdiction to decide this issue in the framework of 
opposition and cancellation cases. Additional jurisdiction is given to specific national 
courts (community courts) in relation to counter-claims seeking revocation or a declara-
tion of invalidity of the community trade mark in an infringement action. In such cases, 
these courts will, however, have to observe the special rules set forth in Article 100 of the 
CTR.

With regard to infringement, courts will seek in the first place recourse to Title X (Art 94 
et seq). The answer to the question of which EU court has territorial jurisdiction to hear a 
matter where the infringement or breach of a community trade mark crosses national 
boundaries is laid down in Article 97 of the CTR. 

The lex contractus prevails (Art 97.4) and in this respect Article 23 as well as Article 24 of 
the Brussels I Regulation continue to apply. If no choice of forum was agreed by the parties, 
proceedings in respect of the actions and claims referred to in Article 96 (see details below) 
shall be brought in the courts of the Member State in which the defendant is domiciled. 
One could say that this rule incorporates the basic principle of the Brussels I Regulation, 
but in a modified form.100 This rule is indeed extended to defendants who are not domi-
ciled in any of the Member States but have ‘an establishment’ there. If neither of these cri-
teria apply, a court of a Member State will have jurisdiction if it is located in the place of the 
domicile or the establishment of the plaintiff or, and in this strict sequence, the Trade Mark 
Office in Alicante. Compared to the Brussels I Regulation, where Article 4 leaves room for 
the application of national rules, the possibilities for forum shopping are more limited,101 
but they are not excluded.102 Jurisdiction is indeed also allocated to courts in the place 
where the infringement has been committed or threatened (Art 97.5 of the CTR).103 In such 
cases, however, and in contrast to the other jurisdiction connectors, the courts cannot ren-
der a cross-border decision, and the relief will be limited to the state where the court sits 
(Art 98). Furthermore, application of Articles 2, 4, 5 and 31104 of the Brussels I Regulation 
is excluded with regard to the subject matters listed in Article 96 for which the ‘community 
courts’, defined in Article 95, shall retain exclusive jurisdiction. These courts alone may try 
infringement proceedings, actions for a declaration of non-infringement and actions for 
compensation for acts done during the application period. Subject to the provisions of 
Article 100, these courts can also decide counter-claims for revocation of Community reg-
istrations or for declarations of their invalidity. 

25. While the question relating to the applicable law is normally answered with refer-
ence to the country where the tort occurred or where protection is sought, the Community 
Trade Mark Regulation has provided for its own rule: the Community trade mark courts 

100 L Bently and B Sherman, Intellectual Property Law (Oxford, Oxford University Press, 2004) 1081.
101 ibid, 1081.
102 eg, Art 6 of the Brussels I Regulation that deals with situations where there are multiple defendants, contin-

ues to apply, meaning that an action can be brought against a co-defendant in another court than the court of the 
domicile (see below para 46). 

103 Claims for a declaration of non-infringement are explicitly excluded from this possibility.
104 The CTR has its own rule on territorial jurisdiction for provisional and protective measures laid down in  

Art 103. Except for the courts that base their jurisdiction on the place of the infringement, any other competent 
community court can grant measures with a cross-border effect.
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shall only apply the provisions of the Regulation (Art 101.1)105 which have, moreover, to be 
interpreted in a ‘community’ context. Conversely, on all matters not covered in the CTR, a 
Community trade mark court can apply its national law,106 including its private interna-
tional law (Art 101.2).107

26. Finally, an important practical advantage of the CTR is the rule that a CTM court 
may make orders relating to activity within any Member State, which are enforceable there 
without further proceedings.108

27. Articles 101 et seq of the Plant Variety Regulation describe which courts have juris-
diction to hear infringement claims relating to this community right.109 In contrast to the 
two other community rights (trade marks and designs), the Regulation does not oblige the 
Member States to designate special ‘community courts’. The ordinary courts having juris-
diction over an infringement case shall have to ‘treat the Community plant variety right as 
valid’ as a matter of principle (Art 105). However, regarding the nullity or cancellation of 
the right, only the Community Office in Angers (France) has exclusive competence to take 
decisions (Arts 20–21). It is generally assumed that possible gaps in the protection system 
may be filled in by the Brussels I Regulation, even though the Regulation itself only men-
tions the Lugano Convention110.

2.2.2.4 European Patent Rights

28. Even though no unified EU Patent system exists (yet) (see above para 11), this report 
cannot overlook the importance of the European Patent Convention, in view of its impact 
on Belgian law.111 This instrument contains specific jurisdiction rules applicable to pro-
ceedings during the application process (eg, the attribution of exclusive jurisdiction to the 
EPO regarding claims for revocation of the patent during the opposition procedure). Other 
disputes that originate prior to the granting of the patent have to be litigated before the 
national courts designated in a special Protocol.112

Once delivered, the European patent is to have in the designated states the effects of a 
national patent.113 National law determines not only the conditions for liability, the kind  
of remedies available and the assessment of damages, but also the procedural rules that 

105 See also Art 14 of the CTR: the effects of Community trade marks are determined solely by the CTM 
Regulation. These ‘effects’ essentially refer to Arts 9–13 that cover the rights conferred by a CTM. Other aspects of 
infringement are in the main governed by national trade mark law; W Cornish and D Llewelyn, Intellectual 
Property: Patents, Copyright, Trade Marks and Allied Rights, 6th edn (London, Thomson, 2007) 767.

106 This would, eg, be the case for the definition of acts constituting use of the mark and the limitations allow-
ing honest use of name, address, descriptions and indications of intended purpose. Also very important is the 
application of national law as concerns the fourth type of infringement listed in Art 5.5 of the Trade Mark 
Directive dealing with ‘other uses’ of a trade mark and for which the CTR has no explicit provision.

107 cf Art 96 of the Design Community Regulation and its application in Case C-32/08 Fundación Española para 
la Innovación de la Artesanía (FEIA) v Cul de Sac Espacio Creativo SL, Acierta Product & Position SA (in relation to 
the right of ownership to a design that was made on commission).

108 Cornish and Llewelyn, above n 105, 770.
109 eg, according to indent 2 of Art 101, any breach of those rights are to be heard by the court of the Member 

State in whose territory the defendant has his domicile, his official address or, if there is a lack thereof, the address 
of his establishment; see its application in Ghent Court of Appeal, 13 October 2008, (2008) Ingénieur Conseil – 
Intellectual Property 837 (in this case, the validity of the right was not disputed).

110 Pertegás Sender, above n 70, 136.
111 Through a centralised application procedure, the European Patent Office today issues European patents 

which, once granted, split into a bundle of national patents covered by national legislation.
112 See Arts 1–8 of the Protocol on jurisdiction and the recognition of decisions in respect of the right to the 

grant of a European patent of 5 October 1973, MB 7 October 1977.
113 See Arts 2 and 64 EPC.
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govern enforcement.114 Hence, the Belgian segment of a European patent will follow the 
same PIL rules as are applicable to nationally granted Belgian patents. 

With regard to the question of jurisdiction over infringement as well as enforcement, the 
Brussels I Regulation remains applicable today.115 The specific PIL rules included in Article 
64(3) of the EPC relate only to applicable law. Hence, and notwithstanding the territorial 
nature of patents, this article does not prevent courts from assuming jurisdiction in rela-
tion to disputes regarding foreign patents and from ordering decisions with a cross-border 
effect.116

With regard to applicable law, Article 64(3) of the EPC includes an explicit choice of law 
rule mandating that infringements to European patents be decided on the basis of the 
national law of the country for which the patent was granted.117, 118 As the most important 
issue in infringement actions tends to be the scope of the claims, Belgian patent law does 
not diverge significantly from the national laws in other Contracting States, because it must 
conform to the EPC (Art 69 and its Protocol). Indeed, besides setting up a unitary patent 
granting system, the EPC has also harmonised the core of post-grant patent law. In prac-
tice, there is widespread similarity amongst the Contracting States in the nature of the acts 
that constitute infringement (sale, importation, contributory infringement, etc).119 Yet, it 
remains true that, partly due to long-existing national traditions, the application of the 
various national laws may still give rise to divergent outcomes depending on the venue of 
the litigation.120

29. Finally it is pointed out that Article 60 of the EPC sets out a special rule on the allo-
cation of jurisdiction as well as applicable law, in relation to ownership of European patents 
in proceedings between an employee and an employer121. 

2.2.3 General Community Legislation122 

2.2.3.1 International Jurisdiction

30. Concerning jurisdiction in civil and commercial matters, including intellectual prop-
erty matters, the most important instrument to consider from a Belgian perspective is 
Regulation (EC) No 44/2001 on Jurisdiction and the Recognition and Enforcement of 
Judgments in Civil and Commercial Matters (Brussels I Regulation).123 This instrument not 

114 M Pertegás Sender, Cross-border Enforcement of Patent Rights: An Analysis of the Interface between Intellectual 
Property and Private International Law (Oxford, Oxford University Press, 2002) 56.

115 For future initiatives which will fundamentally change rules relating to international jurisdiction, see above 
para 11.

116 Roox, above n 84, 1542.
117 The wording used in this provision (‘any infringement of a European patent shall be dealt with by national 

law’) is somehow misleading in this respect; R Hacon and J Pagenberg, Concise European Patent Law (Alphen aan 
den Rijn, Kluwer Law International, 2007) 68.

118 See, eg, application in CFI Antwerp, 29 February 2008, (2008) Intellectuele Rechten – Droits Intellectuels 184.
119 Hacon and Pagenberg, above n 117, 68. 
120 Pertegás Sender, above n 114, 8–9 (with a summary of the much-discussed Epilady saga).
121 For further details, see Case Study 8.
122 In this section, I will merely cite the relevant legal sources. Their general principles and rules will be 

described in Section II, where they will be put in perspective with relevant case law and doctrine.
123 [2001] OJ L12/1. This Regulation replaces, as from 1 March 2002, the 1968 Brussels Convention on jurisdic-

tion and the recognition and enforcement of judgments in civil and commercial matters (last amended version 
[1998] OJ C27/1). It is, however, generally accepted that the case law developed by the ECJ as well as by the 
national judiciary on this former Convention has still to be taken into consideration. For the sake of convenience, 
hereinafter only references to the Regulation will be made, even in cases where an explicit reference is made to the 
Convention.
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only constitutes the main source and cornerstone of the European Civil Procedure Law, but 
has also become an essential pillar for cross-border enforcement of intellectual property 
rights.

The Brussels I Regulation moreover lays down uniform rules to facilitate the free circula-
tion of judgments, court settlements and authentic instruments in the EU,124 the essence of 
which will be described in section 2.3.4.1. 

31. The Lugano Convention of 1988 is often referred to in case law and governs the 
same subject as the 1968 Brussels Convention (now replaced by the Brussels I Regulation). 
This parallel Convention was applicable in the relationship between Member States and 
EFTA countries (Iceland, Norway and Switzerland)125 but has moved into the background 
since the Brussels I Regulation126 came into force. Recently, it has been replaced by the 
Lugano Convention of 30 October 2007127.128 In the present chapter, the latter Convention 
will not be dealt with further.

32. It is finally observed that the EU has not yet ratified the Hague Convention on choice 
of court agreements. A proposal has been published129 but further studies to evaluate the 
impact of a possible ratification are still undertaken.

2.2.3.2 Applicable Law (Choice of Law)

33. Once the court accepts it has jurisdiction, the next issue to determine is what law 
applies. The Community legislator has recently modernised the legal framework that was 
in existence for many decades by two regulations defining the law applicable to, on the one 
hand, contractual obligations and, on the other hand, non-contractual obligations:

1.  Regulation (EC) No 593/2008 of the European Parliament and of the Council of 17 
June 2008 relates to the law applicable to contractual obligations.130 This instrument 
will hereinafter be referred to as the ‘Rome I Regulation’. According to Article 24, this 
Regulation replaces the Rome Convention;131 however, because it only applies to con-
tracts concluded after 17 December 2009, the provisions of the earlier Rome Convention 
will continue to play an important role in the coming years.

2.  Regulation (EC) No 864/2007 of the European Parliament and of the Council of 11 July 
2007 relates to the law applicable to non-contractual obligations.132 This instrument, 
which entered into force on 11 January 2009, will hereinafter be referred to as the ‘Rome 

124 One of the main goals of the Regulation (and its predecessor, the Convention) was to provide for legal  
certainty; see Preamble, paras (11) and (15): ‘In the interests of the harmonious administration of justice it is 
necessary to minimise the possibility of concurrent proceedings and to ensure that irreconcilable judgments will 
not be given in two Member States . . . The rules of jurisdiction must be highly predictable.’

125 [1988] OJ L319/9. This Convention will be replaced in the near future; see Report from the Commission to the 
European Parliament, the Council and the European Economic and Social Committee on the application of Council 
Regulation (EC) No 44/2001 on jurisdiction and the recognition and enforcement of judgments in civil and commer-
cial matters, Brussels 21 April 2009, COM(2009) 174 final, 2 (hereinafter referred to as ‘2009 Report on Regulation 
44/2001’).

126 Pertegás Sender, above n 70, 138.
127 Text published in [2007] OJ L339/3.
128 It entered into force between the European Community and Norway on 1 January 2010. The ratifications of 

Denmark, Iceland and Switzerland are still outstanding.
129 COM(2008) 538 and SEC(2008) 2389 (5 September 2008); see also 2009 Report on Regulation 44/2001, 

above n 125, 2. 
130 OJ L177/6 (4 July 2008).
131 Convention 80/934/ECC on the law applicable to contractual obligations (Rome Convention) of 19 June 

1980, in force as from 1 April 1991; consolidated version published in OJ C334/1 (30 December 2005).
132 OJ L199/40 (31 July 2007). 
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II Regulation’. This Regulation takes precedence over the Rome Convention (Art 28) 
and applies to events giving rise to damage which occur after its entry into force on  
11 January 2009 (Art 31).133

2.2.3.3 Recognition and Enforcement of Foreign Judgments

34. The Brussels I Regulation applies in relation to recognition and enforcement of foreign 
judgments. It was indeed the purpose of this Regulation to determine the international 
jurisdiction of courts in Community countries, so as to facilitate recognition of judgments 
and to introduce an expeditious procedure for securing their enforcement, and other 
instruments and court settlements.134

2.3 Relationship between Intellectual Property and and Private 
International Law 

2.3.1 Preliminary Observation 

35. Intellectual property rights are territorial in nature. Where disputes over these rights 
arise involving more than one country, problems of international private law surface. 
Hereafter, the legal norms to which courts in Belgium can revert to decide whether they 
have jurisdiction to hear the case and, if so, to determine under which law the dispute has 
to be resolved will be described.

36. Under Belgian law, the relationship between intellectual property issues and the 
three major questions of private international law (jurisdiction, applicable law and enforce-
ment) is addressed in chapter VIII of the CPIL, entitled ‘Property’.135 Although not ground-
breaking with regard to their content, intellectual property law specialists have welcomed 
the codification of these rules, including clarification of existing (and to some extent con-
flicting and ambivalent) case law. The core provisions relating to IP disputes are to be found  
in Article 86 (international jurisdiction), Articles 93–94 (applicable law) and Article 95 
(recognition and enforcement of foreign decisions).

However, as previously mentioned, the provisions of the CPIL have a subsidiary charac-
ter. They will only apply in cases where neither the various specific community IP regula-
tions (Benelux IP Convention and EU Regulations on the community trade mark, design 
and plant variety rights) nor the general community PIL instruments (Brussels I Regulation, 
Rome I Regulation and Rome II Regulation) provide the answer. In practice, this latter  
situation will be rather exceptional. Most of the published case law as well as the writings  
in legal literature therefore concern an application of these community instruments. As it  
is obvious that the same situation will be present in the other EU Member States,136 the 

133 A Nuyts and H Boularbah, ‘Droit international privé européen (2006–2008)’ (2008) Journal Droit Européen 
308. It is submitted by some authors that ‘entry into force’ would mean 19 August 2007 and, accordingly, that 
proceedings applying the Regulation could be brought after 11 January 2009 if the event giving rise to the damage 
occurred after 19 August 2007; see TC Hartley, ‘Choice of law for non-contractual liability: selected problems 
under the Rome II Regulation’ (2008) 57 International and Comparative Law Quarterly 899.

134 Cornish and Llewelyn, above n 105, 98.
135 c VIII further deals with immovable property, chattels, goods in transit, cultural property, stolen goods and 

transferable securities.
136 With the exception of Denmark, which has signed specific agreements with the Commission.
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community rules137 with a focus towards their application by Belgian courts will be dis-
cussed here. 

Case law is most prominently available in patent litigation cases, not only because of a 
certain notoriety of Belgium in relation to ‘torpedoes’138 but in particular because in this 
area, most decisions regarding cross-border declarations of non-infringement, cross- 
border injunctions and cross-border effects of a provisional seizure order have been handed 
down in the last decade.139

2.3.2 International Jurisdiction in Intellectual Property Cases 

37. International jurisdiction will depend on two preliminary questions relating to, first, 
the nature of the IP right and, secondly, the nature of the dispute.140 The relevance of the 
first question is explained by the fact that for certain IP rights – trade marks, designs and 
plant variety rights – specific conventions or regulations exist with special jurisdiction 
rules. Belgian courts will have to give priority to these exclusive rules over any other provi-
sion.141 The answer to the second question will identify the applicable rule(s) of interna-
tional jurisdiction. Indeed, disputes relating to validity, infringement or licence contracts 
obey different jurisdiction grounds in the Brussels I Regulation as well as in the Belgian 
Code on Private International Law. These grounds are described hereafter.

2.3.2.1 Provisions in the Brussels I Regulation

38. In the large majority of cases dealing with international IP disputes, Belgian courts 
have examined their jurisdiction on the basis of the provisions of the Brussels I Regulation 
(or its predecessor). This Regulation has proven to be ‘a highly successful instrument which 
has facilitated cross-border litigation’ and ‘is highly appreciated among practitioners’142 to 
such an extent that some have even lauded it as a masterpiece of community legislation.143 
As was observed by the ECJ in the Duijnstee case, one of the aims of the Regulation (and 
preceding Conventions) was to reduce the scope for forum shopping.144 Experience with 
cross-territory patent actions has, however, prompted some scholars to state that the 
Regulation falls ‘demonstrably short’ of this aim.145

39. An overview of recent Belgian case law confirms that Belgian courts have, in princi-
ple, had no problem in admitting their jurisdiction in relation to infringing acts that 

137 Rules relating to the specific IP community rights have already been dealt with in Section I.
138 This notion typically refers to proceedings initiated before a court known for its backlog and seeking a 

cross-border declaration of non-infringement with a view to slow down – on the basis of the lis pendens rules – 
infringement proceedings that the patent owner will launch at a later date. For more details, see C De Meyer, 
‘Bedenkingen bij het fenomeen van de Belgische Torpedo’ [‘Some considerations regarding the phenomenon of 
the Belgian Torpedo’] (1999) Intellectuele Rechten – Droits Intellectuels 76. The EU Commission has expressed 
concern about this phenomenon in its 2009 Report on Regulation 44/2001, above n 125, 6–7.

139 Roox, above n 71, 149 (with further references).
140 M Pertegás Sender, ‘Règles de conflit de lois et compétence internationale’ in D Kaesmacher (ed), Les droits 

intellectuels sous toutes leurs facettes (Brussels, Larcier, 2007) 134.
141 See Arts 67 and 71 of the Brussels I Regulation and Art 2 of the CPIL. These rules have been described above.
142 2009 Report on Regulation 44/2001, above n 125, 3. 
143 B Hess, T Pfeiffer and P Schlosser, ‘Report on the Application of Regulation Brussels I in the Member States’, 

Study JLS/C4/2005/03, September 2007, Ruprecht-Karls-Universität Heidelberg, Institut Für Ausländisches Und 
Internationales Privat- Und Wirtschaftsrecht, ec.europa.eu/civiljustice/news/docs/study_application_brussels_1_
en.pdf, 1.

144 Case 288/82 Ferdinand Duijnstee v Lodewijk Goderbauer [1983] ECR 3663 (this case concerned an entitle-
ment to patents).

145 Cornish and Llewelyn, above n 105, 98.
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occurred in other countries, even non-EU countries. It has been observed, nevertheless, 
that courts are generally reluctant to accept international jurisdiction in cases of cross-
border infringement. In a significant number of cases, jurisdiction was declined, not 
because of objections of principle but simply because the prerequisites for the application 
of the Brussels I Regulation were not met.146

40. The Regulation does not foresee specific rules for intellectual property infringement 
actions and in this respect the courts will have to apply the general and specific rules appli-
cable to civil disputes.

In summary, these rules include, first, the basic principle that a suit is to be brought in 
the EU (or EFTA) state of the defendant’s ‘domicile’ (Art 2). Alternative jurisdictions are 
available in the place of tortious harm (Art 5.3) or, in the case of a contractual dispute, in 
the place where the obligation has to be performed (Art 5.1). Further qualifying factors 
essentially include the rule concerning co-defendants (Art 6.1), the rules on priority of 
jurisdiction in cases of lis pendens and related actions (Arts 27–28) and the ability of other 
jurisdictions to take provisional measures (Art 31). As most of these jurisdictional grounds 
are of relevance in the various case studies that will be examined in Section II, details of 
each of them will be provided in relation to these cases.

(a) Application of General Jurisdiction Rule
41. In line with its predecessor the Brussels Convention, the Brussels I Regulation takes the 
perspective that persons domiciled in a Member State shall be sued in the courts of that 
Member State (actor sequitur forum rei). Article 2 lays down this general principle accord-
ing to which (most of) the rules of jurisdiction of the Regulation apply where a defendant 
has its domicile in a Member State.147 This rule is applicable ‘whatever the nationality’ of 
the defendant and even if the plaintiff is domiciled outside the EU/EFTA. Conversely, a 
defendant domiciled outside the Community is subject to all applicable national rules of 
jurisdiction (Art 4).

The rule of the forum domicilii is ‘cardinal’148 and implies that all other rules in the 
Regulation that derogate from the general principle (such as the rules of special and exclu-
sive jurisdiction) have to be given a restrictive interpretation.149 It has moreover been given 
a mandatory character that cannot be set aside on the basis of national law150 because ‘a 
court may not sidestep the Regulation’s paths in order to reach a fair solution in complex 
cases’.151 The latter observation explains why the application of the forum non conveniens 
rule152 is not allowed; its effect would be ‘to undermine the predictability of the rules of 
jurisdiction . . . and consequently to undermine the principle of legal certainty’.153

146 F De Visscher and M Bouche, ‘Jurisdiction et loi applicable en cas de contrefaçon transfrontalière (actes de 
contrefaçon) des droits de propriété intellectuelle’, Answer of the Belgian Group of AIPPI to Question Q174, www.
aippi.org, 1–2.

147 Case C-412/98 Group Josi Reinsurance Comp v UGIC [1998] ECR I-7091. See also Case Study 1 for an appli-
cation of this rule.

148 Pertegás Sender, above n 114, no 3.08.
149 Case C-51/97 Réunion européenne v Spliethoff [1998] ECR I-6511.
150 Case C-281/02 Owusu v Jackson [2005] ECR I-1383.
151 Cornish and Llewelyn, above n 105, 103, while at the same time deploring that the Regulation did not adopt 

any doctrine of forum non conveniens. This concern is shared by other scholars; see eg T Hartley, ‘The European 
Union and the Systematic Dismantling of Common Law of Conflict of Laws’ (2005) 54 International and 
Comparative Law Quarterly 813.

152 Many Member States, including Belgium (see, below para 56), do recognise such a rule in their national 
regulation.

153 Case C-281/02 Owusu v Jackson [2005] ECR I-1383, para 41.
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With regard to intellectual property disputes, Article 2 clearly includes the possibility  
of suing a defendant in his place of domicile even though the rights concerned were  
granted by a state outside the EU and even if the infringing acts took place in another 
Member State or outside of EU/EFTA territories.154 If, for example, the defendant is domi-
ciled in Belgium and a claim relates to infringement of American copyright by acts done in 
the United States, the Brussels I Regulation will apply and the Belgian court must accept 
jurisdiction. When jurisdiction is based upon Article 2, the decision can even have cross-
border effects.155 This would not be possible if the defendant had its domicile in another 
(Member) State.156

(b) Application of Special Jurisdiction Rules
42. Alternative forum options are available to the plaintiff that allow suing the defendant in 
the court of another Member State where the defendant is not domiciled. These options 
will be summarised in the order of their appearance in the Brussels I Regulation.

43. First, where the dispute relates to a contract, Article 5.1 states that in the absence of 
a specific provision to the contrary between the parties,157 the defendant may be sued in the 
courts of a Member State for the place of performance of the obligation at issue ( forum 
executionis). The ECJ has made it clear that the general rule of Article 5.1(a) also applies to 
licence contracts relating to an intellectual property right. The Court, however, clarified 
that such contracts are not contracts for the provision of services within the meaning of the 
second indent of Article 5.1(b) and, hence, do not follow the special jurisdiction rule laid 
down in that provision.158 In this respect, the so-called Tessili method will have to be 
applied, according to which the place of performance has to be determined with reference 
to the law that is applicable pursuant to the rules of conflict of laws.159 

44. Secondly, in matters relating to tort, delict or quasi-delict, Article 5.3 provides that 
the courts of the place where the harmful event occurred or may occur will have jurisdiction. 
It is settled case law that the place where the harmful event occurred includes not only the 
place where the acts giving rise to the harm originated, but also the place where the harm 
had effect.160 

No discussion exists concerning the application of this provision to matters of infringe-
ment of intellectual property rights.161 This also follows from the case law of the ECJ, in 

154 Bently and Sherman, above n 100, 1080.
155 See, eg cross-border injunction issued in a patent infringement case by CFI Brussels, 12 December 2003, 

Steps v Franzoni (2004) Intellectuele Rechten – Droits Intellectuels 284.
156 Because the defendant had its residence in the Netherlands, the Court of Antwerp declined jurisdiction to 

decide on the infringement of a patent owned by a Belgian company on the basis of Art 2; CFI Antwerp, 20 March 
2008, reported in J Deene, ‘Kroniek intellectuele rechten’ [‘Overview of case law intellectual property rights’] 
(2009) Nieuw Juridisch Weekblad 542. 

157 This freedom of choice regarding jurisdiction is regulated in Art 23 of the Regulation (below, para 51).
158 Case C-533/07 Falco Privatstiftung and Thomas Rabitsch v Gisela Weller-Lindhorst [2009] ECR I-3327; 

(2009-2010) Rechtskundig Weekblad 1727, commentary by P Brulez.
159 Nuyts and Boularbah, above n 133, 310. For more details on the Tessily decision and the determination of 

the locus executionis, see Case Study 3.
160 Case 21/76 Handelskwekerij GJ Bier BV v Mines de Potasse d’Alsace SA [1976] ECR I-1735. Numerous other 

decisions have afterwards confirmed this holding. In Belgium, the Cour de Cassation confirmed the ECJ’s case law 
in Cass 6 October 2006, (2008-2009) Rechtskundig Weekblad 1726 (general tort case). See more details in Case 
Studies 1(2) and 7(3).

161 Hence, the discussion in legal doctrine whether such infringements are to be characterised as tortious or 
quasi-delictual, is of no relevance here; see in this respect JJ Fawcett and P Torremans, Intellectual Property and 
Private International Law (Oxford, Clarendon Press, 1998) 150.
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particular in the Kalfelis162 and Shevill 163 rulings. Whereas in the first case, the Court decided 
that Article 5.3 had to be given an independent and broad interpretation covering ‘all 
actions which seek to establish the liability of a defendant and which are not related to “a 
contract” within the meaning of Article 5.1’, it applied this provision in the latter case to an 
infringement of an intangible property (a person’s reputation and honour). In line with 
this case law, it is generally accepted that, by analogy, intellectual property rights should fall 
under Article 5.3.164

According to the Shevill doctrine,165 the plaintiff can bring a claim either before the court 
where the defendant is established (ie general locus domicilii rule) which then has jurisdic-
tion to award damages for all the harm caused by the infringement, or before the courts of 
each Member State in which the infringement occurs or where the plaintiff claims to have 
suffered harm. In the latter situations, which include two different connecting factors – 
locus acti and locus damni166 – courts, however, solely have jurisdiction in respect of the 
damage sustained in the forum state. In this hypothesis, an IP right owner will have the 
(burdensome) task of collecting the different parts of the damages in different courts. 

Belgian courts have regularly applied Article 5.3 with reference to the above-mentioned 
ruling of the ECJ.

For example, in an international patent litigation, the Antwerp Court accepted jurisdic-
tion in a case where a Dutch company had sued a Greek company alleging infringement of 
its European patent, which occurred in Antwerp.167 The Brussels Court assumed juris-
diction because the manufacture and the offering for sale of the patented product took 
place on Belgian territory. The argument of the defendant, that the final product, a medica-
ment, was sold in the US, was considered irrelevant.168 As of today, Belgian courts have, 
however, been rather reluctant to apply this jurisdictional ground to declarations of non- 
infringement in particular when a cross-border declaration is sought.169 In some (rather 
specific) cases such relief was however granted.170

In the sector of copyright, the Antwerp Court accepted jurisdiction to order final injunc-
tive relief sought by a Belgian producer of phonograms against a Dutch defendant for 
infringement of its neighbouring right by selling CDs in Antwerp.171 Likewise the Brussels 
Court accepted jurisdiction because the French film La veuve de Saint-Pierre was distrib-
uted in Belgium in violation of the claimant’s copyright.172 One may further refer to a copy-
right infringement case initiated by a Belgian company against a British company for 

162 Case 189/87 Kalfelis v Bankhaus Schröder [1988] ECR 5565.
163 Case C-68/93 Fiona Shevill and Others v Presse Alliance [1995] ECR I-415.
164 Pertegás Sender, above n 114, no 3.67. 
165 Although this case was concerned with the infringement of personality rights (defamation), it is generally 

assumed that its holdings also apply to intellectual property rights’ infringements; see, eg, Dreier and Hugenholz, 
above n 74, 29.

166 Roox, above n 84, 1557.
167 Commercial Court Antwerp 11 September 2008, Philips v Ari Trans et al, reported in J Deene, ‘Kroniek intel-

lectuele rechten’ [‘Overview of case law intellectual property rights’] (2009) Nieuw Juridisch Weekblad 542. 
Competence was also assumed on the basis of Art 6.1 (close connection between claims involving many defend-
ants one of which had its residence in Belgium).

168 CFI Brussels, 20 November 2008, (2009) Ingénieur Conseil – Intellectual Property 33. See also CFI Liège,  
6 December 2007, (2008) Intellectuele Rechten – Droits Intellectuels 162.

169 Jurisdiction was declined in CFI Brussels, 12 May 2000, Röhm v DSM, (2002) Intellectuele Rechten – Droits 
Intellectuels 321. See also CFI Brussels, 19 January 2001, Novo Nordisk v DSM, (2002) Intellectuele Rechten – Droits 
Intellectuels 304. Cf De Visscher and Bouche, above n 146, 4.

170 See cases discussed by Roox, above n 84, 1555–56.
171 Court of Appeal Antwerp, 12 September 2008, (2008) Intellectuele Rechten – Droits Intellectuels 415.
172 Court of Appeal Brussels, 4 May 2001, (2001) JLMB – Journal Liège Mons Bruxelles 1444.
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non-payment of statutory levies in relation to the sale of blank CDs in Belgium.173 In a 
comparable case involving the same claimant and another company established in Britain 
but conducting its business in Germany, the Court of Appeal based its competence on 
Article 86 of the CPIL. While the positive decision on the merits will probably not raise  
difficulties, ignoring the Brussels I Regulation in this case is rather questionable.174 

Moreover, Article 5.3 regularly finds application in situations of infringements in 
Internet contexts.175 

45. In complex international litigation involving many parties, plaintiffs will look for  
the availability of concentration mechanisms that will enable them to bring the case before 
one forum that is able to decide the dispute as a whole. The Brussels I Regulation offers 
such mechanisms in the pre-litigation stage (para 46)176 as well as in the post-litigation 
stage when litigation is already pending (paras 47–48).177

46. In cases of multiple defendants, the Brussels I Regulation provides for an alternative 
jurisdiction factor in Article 6.1.178 According to this rule each of the defendants if domi-
ciled in a Member State may also be sued in the courts of the place where any one of them 
is domiciled, provided the claims are so closely connected that it is expedient to hear and 
determine them together to avoid the risk of irreconcilable judgments resulting from sepa-
rate proceedings. Use has been made of this clause for some time by Belgian courts 
(although not so extensively as was the case in the Netherlands179), allowing consolidation 
of claims for infringement of national bundle patents deriving from a European patent 
application, whenever one of a number of defendants was domiciled in Belgium.180 Clearly, 
this ground for jurisdiction provides substantial scope for forum shopping.181

The latter conclusion may explain why, in its 2006 Roche ruling,182 the ECJ has taken a 
severe stand on the application of Article 6.1 (also in view of the fact that this article allows 
for a derogation of the general principle of the actor sequitur forum rei). In a nutshell, the 
ECJ held that because patent law is different in each country, there is no risk of conflicting 

173 Court of Appeal Antwerp, 3 March 2008, Auvibel v Cd Republic (www.auvibel.be/files/RP03032008N.pdf).
174 President CFI Brussels, 24 May 2006, Auvibel v X, (2007) Intellectuele Rechten – Droits Intellectuels 180. 

Confirmed by the Court of Appeal on 20 May 2008.
175 eg in a trade mark case, jurisdiction was accepted where the holders of the domain name ‘Liberty tv.com’ 

and of various trade marks including the word ‘liberty’, active in the travel sector, brought an infringement claim 
against a Swiss company using the domain name ‘Liberty-Voyages.com’. The Brussels Court accepted jurisdiction 
on the basis of Art 5.3 of the Convention of Lugano on the basis that because Benelux consumers could access the 
disputed website, the harm occurred in the Benelux territory where the protection was claimed; Court of Appeal 
Brussels, 2 December 2004, (2004) Ingénieur Conseil – Intellectual Property 537 (the Court, however, dismissed the 
claim on the merits, deciding that no risk of confusion was demonstrated). 

In relation to copyright disputes, see Case Study 7.
176 It should be noted that also the general rule of the defendant’s domicile can be used as a concentration tech-

nique where the harmful event occurred for transnational torts.
177 Pertegás Sender, above n 114, 42.
178 It is currently not possible on the basis of the Brussels I Regulation to group actions of several plaintiffs 

against the same defendant, before the courts of one Member State.
179 See in this respect Pertegás Sender, above n 114, 56, referring to the Netherlands as ‘the epicentrum of cross-

border patent litigation’, in the context of the application of Art 6.1.
180 See, eg, CFI Brussels 30 July 2001, Synthon v SKB (2002) Intellectuele Rechten – Droits Intellectuels 301; 

Commercial Court Brussels, 28 February 2002, Vittel v Keramag (2002) Ingénieur Conseil – Intellectual Property 
237. Conversely, in CFI Liège, 6 December 2007, (2008) Intellectuele Rechten – Droits Intellectuels 162, where the 
jurisdiction regarding the first defendant was based upon Art 5.3, the court declined territorial jurisdiction over 
the other defendants because none of the defendants had their domicile in the district of Liège.

181 V Jandoli, ‘Cross-border Litigation Again? This Time the Legislator Intervenes’ (2009) 31 European 
Intellectual Property Review 236, 238.

182 Case C-539/03 Roche Nederland BV and Others v Frederick Primus and Milton Goldenberg [2006] ECR 
I-6535. For more details, see also Case Study 3 (3). 
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decisions. In a more general way, the Roche ruling prompts us to conclude that it is cur-
rently impossible to bring consolidated proceedings against several infringers of a European 
bundle patent even where the infringers belong to a group of companies and act in accord-
ance with a coordinated policy.183 Henceforth, the claimant will be obliged to bring pro-
ceedings in each of the jurisdictions concerned which, clearly, will entail high costs and 
hamper an efficient handling of the claims.

47. Thirdly, mention should be made of the special rules that solve questions of lis pen-
dens and related actions (see Arts 27 and 28 respectively). 

To resolve cases of litis pendentiae, Article 27 gives the first court to be seised strict pri-
macy where more than one set of proceedings involving the same cause of action184 and 
between the same parties are brought. This is so even where a motivation for bringing pro-
ceedings in the first court is to take advantage of the slowness of its procedures and effec-
tively ‘torpedoing’ the action’.185 If the requirements are satisfied, the court second seised 
must stay proceedings until the court first seised has established that it has jurisdiction. At 
this point the court second seised must decline jurisdiction. This strict application of 
Article 27 has also been upheld in a case where it was claimed that the court second seised 
had exclusive jurisdiction.186 Hence, it pays off for a party to be the first to bring its action 
to the court of his choice, in order to frustrate the application of another ground of juris-
diction (eg, choice of court clause). 

In relation to IP disputes, it is worth mentioning that the lis pendens rule will normally 
apply to the so-called ‘mirror-actions’ seeking on the one hand a declaration of non-
infringement of an IP right and, on the other hand, an injunction on the basis of the 
infringement of the same right.187 However, actions to enforce patents for different Member 
States, even when they are granted for the same invention and in common form from the 
EPO and are asserted against equivalent acts, are not for the same cause.188

48. The rule of Article 28 (‘related actions’) allows the court to stay the case or decline 
jurisdiction where the action is related to another action that is pending in another Member 
State.189 For the application of this article, it is required that both proceedings are con-
cerned with the examination of the same legal issue, without necessarily having identical 
parties or an identical cause of action. Originally, legal scholars took the view that this 
article will apply where two infringement actions involve, eg, parallel patent rights (gener-
ally issued from a European patent grant), because there is a risk of irreconcilable judg-
ments even if, strictly speaking, the actions do not concern the same rights.190 Reference was 

183 Not surprisingly, the Roche ruling has attracted much criticism. See, eg, Nuyts and Boularbah, above n 133, 
311–12; A Kur, ‘A Farewell to Cross-Border Injunctions? The ECJ Decision GAT v Luk and Roche Nederland v 
Primus and Goldenberg’ (2006) 37 International Review of Intellectual Property and Competition Law 844, 849; 
Jandoli, above n 181, 236.

184 For more details about this condition, see Case Study 5(1) with reference to the Tatry ruling.
185 See comments of P Véron, ‘ECJ Restores Torpedo Power’ (2004) 35 International Review of Intellectual Property 

and Competition Law 638, in relation to Case C-116/02 Erich Gasser GmbH v MISAT Srl [2003] ECR I-14693.
186 See Gasser decision above.
187 C De Meyer and E De Pauw, ‘Belgian Torpedoes: have they really missed their target?’ in Allied and in 

Friendship: For Teartse Schaper (Deventer, Kluwer, 2002) 146. See also Case Study 5 dealing with such an action.
188 Cornish and Llewelyn, above n 105, 101, with reference to the Tatry ruling.
189 To identify the time at which proceedings become pending, see Art 30 of the Brussels I Regulation. It can 

further be observed that, if the court would decline jurisdiction, which is an option offered by Art 28.2, this may 
lead to a (temporary) negative conflict of jurisdiction if the first court does not take jurisdiction with respect to 
the action concerned.

190 Pertegás Sender, above n 114, no 4.129; Fawcett and Torremans, above n 161, 183–84. Belgian case law, how-
ever, has not followed this view; see De Visscher and Bouche, above n 146, 16.
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made to the Tatry decision where the ECJ concluded that the concept of ‘related actions’ 
must be interpreted broadly and must cover all cases where there is a risk of conflicting 
decisions, even if the judgments can be separately enforced and their legal consequences are 
not mutually exclusive.191 In particular the Court interpreted Article 28 as granting discre-
tion as soon as the proceedings create the ‘risk of conflicting decisions, without necessarily 
involving the risk of giving rise to mutually exclusive legal consequences’.192 However,  
in view of the subsequent Roche ruling193 it is questionable whether the original broad 
interpretation, with a possible application regarding patent infringement proceedings,  
can be maintained, notwithstanding the criticism that is currently voiced on the Roche  
ruling.194

49. Finally, Article 31 includes special jurisdiction rules in relation to provisional and 
protective measures.195 Applications for such measures (as may be available under the law of 
that state196) may be made to the courts of a Member State, even if, under the Regulation, 
the courts of another Member State have jurisdiction as to the substance of the matter and 
even if the parties have submitted the dispute to arbitration.197 The expression ‘provisional, 
including protective, measures’ as used in Article 31 is to be understood as referring to 
measures which, in matters within the scope of the Regulation, are intended to preserve a 
factual or legal situation so as to safeguard rights the recognition of which is otherwise 
sought from the court having jurisdiction as to the substance of the case.198 With reference 
to the ECJ’s rulings in Denilauler and Van Uden,199 it has to be further observed that Article 
31 of the Brussels I Regulation can only be applied if a real connecting link exists between 
the subject matter of the measures sought and the forum. Hence, this provision cannot 
justify measures that would have no effect in the forum and produce solely extra-territorial 
effects. By stating this condition, the ECJ seeks to avoid the so-called ‘forum shopping’ for 
provisional measures, as well as the risk of abuse of the rights deriving from the Brussels I 
Regulation.

Overall, Belgian doctrine200 and case law201 seem to accept that the measures can –but 
need not necessarily – be restricted to the national territory and may have cross-border 
effects202 as long as such measures have also an effect in the forum. The majority of case law 

191 Case C-406/92 Tatry v Maciej Rataj [1994] ECR I-5439 (para 52).
192 ibid.
193 See above, para 46. See also more details in Case Study 3(2(b)).
194 Above n 188. For more details and references to Belgian case law pre-dating the Roche decision, see  

M Pertegás Sender, ‘Aanhangigheid, samenhang en voorlopige maatregelen’ [‘Lis pendens, related actions and pro-
visional measures’] in H Van Houtte and M Pertegás Sender (eds), Europese IPR-Verdragen [European PIL 
Conventions] (Leuven, Acco, 1997) 125.

195 For an extensive analysis of this provision, see Pertegás Sender, above n 114, 127 et seq.
196 Regarding possible measures under Belgian law, see above para 8.
197 Regarding this latter situation, see Case Study 11.
198 Case C-261/90 Mario Reichert, Hans-Heinz Reichert and Ingeborg Kockler v Dresdner Bank AG [1992] ECR 

I-2149, para 34. See also Case C-104/03 St Paul Dairy Industries NV v Unibel Exser BVBA [2005] ECR I-3481. In 
this latter case the Court further clarified that the aim of Art 31 is to avoid causing loss to the parties as a result of 
the long delays inherent in any international proceedings (para 12).

199 Case C-391/95 Van Uden Maritime v Kommanditgesellschaft in Firma Deco-Line and others [1998] ECR 
I-7091; see also Case C-125/79 Denilauler v Couchet Frère [1980] ECR I-1553 and Case C-99/96 Mietz v Intership 
Yachting [1999] ECR I-2277. For more details see Case Study 11.

200 Pertegás Sender, above n 114, no 3.156.
201 See decisions described hereafter. Older case law, tended to decline jurisdiction to order transnational pro-

visional measures; see De Visscher and Bouche, above n 146, 7.
202 In an explicit way this was confirmed in the AG Léger’s opinion of 10 June 1997 in the Van Uden case (paras 

112 and 120). See also Case C-125/79 Denilauler v Couchet Frère [1980] ECR I-1553.
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that applied Article 31 (and its predecessor Art 24 of the Convention) concerned patent 
disputes.203

The decision in SKB v Chiron was one of the first cases in Belgium in which the Court 
applied Article 31 and assumed jurisdiction to take cross-border measures where the 
Belgian plaintiff essentially requested a declaration of non-infringement relating to a 
European patent owned by a US company (even though the claim was not phrased as 
such204). The President decided that Article 4 was not applicable in relation to proceedings 
based upon Article 31 because the latter constitutes an autonomous ground – and hence an 
alternative forum – for jurisdiction and granted the relief sought by the claimant.205 A sim-
ilar claim and reasoning can be found in the case Medtronic v Theric. The Court, in the end, 
dismissed the claim for a cross-border declaration because of the lack of ‘a real connecting 
link’ with the Belgian territory, as required by the ECJ in the Van Uden decision.206

With reference to the same Van Uden decision, in 1999 Belgian’s highest court (Cour de 
Cassation) confirmed that Belgian courts can issue interim orders with a cross-border 
effect on the basis of Article 31 (24 Convention).207 Hence, it is no wonder that cross-border 
interim injunctions have been granted in several other cases. This occurred, eg, in the 
Colgate v Unilever patent infringement suit.208 Prior to ordering the injunction, the Court 
did confirm, first, that it could assume jurisdiction on the basis of Article 31 (24 Convention) 
and, secondly, that the necessary ‘real connecting link’ had been established in this case. A 
similar position was taken by the Court in Altana Pharma v Eurofarma granting a cross-
border injunction for all the European countries where the patent was valid.209 These deci-
sions confirm the broad interpretation that Belgian courts seem to accord Article 31 (as 
well as to the Van Uden decision), although the number of decisions remains modest.

203 For a more detailed discussion of the cases described hereafter, as well as references to other decisions, see 
Roox, above n 84, 1544 et seq.

204 The claimant requested permission to continue production and exploitation in all the European countries 
covered by the European patent.

205 President CFI Brussels 6 February 1997, (1997) Intellectuele Rechten – Droits Intellectuels 346. See, however, 
President of the Brussels Court 8 October 2003, Ratiopharm v Lundbeck (2003) Intellectuele Rechten – Droits 
Intellectuels 297, where the Court only accepted the rendering of a declaration permitting further commercialisa-
tion of an allegedly infringed patent with effect on the Belgian territory.

206 President CFI Brussels 23 June 2000, Medtronic v Therex (2002) Intellectuele Rechten – Droits Intellectuels 
328. See also Court of Appeal Brussels 20 February 2001, Roche v Glaxo (2002) Intellectuele Rechten – Droits 
Intellectuels 284.

207 Cass 3 September 1999, (2000) Intellectuele Rechten – Droits Intellectuels 71 (in casu the Court had approved 
the use of the descriptive seizure procedure to collect evidence relating to an infringement of a foreign patent, 
even though no protection in Belgium existed). Whether this decision is compatible with the more recent holding 
of the ECJ in Case C-104/03 St Paul Dairy Industries NV v Unibel Exser BVBA [2005] ECR I-3481 has been ques-
tioned; see K Szychowska, ‘Taking evidence in intellectual property matters under Regulations 44/2001 and 
1206/2001’ (2006) Intellectuele Rechten – Droits Intellectuels 111 et seq; Roox, above n 84, 1548. However, as the St 
Paul Dairy decision related to a measure ordering the hearing of a witness, it remains questionable whether its 
holding would also extend to a measure seeking an interim descriptive seizure order.

208 President CFI Brussels, 14 September 2001, (2002) Intellectuele Rechten – Droits Intellectuels 239.
209 President CFI Brussels, 25 March 2005, (2005) Intellectuele Rechten – Droits Intellectuels 302. See about this 

case, K Roox, ‘De Altana Pharma-beschikking: een nieuwe Belgische grensoverschrijdende beslissing in kort ged-
ing’ [‘The Altana Pharma order: a new Belgian cross-border decision in an interim proceedure’] (2005) Intellectuele 
Rechten – Droits Intellectuels 254. A similar decision can be found in Court of Appeal Antwerp, 25 April 2007, 
(2007) Intellectuele Rechten – Droits Intellectuels 248 (involving a US claimant against Belgian and US defendants); 
see comments by K Roox, ‘ATMI/Praxair: opnieuw een grensoverschrijdende beslissing in kort geding’ [‘ATMI v 
Praxair: another cross-border interim injunction’] (2007) Intellectuele Rechten – Droits Intellectuels 259.
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(c) Application of IP Related Exclusive Jurisdiction Rule
50. Last but not least, exceptions to the general ‘defendant in court’ rule are applicable in 
cases of exclusive jurisdiction. The Brussels I Regulation includes a number of provisions in 
which courts will have jurisdiction regardless of the domicile of the defendant. With regard 
to intellectual property disputes, the following three situations are of major importance.

(i) Certain Types of Disputes Concerning Specific Subject Matters
In the area of intellectual property law, this exception relates essentially to the specific 
Community IP rights regulated in EU Regulations, which have been described above.210 These 
regulations address in a consistent way issues of international jurisdiction which is, as a rule, 
reserved to the tribunals designated in the separate Regulations,211 even though some room is 
often left for the general community rules (Brussels I Regulation)212 and/or national PIL rules. 

The existence of specific community instruments regarding trade marks, designs and 
plant varieties, may provide an explanation for the relatively limited case law dealing with 
the international jurisdiction of the Belgian courts in these matters.213 Conversely, it is no 
wonder that most Belgian case law that involves PIL problems relates to copyright and, 
even more so, patent law where such uniform rules are still lacking.214

(ii) Prorogation of Jurisdiction (Forum Clauses)
51. The Brussels I Regulation confirms the principle of the autonomy of the parties which 
will prevail over all grounds of general or special jurisdiction.215 Where an agreement exists 
between the parties (one of which has to be domiciled in the Community) regarding a 
choice of jurisdiction clause, the agreed court will have exclusive jurisdiction and there is no 
question of alternative jurisdictions unless the parties have agreed that the forum clause 
would have a non-exclusive character (Art 23).216 An exception is, however, made with 
respect to matters for which an exclusive jurisdiction rule exists (eg, regarding the validity 
of a patent or trade mark registration). Courts can never enforce a forum clause which 
derogates from such rules.

(iii) Situation Listed in Article 22
52. For the purpose of the present report, section 4 of Article 22 is of particular relevance. 
It imposes an exclusive jurisdiction rule where the action relates to ‘the registration or 
validity of patents, trademarks, designs or other similar rights’.217 This rule, which is appli-
cable irrespective of the domicile of the defendant,218 is justified by the fact that the grant of 

210 See above, 2.2.2. Exclusive jurisdiction results from Arts 67 and 71 of the Brussels I Regulation.
211 See, eg, Recital (30) of the Community Designs Regulation: ‘The litigation system should avoid as far as pos-

sible “forum shopping”. It is therefore necessary to establish clear rules of international jurisdiction.’
212 As was recalled in the Tatry decision, the specialised conventions preclude the application of the provisions 

of the Brussels Regulation only in cases governed by the specialised convention and not in those to which it does 
not apply. Eg, where a specialised convention contains certain rules of jurisdiction but no provision as to lis pen-
dens or related actions, Arts 27 and 28 of the Brussels I Regulation accordingly apply; Case C-406/92 Tatry v 
Maciej Rataj [1994] ECR I-5439.

213 cf Roox, above n 84, 1560.
214 Roox, above n 71, 149.
215 See, eg, CFI Brussels 12 May 2000, Röhm Enzyme, (2000) Intellectuele Eigendom en Reclamerecht – NL 227.
216 See also more details in Case Study 4.
217 ‘Other similar rights’ refer to other registrable rights such as plant varieties, SPCs and utility models.
218 Art 22.4, opening sentence. See also Art 4.1 that includes a reservation regarding the Arts 22 and 23. The 

general jurisdiction rule of Art 2 remains applicable in cases where the connecting factors for exclusive jurisdic-
tion under Arts 22 and 23 are situated in a third (non-EU) state; see 2009 Report on Regulation 44/2001, above n 
125, 5 (with reference to Opinion 1/03 of the ECJ).
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such rights ‘is an exercise of national sovereignty’.219 Exclusive jurisdiction is conferred 
upon the courts of the Contracting State in which the deposit or registration has been 
applied for because ‘those courts are best placed to adjudicate upon cases in which the dis-
pute itself concerns the validity of the patent or the existence of the deposit or registration’.220 
Pursuant to Article 25, any other court will have to decline jurisdiction on its own motion.

This rule essentially concerns disputes relating to revocation, invalidity, an amendment 
of the patent specification or a declaration of validity of an industrial property right (not 
covered by (i) above). There is no suggestion that this rule applies to copyright and related 
rights, the existence of which is not dependent upon a formal act of registration.221

The distinction made between, on the one hand, claims that relate to the validity of reg-
istered industrial property rights and, on the other hand, all other claims seems obvious in 
theory, but is much less evident in practice. In a considerable number of infringement cases 
– which are to be qualified as ‘other disputes’ – defendants will typically initiate a counter-
claim seeking the invalidity of the IP right relied upon by the plaintiff. Or the defendant 
may merely defend himself by arguing that the registration is invalid. Hence, the question 
of whether Article 22.4 applies to this type of infringement cases is a crucial one, in particu-
lar, because it is sometimes difficult to predict whether validity is going to be a real issue 
and whether such claim will be raised bona fide. These issues have been the subject of 
heated debates amongst foreign scholars222 which, in turn, have been echoed in Belgian  
literature and case law.223

In 2006 the ECJ’s decision in the GAT v LuK case cast a new light on the discussion.224 
The Court made it clear that Article 16.4 of the Convention (today replaced by Art 22.4) 
always applies to cases where a patent’s validity is at stake, including the situation where the 
claim was initiated through a counter-claim in an infringement action.225

As happened in many other countries,226 this decision has also in Belgium had the  
effect of nearly paralysing European cross-border litigations in infringement cases where 
the defendant files a counter-claim or raises a plea of nullity regarding a non-national 

219 Report (Jenard) on the Convention on jurisdiction and the enforcement of judgments in civil and commer-
cial matters signed at Brussels, 27 September 1968, OJ C59/1.

220 Case C-125/79 Denilauler v Couchet Frère [1980] ECR I-1553, para 22.
221 See Art 5.2 of the Berne Convention: ‘The enjoyment and the exercise of these rights shall not be subject to 

any formality’.
222 See more details and references in C Wadlow, Enforcement of Intellectual Property in European and 

International Law (Sweet & Maxwell, London, 1998) 188.
223 See more details in Case Study 2.
224 Case C-4/03 GAT v LuK [2006] ECR I-6509: ‘[Article 22.4 applies] irrespective of whether the issue (of 

validity) is raised by way of an action or a plea in objection’. To allow otherwise ‘would multiply the risk of con-
flicting decisions which the (Regulation) seeks specifically to avoid’ (at para 29). This decision has triggered many 
critical reactions. See, eg, B Docquir, ‘Résumé de CJCE, 13 juillet 2006 (arrêts Roche et GAT/LuK)’ (2006) Revue de 
Droit Commercial Belge – Tijdschrift voor Belgisch Handelsrecht 190; K Szychowska, ‘Quelques observations sous 
les arrêts de la Cour de justice dans les affaires C-4/03 GAT et C-539/3 Roche’ (2007) Revue de Droit Commercial 
Belge – Tijdschrift voor Belgisch Handelsrecht 498; P Torremans, ‘The Widening Reach of Exclusive Jurisdiction: 
Where Can You Litigate IP Rights after GAT?’ in A Nuyts (ed), International Litigation in Intellectual Property and 
Information Technology (Austin, Kluwer Law International, 2008) 65; Nuyts and Boularbah, above n 133, 313–14; 
M Wilderspin, ‘La compétence juridictionnelle en matière de litiges concernant la violation des droits de propriété 
intellectuelle’ (2006) 95 Revue critique de droit international privé 777.

225 Whereas a few years ago a fall in torpedo actions was reported, it is feared that this GAT ruling of the ECJ 
will worsen the situation and might even create ‘super-torpedoes’; see Hess et al, above n 143, 334.

226 See Jandoli, above n 181, 236. At p 242, this author develops an interesting argument holding that, with the 
coming into effect of the Rome II Regulation, courts will have to hold that the ECJ’s decision in Roche will no 
longer apply to legal actions taken up pursuant to Art 6.1. See also Nuyts and Boularbah, above n 133, 312.



376 Marie-Christine Janssens

industrial property right.227 Conversely, where the validity of the patent is not the subject of 
a (counter-)claim, Belgian courts continue to be willing to grant relief.228 

It is still premature to assess the impact of the ECJ’s case law on Belgian jurisprudence. 
At least in doctrine, it is submitted that as of today the summa divisio between exclusive and 
non-exclusive jurisdiction remains unclear and controversial.229

2.3.2.2 Belgian Code on Private International Law (CPIL)

53. Because most of the rules in the CPIL that are of interest for the present report mirror 
the provisions of the Brussels I Regulation, they will be described in a concise way only, 
pointing to possible areas of difference. In this context, it should be remembered that the 
Belgian rules will, in practice, essentially apply in the relationship between a Belgian com-
pany and a company located outside the EU/EFTA.230

(a) General and Special Jurisdiction Rules 
54. The basic principle for jurisdiction is the defendant’s domicile or place of residence (Art 
5). In line with the Brussels I Regulation, nationality has lost ground as a connecting factor 
which is, partly, due to the increasing number of persons holding multiple citizenship.231 
Unlike the Regulation, the CPIL provides for a definition of these two possible locations in 
a separate Article 4. Furthermore, Belgian courts have jurisdiction for international compa-
nies located abroad but having a local branch in Belgium (Art 5 para 1(3)).

In the case of multiple defendants, Article 5 paragraph 1(2) allows the court to take juris-
diction if one of the defendants is domiciled or resides in Belgium. This provision pursues 
the same aim as Article 6.1 of the Brussels I Regulation, but is formulated in a different way. 
Where the latter sets out the requirement of a close connection between the actions, the 
Belgian provision is phrased in a more negative way, precluding its application in cases of 
improper use of the jurisdiction ground.232 The second part of this provision indeed allows 
the court to decline jurisdiction if it appears that the claim was initiated to ‘back out’ cer-
tain defendants of the jurisdiction of their court. This correction mechanism aimed at 
reducing the much-criticised practice of the ‘Belgian Torpedo’.233 

As a further qualifying factor for jurisdictional purposes, the CPIL also includes a lis 
pendens rule (Art 14) which is comparable to Article 27 of the Brussels I Regulation. Unlike 
the latter, however, no special rule is provided concerning ‘related cases’.

55. The CPIL includes, in a comparable manner, the other alternative jurisdiction 
grounds that are laid down in the Brussels I Regulation in relation to contracts and torts 
(see Arts 96, 1° and 96, 2° respectively – compare with Arts 5.1 and 5.3 of the Regulation). 

227 Court of Appeal Antwerp, 5 May 2008, Avery v 3M, (2008) Intellectuele Rechten – Droits Intellectuels 256. 
With reference to the GAT ruling, this Court declined jurisdiction to decide on a cross-border declaration of non-
infringement relating to a European patent because the Belgian claimants also disputed, albeit in subsidiary order, 
the validity of the European patent owned by the US defendant. Regarding the Belgian part of the patent, the 
Court applied Art 22.4 to grant the requested relief (declaration of non-infringement) for the Belgian territory.

228 CFI Antwerp 29 February 2008, (2008) Intellectuele Rechten – Droits Intellectuels 184. In this case the issue  
of the validity of the patent was raised as a defence and not as a real claim. With reference to the conclusions of 
Advocate General Geelhoed in the GAT v LuK case, the Court considered that in such a case, it could either take or 
stay the case.

229 Pertegás Sender, above n 70, 139.
230 In all other cases the Brussels I Regulation or the Lugano Convention will apply, respectively.
231 Erauw, above n 65, 155. See also Roox, above n 71, 150.
232 B De Groote, ‘Article 5’ in Erauw et al, above n 66, 28–29.
233 Roox, above n 71, 150.
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56. Further bases of jurisdiction include the existence of a forum clause by which parties 
make the Belgian courts or a particular Belgian court (Art 6) or the court of another coun-
try (Art 7) internationally competent.234 In a new provision (Art 6 para 2) the Belgian court 
has been given the possibility to decline jurisdiction if it considers that the case presents no 
significant connection with Belgium.235

57. Article 10 allows Belgian courts to retain jurisdiction to order provisional or precau-
tionary measures even in matters which are, according to the CPIL, outside the competence 
of the Belgian courts and for which the court seised could not grant final relief. In other 
words, and in a similar manner as applies to Article 31 of the Brussels I Regulation, forum 
shopping that may lead to cross-border measures is possible at the interim stage. 

Unlike the community provision, the CPIL has added the condition that the measures 
should pertain to persons or goods in Belgium.236 This requirement essentially follows from 
the ECJ’s case law regarding the community provision.237 The claimant must finally pro-
duce evidence that the case is ‘urgent’, which is an essential prerequisite for obtaining  
provisional relief.

58. One may finally point to an innovative rule stating that Belgian courts have interna-
tional jurisdiction in exceptional circumstances (Art 11). In particular, the Belgian forum is 
available in cases where a proceeding abroad would appear to be impossible or unreasona-
ble, and provided that the case presents a close connection with Belgium. In such cases the 
Belgian court must accept jurisdiction.238 The aim of the legislator was to provide a safety 
net for situations of ‘denial of justice’ or where a reasonable proceeding cannot be guaran-
teed. The exact meaning or scope of the new provision in relation to IP matters in the 
absence of relevant case law is, however, not yet entirely clear.239

(b) Specific Jurisdiction Rules Related to Intellectual Property Disputes
59. Article 86 of the CPIL sets up a dualist regime on the question of international juris-

diction depending on the subject matter of the dispute. While paragraph 2 of Article 86 
deals with disputes over the validity of industrial property rights, paragraph 1 regulates all 
other IP disputes.

(i) Disputes Dealing with Validity Issues (Art 86 para 2)
60. Where the claim involves the registration or validity of intellectual property rights 
which are dependent on an application or registration and for which such application or 
registration was made in Belgium, paragraph 2 provides for the exclusive jurisdiction of the 
Belgian courts. This provision is clearly modelled after Article 22.4 of the Brussels I 
Regulation and, congruent with it, does not apply where the intellectual property right is 

234 In the latter situation, an exception is provided for situations where the foreign decision would not be 
enforceable on the Belgian territory.

235 This rule is seen as a limited version of the forum non conveniens approach; Erauw, above n 65, 151. On the 
meaning of this concept in Belgium, see A Nuyts, L’exception de forum non conveniens (Brussels, Bruylant, 2003).

236 It suffices that this condition is satisfied at the moment of the introduction of the claim. Relocation of the 
goods or persons during the proceedings or at the moment of the decision, will not impact on the jurisdiction 
ground; see Roox, above n 71, 150.

237 See above para 49. It is argued that the ECJ’s interpretation (requiring an effect in the state and precluding 
orders with sole extraterritorial effects) should equally apply to the Belgian provision (Roox, above n 71, 151).

238 It is worth noting that the Code did not maintain the exceptional jurisdiction that was provided for in for-
mer Art 638 of the Code of Civil Procedure (jurisdiction of the court of the place where the claimant has its 
domicile or residence in cases where no other rule applied).

239 Roox, above n 71, 151. On the ECJ’s case law, see above para 52.
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unregistered, as with copyright and unregistered design rights. For its application, two dis-
tinct conditions apply in a cumulative manner: the dispute involves the registration or the 
validity of the intellectual property right and concerns a ‘Belgian’ right.240 Hence, in prac-
tice, this rule seems to be of only limited interest, as it will merely relate to claims for inva-
lidity of Belgian (parts of) industrial property rights.241 It is submitted, nevertheless, that 
given the fact that the Belgian Article 86 paragraph 2 was drafted after the example of 
Article 22.4 of the Brussels I Regulation, it will have to be interpreted in conformity with 
the ECJ’s recent case law, even if this might imply a more extensive scope of application 
than was originally upheld.242

(ii) Other Claims Relating to Intellectual Property Disputes (Art 86 para 1)
61. On the strict condition that protection is claimed for the Belgian territory, Belgian 
courts have jurisdiction to hear all other IP-related claims (eg, injunctions, declarations of 
non-infringement). This provision which expresses the principle of territoriality that char-
acterises the IP system,243 entails that no cross-border measures can be ordered.

Hence, in principle, a Belgian court cannot accept jurisdiction in cases concerning 
infringements that occurred abroad. In the latter situation, the court will need to have 
recourse to the general rules set out in Articles 5 to11 of the CPIL, which are left intact  
by Article 86 and which are not restricted to a purely territorial protection.244 Article 86 
paragraph 1, indeed, only provides an alternative jurisdictional ground which allows the 
claimants to choose the forum. However, as was pointed out in relation to Article 22.4 of 
the Brussels I Regulation,245 it will also in Belgium be difficult to distinguish between the 
exclusive and additional ground for jurisdiction.246 

2.3.3 Applicable Law in Intellectual Property Cases 

62. In Belgium, courts will have to determine the applicable law according to the rules set 
forth in, firstly the specific intellectual property laws (Art 3.1) and, secondly, where no solu-
tion is given in these specific laws, the relevant community instruments (Art 3.2). Only 
when none of these instruments dictate a solution, the provisions of the CPIL will find 
application (Art 3.3). As our analysis of these applicable instruments will reveal, the pre-
vailing view with regard to the governing law of intellectual property is the lex loci protec-
tionis rule.

2.3.3.1 Specific IP Conventions and Regulations

63. The specific international, community and Benelux regulations that exist in relation to 
certain IP rights have been described above.247 As noted, the availability of uniform rules 
regarding the substance of Benelux trade marks and designs as well as Community trade 

240 This latter condition also includes rights which have been applied for using European or international reg-
istration facilities such as the EPC or the Madrid Protocol, but having effect (or having been applied for to have 
effect) on Belgian territory.

241 M Pertegás Sender, ‘Article 86’ in Erauw et al, above n 66, 445.
242 ibid, 447. Cf Roox, above n 71,153. 
243 See also Roox, above n 71, 151.
244 Parl Documents Senate 2003-04, no 3-27/1, 80 and 113; Roox, above n 71, 151.
245 Above, para 52.
246 M Pertegás Sender, ‘Règles de conflit de lois et competence internationale’ in D Kaesmacher (ed), Les droits 

intellectuels sous toutes leurs facettes (Brussels, Larcier, 2007) 139–40.
247 See above, 2.2.
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marks, designs and plant variety rights removes many choice of law questions in cross-
border litigations within Benelux or Member States. Indeed, the relevant regulations con-
stitute ‘the applicable law’ for each of the rights they brought into existence.

64. It must be added, though, that not all these instruments regulate in an exhaustive 
manner the many questions of applicable law. Where no answer is provided, the situation is 
more complicated, and courts will have to turn to the individual texts. For example, in rela-
tion to trade marks (only!), Article 2.20 of the Benelux Convention states that the grounds 
of infringement apply ‘without prejudice to the possible application of ordinary national 
law in matters of civil liability’. The European community instruments all include a ‘renvoi’ 
to the national law, including the international private law, of the country of the court that 
holds jurisdiction ‘for all matters that are not covered by the Regulation’.248 The Rome II 
Regulation, for its part, provides that for any question that is not governed by the relevant 
Community instrument, courts dealing with an IP infringement case will have to apply the 
law of the country in which the act of infringement was committed (Art 8.2).

65. Finally, with regard to ownership of a European Patent for an employee’s invention, 
a solution is dictated by Article 60 of the EPC referring to the law of the country where the 
employee is mainly employed.249

2.3.3.2 European Union Instruments 

66. The relevant instruments are the two Community Regulations that regulate choice  
of law issues in the situation of contractual obligations (Rome I Regulation) and non- 
contractual obligations (Rome II Regulation) (see above para 33).

(a) Rome I Regulation (Contractual Obligations)
67. In essence, the focus will be on the Rome I regulation, which entered into force on  
17 December 2009, the provisions of which apply to contracts concluded after that date. 
However, its predecessor, the 1980 Rome Convention, will continue to constitute an  
important instrument to resolve questions concerning validity of a licence or assignment 
agreement as well as the interpretation and performance of the agreed terms for some  
time. 

68. Prior to deciding to apply the Regulation, courts will often have the difficult task to 
distinguish between the elements of the dispute that relate to the (scope of the) intellectual 
property right as such, on the one hand, and to the contractual arrangements relating to 
this right, on the other hand.250 In the first case (eg, the question whether certain rights are 
assignable), it is likely that the dispute will be resolved by reference to the lex loci protec-
tionis rule.251 In the second case (eg, the question of the scope of the rights that were 
assigned or the formalities that have to be observed for the validity of a contractual trans-
fer), the lex contractus and, hence, the Regulation will apply.252

248 Art 101 para 2 Trademark Regulation. Cf Art 88 para 2 of the Designs Regulation and Art 97 para 1 of the 
Plant Variety Regulation.

249 See above para 29. Further details are included in the answer to Case Study 8.
250 PLC Torremans, ‘Intellectuele eigendomsovereenkomsten en de Rome I-Verordening’ [‘Intellectual Property 

Rights Agreements and the Rome I Regulation’] (2009) 6 Revue de Droit Commercial Belge – Tijdschrift voor 
Belgisch Handelsrecht 538–39.

251 Fawcett and Torremans, above n 161, ch 10.
252 See more details in Case Study 9(2).
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69. Article 3 of the Rome I Regulation confirms as a cornerstone the freedom of the par-
ties to contractually agree on the law applicable to their contract.253 Parties may incorporate 
by reference into the contract a non-state body of law or an international convention.

70. In the absence of such a choice, and unlike the Rome II Regulation, the Rome I 
Regulation does not include a specific choice of law rule in relation to contractual disputes 
over intellectual property rights. Some commentators254 have therefore argued that in cop-
yright matters, where an international convention exists that sets forth a choice of law rule 
(Art 5.2 of the Berne Convention), this rule should be given priority as lex specialis as well 
as in view of Article 25 of the Rome I Regulation.255 It remains, however, questionable 
whether the scope of this Berne provision would also include contractual obligations.256

71. Where the contract is silent, the solution adopted in the Regulation takes a different 
approach from the earlier Convention257 following a three-step reasoning process. First, 
eight types of contracts are identified at Article 4.1 (a)–(h), including, for example, con-
tracts for the sale of goods or services, consumer contracts, insurance contracts and 
employment contracts. For each type of contract, a test is specified to establish the applica-
ble law. In relation to contracts that do not fit in the list of Article 4.1 – which will often be 
the case for intellectual property contracts258 – Article 4.2 provides for the application of 
‘the law of the country where the party required to effect the characteristic performance of 
the contract has his habitual residence’.259 Unlike the Convention, this presumption is not 
rebuttable. A court shall not, however, apply this ‘habitual residence’ test and shall apply the 
law of another country where it is clear from the circumstances that a contract is ‘mani-
festly more closely connected’ with that country (Art 4.3). Thirdly, if it is not possible to 
determine the applicable law using the preceding factors, Article 4.4 comes to the rescue 
with a final catch-all provision stating that the ‘contract shall be governed by the law of the 
country with which it is most closely connected ’.

72. The Regulation allows for exceptions to the application of the general choice of law 
rules where there are mandatory rules of the forum. For example, Article 9 maintains that 
provisions that are regarded as ‘crucial by a country for safeguarding its public interests, 
such as its political, social or economic organisation’ shall not be restricted by anything in 
the regulation. Effect may be given to such provisions where the ‘overriding mandatory 
provisions render the performance of the contract unlawful’ (Art 9.3). Similarly, Article 21 
states that application of the law of a country specified by the rules in the Regulation may 
be refused where such application is ‘manifestly incompatible with the public policy of the 
forum’.

253 This freedom is limited in certain cases such as consumer and employment contracts (Art 5 – cf Arts 6 and 
8 of the Rome I Regulation). Further limitations are included in Art 3.4, where all other elements relevant to the 
situation at the time of the choice are located in another country. In such a case the choice of the parties should 
respect provisions of the law of that country which cannot be derogated from by agreement. The same logic 
applies with respect to rules of Community IP rights.

254 Docquir, above n 84, 444.
255 This article provides that the Regulation shall not prejudice the application of international conventions 

which lay down conflict-of-law rules relating to contractual obligations.
256 Van Asbroeck and Cock, above n 78, 209.
257 In sum, the Convention provided for the law of the country with which the contract is most closely connected 

as the main determining factor. It further provides that the contract ‘is most closely connected with the country 
where the party who is to effect the performance’ lives (Art 4.2) but allows for an exception if it appears from the 
circumstances as a whole that the contract is more closely connected with another country (Art 4.5).

258 Torremans, above n 250, 542. See more details in Case Study 9(3). 
259 Several scholars have already commented on the difficulty to apply this criterion of the most characteristic 

performance to IP contracts. See more details in Case Study 9(3).
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(b) Rome II Regulation (Non-contractual Obligations)
73. Unless the parties agreed on a choice of law clause (see below), Article 4 sets the basic 
solution of the lex loci damni as governing law in relation to a non-contractual obligation260 
in a civil or commercial matter. This rule refers to the law of the country in which the dam-
age arises or is likely to arise, and applies irrespective of the country in which the event 
giving rise to the damage occurred and irrespective of the country in which the indirect 
consequences of that event occur.261 

Exceptions to this general rule are provided such as in the case where the tortfeasor and 
the victim both have their habitual residence in the same country at the time the damage 
occurs, in which case the law of that country will apply (Art 4.2). A so-called ‘escape clause’ 
is furthermore provided if the tort is manifestly more closely connected with another country 
in which case the law of that country will apply (Art 4.3). Such mechanisms making it  
possible to depart from the general rule are to be regarded upon as ‘exceptional’.262

74. Article 8 specifically deals with infringements of intellectual property rights and pre-
scribes that courts apply ‘the law of the country for which protection is sought’263 because 
– as Recital (26) explains – in relation to such matters, ‘the universally acknowledged prin-
ciple of the lex loci protectionis should be preserved’. This principle ensures the application 
of a state IP law when the IP rights are exploited in the territory of that state and the relief 
sought will have its effects in that state. It is moreover in line with the approach adopted in 
the Brussels I Regulation: that the courts of a Member State should apply the law of another 
Member State where they are competent to decide on the cases submitted to them.264

The negative consequence – and practical difficulties – arising from this rule are that, in 
cases of a multi-state infringement, a court cannot opt for the law of only one country, and 
will have to apply each of the laws of the countries where the infringement was commit-
ted.265 Thus, the application of the lex loci protectionis rule will be particularly problematic 
in relation to (the growing number of) infringements that occur in the Internet context or, 
in general, where the infringement is ubiquitous.266 Hence, it is unsurprising that some 
commentators regret that a more flexible rule, such as the ‘manifestly closer connection’ 

260 The notion ‘non-contractual obligation’ has to be given an autonomous meaning in community law. 
Guidelines are provided in the ECJ’s decisions Kalfelis (C-189/87), Handte (C-26/91) and Réunion européenne 
(C-51/97).

261 The latter connecting factors are given relevance in relation to determining jurisdiction on the basis of  
Art 5.3 of the Brussels I Regulation. With regard to problems that can arise from this different approach, see  
TC Hartley, ‘Choice of Law for Non-contractual Liability: Selected Problems under the Rome II Regulation’ 
(2008) 57 International and Comparative Law Quarterly 899.

262 See Green Paper on converting the Convention of Rome of 1980 on the law applicable to contractual obliga-
tions into a Community Instrument and its modernisation, COM(2002) 654 final, point 3.2.5. See also Recital 
(14) of the Rome II Regulation.

263 Regarding unitary Community rights, Art 8.2 mandates the application of the law of the country in which 
the act of infringement was committed, unless otherwise provided by the relevant Community instrument (see 
above, para 64).

264 Jandoli, above n 181, 237.
265 An exception to this rule may apply where a different solution is provided in specific regulations. See, eg, the 

deviating rule applicable to satellite transmissions, above para 22.
266 See also J Drexl, ‘The Proposed Rome II Regulation: European Choice of Law in the Field of Intellectual 

Property’ in J Drexl and A Kur (eds), Intellectual Property and Private International Law: Heading for the Future, 
IIC Studies, vol 24 (Oxford, Hart Publishing, 2005) 168 et seq. See also the so-called ‘Kur Proposal’ strongly sug-
gesting that in relation to trans-border conflicts, the lex loci protectionis rule be combined with a market impact 
rule; see A Kur, ‘Applicable Law: an Alternative Proposal for International Regulation: the Max-Planck Project of 
International Jurisdiction and Choice of Law’ (2005) 30 Brooklyn Journal of International Law 962 et seq. 
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rule of Article 4.3, has not also been prescribed in connection with intellectual property 
infringements.267

Little case law is available in Belgium on the matter of the applicable law in relation to 
infringement cases.268 It can furthermore be observed that, prior to the coming into force of 
the Rome II Regulation as well as the Belgian CPIL, uncertainty reigned as a result of the 
different viewpoints supported by academic writers pointing either to the application of 
the lex loci delicti or the lex loci protectionis.269 Based upon an extensive analysis of existing 
case law, Pertegás Sender concludes that Belgian courts would rather look at (patent) 
infringement cases from a damage-to-property point of view, which leads them to the 
application of the lex loci protectionis.270

75. In line with Rome I, the Rome II Regulation confirms the freedom of parties to agree 
contractually on the law that will govern their non-contractual obligations (Art 14). 
However, with regard to disputes over intellectual property rights, Article 8.3 prohibits par-
ties to derogate from the lex loci protectionis mandated by Article 8.

2.3.3.3 Belgian Code of Private International Law

(a) General Rules
76. The CPIL has followed the continental tradition whereby choice of law rules are for-
mulated for specific situations, rather than prescribing a general approach.271 The introduc-
tory first chapter includes some general conflict-of-law principles in its Articles 15 to 21. 
These rules include the possibility for the Belgian courts to set aside the application of the 
law established by the rule of allocation where it is ‘obviously impossible to determine in 
time the content of the foreign law’272 (Art 15), where parties seek to evade the applicable 
law (fraude à la loi) (Art 18) or when the situation has only a minor connection to the 
established law and is closely connected with another country (Art 19). 273 Also a court 
could set aside the foreign law by raising the exception of international public order (Art 21 
of the CPIL).274

(b) Rules in Respect of Intellectual Property Disputes
77. Where the dispute relates to intellectual property rights, courts must refer to Article 93, 
which distinguishes between two situations.275 Before describing these situations, it is 

267 See Kyung-Han Sohn, ‘Rome II and Intellectual Property Infringement’ (2005) 1 Quarterly Review of 
Corporation Law and Society 370 (dspace.wul.waseda.ac.jp/dspace/bitstream/2065/12932/1/32.pdf).

268 Pertegás Sender, above n 114, no 5.148.
269 The majority sustained the latter approach; Van Asbroeck and Cock, above n 78, 207.
270 Pertegás Sender, above n 114, no 5.151.
271 Erauw, above n 65, 153.
272 Such a situation could occur, eg, in proceedings seeking an interim injunction in urgent cases; ibid.
273 See, eg, CFI Brussels, 24 May 2006, Auvibel v X (www.auvibel.be/nl/files/RP24052006E.pdf), confirmed by 

the Court of Appeal on 20 May 2008. In this case the Brussels court denied the request of a British company con-
ducting its business mainly in Germany to apply German law pursuant to Art 19 para 1. The court reasoned that 
the defendant, through its German-based website, also targeted the Belgian public: ‘this is demonstrated, amongst 
others, by the possibility to pay on a Belgian bank account and the express mentioning of the costs of transporta-
tion to Belgium and the possibility to request, via e-mail, information in Dutch. Moreover, a large number of 
Belgian users appear to have already placed orders with the defendant. Thus the situation has multiple connec-
tions with Belgium.’

274 See more details in Parl Documents Senate 2003–04, no 3-27/1, 114, as well as in Case Studies 8(3a) and 9(1).
275 Where the dispute relates to contracts, special choice of law rules are provided for in Art 98 of the CPIL. This 

article essentially refers to the 1980 Rome Convention, which has now been superseded by the Rome I Regulation. 
The Belgian legislator will need to bring Art 98 in line with this evolution.
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important to note Article 94, which states that the rules laid down in Article 93 apply in 
relation to ‘the existence, the nature and the content and scope of the rights’ (Art 94 para 2), 
as well as to issues of ownership (Art 94 para 3), modes of transfer, opposability and termi-
nation of the rights (Art 94 para 5).

(c) General Rule: Lex Loci Protectionis 
78. In line with Article 8 of the Rome II Regulation, Article 93 paragraph 1 of the CPIL sets 
out the general principle of the lex loci protectionis, ie, the application of the law of the 
country in respect of whose territory protection is sought. Considering the territorial 
nature of intellectual property rights, this corresponds to the traditional rule in the sector 
of intellectual property rights.276 This rule is also closely connected to the provisions in 
Article 86 with regard to jurisdiction:277 ‘if the Belgian Court has jurisdiction pursuant to 
Article 86, the former will also need to apply Belgian law’.278 In line with this reasoning, 
where the claimant seeks protection in different states, the court will have to apply the  
laws of the different states to find infringement in these different states (distributive 
application).279

With regard to copyright law, the CPIL also mandates the application of the lex loci pro-
tectionis rule to disputes relating to copyright ownership. In view of the positions previ-
ously taken in doctrine and case law, this solution is surprising.280 In prior case law, the 
question of applicable law relating to ownership issues had alternatively been solved with 
reference to either the law of origin (nationality of the author or place of first publication) 
or the lex loci protectionis. This discussion is obviously connected to the more general 
debate regarding the meaning of Article 5.2 in fine of the Berne Convention.281 By enacting 
Article 93, it seems that the Belgian legislature intended to put an end to the divergent 
opinions that existed in Belgium before 2006.282 For several years, Belgian courts have 
applied the Belgian Copyright Act when protection is sought within Belgian territory.283 

(d) Ownership Issues: ‘Closest Connection’ Rule
79. The second paragraph of Article 93 makes an exception to the lex loci protectionis rule 
in relation to disputes regarding original ownership of an industrial property right. In such 
cases, the court has to apply the law of the state with which the intellectual activity presents 
the closest connection. In this respect, Article 93 includes a (rebuttable) presumption that, 
where the intellectual activity takes place within a contractual relationship, such intellec-
tual activities are presumed to take place in the state that governs this relationship. If, for 
instance, the dispute relates to the ownership of a patented invention conceived by an 

276 Brussels Court of Appeal, 8 October 2001, (2002–3) Rechtskundig Weekblad 1147. See also G Van Hecke and 
K Lenaerts, Internationaal Privaatrecht [International Private Law] (Brussels, Story-Scientia, 1989) 312; Pertegás 
Sender, above n 70, 142.

277 See above, para 61.
278 CFI Brussels, 24 May 2006, Auvibel v X (available at www.auvibel.be/files/RP24052006E.pdf).
279 Pertegás Sender, above n 242, 479; Roox, above n 71, 154.
280 Pertegás Sender, above n 242, 478.
281 See, above, para 16.
282 M Pertegás Sender, in H Boularbah et al, ‘Le nouveau droit international privé belge’ (2005) Journal des 

Tribunaux 202; Haouideg, above n 76, 133.
283 See, eg, Mons Court of Appeal, 6 December 2006, Acquaviva v Madonna (2007) Auteurs & Média 252. The 

Court ruled that Madonna’s hit Frozen was partly a copy of a song by Belgian artist Salvatore Acquaviva and could 
no longer be distributed in the country.
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employee, the law that regulates the employment relationship will be applicable.284 One can 
easily perceive the problems that will arise in situations where the invention is the result of 
a contract of collaboration involving companies from different states.285

Where reference is made to ‘industrial property rights’, this would in Belgium include 
patents, trade marks, designs and plant variety rights, although the concept is not defined 
in a closed manner.286

2.3.4 Recognition and Enforcement of Foreign IP-Related Decisions

2.3.4.1 Brussels I Regulation 

80. Questions about the recognition and enforcement of foreign judgments in Belgium are 
largely governed by the Brussels I Regulation.287 Its aim was to make the exequatur proce-
dure ‘efficient and rapid’. To that end, Articles 32 et seq are set up in such a way that the 
declaration that a judgment given in one Member State is enforceable should be issued 
virtually automatically, and is subject to the rights of the defence.288 

These rules can be summarised as follows: a judgment289 given in accordance with the 
Brussels I Regulation in one Member State is to be recognised in others without further 
proceedings (Art 33)290 and may not, under any circumstances, be reviewed as to its sub-
stance (Art 36) .291 As far as Belgium is concerned, the application for a declaration of 
enforceability (Arts 38–39) shall be submitted to the court of first instance. An appeal has 
to be lodged with either the court of first instance (regarding an appeal by the defendant) 
or the court of appeal (regarding an appeal by the applicant) (Art 43).292 

81. A judgment of another Member State will, however, not to be recognised if, inter 
alia, it is ‘manifestly’293 contrary to substantive public policy (Art 34.1),294 it is irreconcilable 

284 This solution is consistent with the rule of Art 60 of the EPC which, at any rate, has to be given priority over 
the provisions of the CPIL (Art 2 of the CPIL).

285 See also A Puttemans, ‘Les droits intellectuels et la concurrence déloyale dans le Code de droit international 
privé’ (2005) Revue de Droit Commercial Belge – Tijdschrift voor Belgisch Handelsrecht 621.

286 M Pertegás Sender, ‘Article 93’ in Erauw et al, above n 66, 477. See also, above, paras 2-3.
287 A recent EC study has shown that, where the jurisdiction rules generally apply in a relatively small number 

of cases, the rules on recognition and enforcement are more frequently applied; see 2009 Report on Regulation 
44/2001, above n 125, 3. 

288 Recitals (17) and (18) of the Brussels I Regulation. Respect for the rights of the defence means that the 
defendant is given the possibility to appeal, in an adversarial procedure, against the declaration of enforceability if 
he considers one of the grounds for non-enforcement to be present (see Arts 43–46).

289 ‘Judgment’ means any judgment given by a court or tribunal, whatever it may be called, including a decree, 
order, decision or writ of execution (Art 32); see also Case C-414/92 Solo Kleinmotoren GmbH v Emilio Boch [1994] 
ECR I-2237. Belgian courts have apparently not experienced much difficulties in applying this notion; see, eg, 
Court of Appeal Antwerp, 12 May 1997 (1998–99) Rechtskundig Weekblad 860, where the Court accepted that a 
‘Vollstreckungsbescheid’ issued by a German foreign criminal court could be qualified as a judgment under Art 32.

290 Case C-145/86 Hoffman v Krieg [1988] ECR I-645.
291 It has been proposed that the main objective of a future revision of the Regulation should be the abolition 

of the exequatur procedure in all matters covered by the Regulation; 2009 Report on Regulation 44/2001, above n 
125, 4.

292 See further details in Case Study 10.
293 See, in this respect, Case C-7/98 Dieter Krombach v André Bamberski [2000] ECR I-1956, mandating a 

restrictive application of this ground.
294 In Belgium, the Cour de Cassation has emphasised that this provision deals with the international public 

order which is to be distinguished from the internal public order: Cass 14 June 1985, Pas (1985) I, at 1323. 
According to the ECJ’s ruling in Krombach (above) it would, nevertheless, include the ‘procedural public order’ 
(eg, right to a fair process). An EC study shows that this ground is frequently invoked but rarely accepted: 2009 
Report on Regulation 44/2001, above n 125, 4. This conclusion is confirmed in Hess et al, above n 143, 244 also in 
relation to Belgium. Some examples of Belgian decisions are given at ibid, 248.
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with a judgment given in Belgium between the same parties (Art 34.3)295 or with an earlier 
judgment given in another Member State or even a third state296 involving the same cause 
of action and between the same parties (Art 34.4). For the present report it is furthermore 
important to mention Article 35(1), which precludes the recognition of a judgment that 
conflicts with, inter alia, the rule of exclusive jurisdiction in relation to industrial property 
rights laid down in Article 22.4. For example, if a French court ordered the revocation of a 
Belgian patent, Belgian courts would not have to recognise the judgment.

Yet another important ground of refusal can be found in Article 34.2 relating to judg-
ments given in default of appearance of the defendant. In principle, the rules on recogni-
tion fully apply to provisionally enforceable judgments and provisional measures. However, 
in order to ensure the protection of the defendant, the ECJ in Denilauler has excluded the 
recognition of protective orders which have been obtained ex parte.297 Some scholars have 
raised questions as to the compatibility of this holding with Article 50 of the TRIPs as far as 
intellectual property matters are concerned.298 It will be interesting to see how courts will 
eventually adopt this proposition.

82. In Belgium, the procedure for recognition is straightforward and does not seem to 
raise many problems in practice.299 In contrast to most Member States,300 Belgium has not 
adopted specific supplementary provisions regarding the procedure for making the appli-
cation. The recognition is affected by the judges in first instance courts on the basis of an 
accelerated (written) procedure. As a rule, exequatur proceedings can be said to operate 
efficiently, and a decision can be obtained in a fairly short time period (one or two weeks). 
It is, however, not impossible that because of the backlog of some courts, decisions can take 
a month.301 Also, it appears that not all courts apply Article 55.2 correctly and still require a 
full translation of the judgment (instead of only the certificate mentioned in Art 53.2).302

2.3.4.2 Belgian Code of Private International Law

83. If the judgment was not issued in a Member State or EFTA state, the Belgian court will 
apply Articles 22 et seq of the CPIL which have largely been drafted in line with the provi-
sions of the Brussels I Regulation.

Pursuant to Article 22, foreign legal decisions will be recognised automatically even in 
the absence of any international convention with the relevant state. The court is not per-
mitted to review a decision as to its substance. Procedural rules regarding the competent 
court (court of first instance) can be found in Article 23, which includes a reference to the 
ordinary procedural rules of Articles 1024–34 of the Code of Civil Procedure. The applica-
tion should contain the documents listed in Article 24. In this respect, it is important to 

295 Case C-80/00 Italian Leather SpA v WECO Polstermöbel GmbH & Co [2000] ECR I-4995.
296 This assimilation between Member States and third countries is the subject of criticism. See, eg N Watté,  

A Nuyts and H Boularbah, ‘Le règlement “Bruxelles I” sur la compétence judiciaire, la reconnaissance et l’exécution 
des décisions en matière civile et commercial’ (2002) Journal des Tribunaux (Be) 161, 169.

297 Case C-125/79 Denilauler v Couchet Frère [1980] ECR I-1553. This case specifically concerned a French 
order in a ‘provisional seizure’ proceeding, which is comparable to the Belgian proceeding described para 7 above.

298 Hess et al, above n 143, 341, with reference to C Kurtz, Grenzüberschreitender einstweiliger Rechtsschutz 
immaterialgüterrecht (Göttingen, V & R Unipress, 2004) 214.

299 De Visscher and Bouche, above n 146, 14.
300 For an overview, see Hess et al, above n 143, 221.
301 Hess et al, above n 143, 226, fn 685.
302 ibid 227, fn 688. In relation to translations, Belgian courts will also have regard to the specific law of 15 June 

1935 on the use of languages in judicial proceedings.
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point to Article 30 which requires that the foreign authenticated document be notarised in 
the way indicated in paragraph 2 of this provision.303

Article 25 enumerates in an exhaustive manner304 nine grounds on the basis of which 
courts can refuse to recognise and enforce foreign judgments. These provisions in fact codify 
and complete (taking into account settled case law) the provisions that were previously con-
tained in Article 570 of the Code of Civil Procedure. The refusal grounds include the incom-
patibility with public order (para 1), non-observance of the rights of defendants305 (para 2), 
the fact that the decision was obtained in a way to evade the application of the normally 
applicable choice of law rules (para 3), the possibility to appeal the decision (para 4), and 
non-observance of the articles on exclusive jurisdiction of the Belgian courts (para 7). Courts 
should ensure, however, that they do not refuse recognition on the basis of a general or 
abstract assessment. In line with case law from the Cour de Cassation, they should examine 
the concrete individual decision taking into consideration the factual context of each case.306

84. In relation to decisions dealing with industrial property rights (hence not copyright), 
an additional non-recognition ground is provided for in Article 95. ‘Foreign decisions con-
cerning the registration or the validity of intellectual property rights which require an 
application or registration, shall not be recognised in Belgium if, pursuant to an interna-
tional treaty, and besides the existence of a refusal ground mentioned in Article 25, the 
application or the registration had to be made in Belgium’. This provision clearly mirrors 
the wording of the exclusive jurisdiction ground set out in Article 86 paragraph 2, and is in 
accord with Article 35.1 of the Brussels I Regulation (above, para 81). 

Section II

Case 1: General/Special Grounds of Jurisdiction

A is an international pop-music idol who has just released a new single. At a point in time when 
sales of the new single have increased, B, the publisher of a monthly music journal, inserts a head-
line article claiming that A’s new single is a mere adaptation of a song released in the 1950s. A files 
a defamation suit.

Case 1(1) Would a court of your country have international jurisdiction if the defendant B 
had its residence in your country? 

This question can be answered in the affirmative.
In tort (as well as in delictual) cases the plaintiff generally has the option of the forum in 

the defendant’s domicile pursuant to Article 2 of the Brussels I Regulation. This rule applies 
irrespective of the nationality of the defendant or the domicile of the plaintiff.307

303 See, in this respect, also the special Royal Decree of 12 July 2006 ‘relating to the legalisation of foreign court 
decisions and authentic acts’ (MB 11 January 2007).

304 H Boularbah, ‘Efficacité des jugements et actes authentiques’ in H Boularbah et al, ‘Le nouveau droit inter-
national privé belge’ (2005) Journal des Tribunaux 185.

305 See, eg, Cass 20 June 2008 (2008) Rechtspraak Antwerpen Brussel Gent 1122 (in this case, the plea for the 
non-recognition of a Congolese decision was not sustained).

306 Cass 29 April 2002, (2002–3) Rechtskundig Weekblad 862. See other references given in H Storme, ‘Article 25’ 
in Erauw et al, above n 66, 137.

307 See more details in para 41.
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Moreover, in view of alternative forum options that are available to the plaintiff (see, 
below, second part of the question), this general principle of the forum domicilii rule pro-
vides a useful forum shopping tool for a victim of libel facing multi-territory wrongful acts. 
It also provides the advantage of being able to sue the defendant in one forum, where such 
acts occur in different Member States.

Would the decision regarding international jurisdiction of the court of your country differ 
if the defendant was a corporation having its main place of business in a third country X, 
but a branch was located in your country?

At the outset, it can be observed that in relation to the application of the general jurisdiction 
ground of Article 2 of the Brussels I Regulation (domicile of the defendant), Article 60 pre-
scribes strict criteria that courts have to use for the identification of the defendant’s domi-
cile. In particular, regarding the domicile of ‘a company or other legal person or association 
of natural or legal persons’, this provision enumerates three alternative criteria to determine 
the domicile of the defendant including (a) the statutory seat, (b) a central administration 
or (c) the principal place of business. All of those grounds are alternatives, so that the claim-
ant has several fora available for as long as any one of those grounds is present in Belgium. 
None of these grounds applies to the defendant in the present case. Because the community 
legislator aimed at laying down an autonomous definition of ‘seat’ for jurisdictional pur-
poses in Article 60,308 there is no leeway for the Belgian court to apply other rules.

However, in the current factual context, Article 5.5 of the Brussels I Regulation might 
provide for an alternative jurisdiction ground. The Belgian court can indeed accept juris-
diction on the (twofold) condition that the main place of business of the defendant’s cor-
poration is located in an EU Member State, and that the dispute arises out of the operations 
of a branch that is situated in Belgium. The mere fact of having a branch in Belgium is not, 
in itself, a sufficient factor.

A similar rule can be found in Article 5, paragraph 1(3) of the Belgian CPIL attributing 
jurisdiction to a Belgian court for international companies located abroad but having a 
local branch in Belgium.

Case 1(2) Would a court of your country have international jurisdiction if the copies of the 
journal were distributed in your country in the language which is officially spoken?

In this situation, where copies are distributed in one of the three official languages recog-
nised in Belgium (Dutch, French, German), and assuming that the publisher is not estab-
lished in Belgium, the alternative ground for jurisdiction laid down in Article 5.3 of the 
Brussels I Regulation can be relied upon.309

While examining its jurisdiction, the Belgian court will, in particular, refer to the inter-
pretation that the ECJ provided in the Shevill case310 in relation to Article 5.3 of the Brussels 

308 Watté et al, above n 296, 163. It should be noted that different rules relating to locating the ‘seat’ applied 
under the regime of the earlier Brussels Convention as well as the Lugano Convention. For more details, see 
Pertegás Sender, above n 114, nos 3.10 et seq.

309 For more details, see above, para 44. When making a ruling as to its jurisdiction on the basis of one of the 
grounds provided for by Art 5, a court is required to take into account only the claims which the applicant has set 
out in the application, disregarding any allegation on the part of the defendant that the facts are not as claimed. 

310 Case C-68/93 Fiona Shevill and Others v Presse Alliance [1995] ECR I-415. In this case, Ms Shevill wished to 
repair the damage caused to her reputation and honour following the distribution of a defamatory newspaper 
article.
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I Regulation. This decision involved an international libel through press dispute which is 
very comparable to the case at hand. 

In Shevill, the ECJ decided that the expression ‘place where the harmful event occurred’ 
in Article 5.3311 has to be construed in such a way that the victim of a libel by a newspaper 
article distributed in several Contracting States may bring an action for damages against 
the publisher either: 

–  before the courts of a Member State of the place where the publisher of the defamatory 
publication is established (not applicable in the present case); or 

–  before the courts of each Contracting State in which the publication was distributed and 
where the victim claims to have suffered injury to his reputation.312

In the first hypothesis, courts will have jurisdiction to award damages for all the harm 
caused by the defamation whereas in the latter case, a court can only rule in respect of the 
harm caused in the state of the court seised.

Hence, in the present case, the Belgian court will assume jurisdiction because the publi-
cation, which caused an injury to the honour, reputation and good name of the plaintiff, 
was distributed in Belgium, which is the place where the plaintiff claims to have suffered 
damage. This conclusion would not differ if the music journal had been distributed in 
Belgium in another language than an official language (eg, Japanese).313 Relief will, how-
ever, only be granted in respect of the harm suffered on Belgian territory.

In circumstances where Article 5.3 of the Brussels I Regulation would not be applicable 
(eg, a US publisher residing in the United States), the internal private international law 
rules would lead to the same conclusion. In matters relating to tort, Article 96.2 of the CPIL 
provides that Belgian courts have jurisdiction when the claim concerns an obligation deriv-
ing from a harmful event, if and to the extent that the prejudice occurred or is about to 
occur in Belgium.314 It is generally accepted that this latter option reflects the case law of the 
ECJ in the Shevill case, and should be applied accordingly.

Observation

In contrast to the foregoing reasoning, language might be an issue in the case of an online 
distribution of the journal. Regarding the question of the location where the prejudice 
occurred, the CFI of Brussels accepted jurisdiction in a defamation case because the liti-
gious remarks ‘where largely disseminated through the Internet’ and because defamatory 
and slanderous messages made through the Internet ‘must be considered as having being 
made wherever the dissemination of these remarks could be received or read’.315 Hence, in 
such a case, the actual understanding by the targeted public of the content of the publica-
tion would be a relevant factor. 

311 The Court applied the identical provision of the former Brussels Convention of 27 September 1968.
312 In Marinari, the ECJ has, however, clarified that the expression ‘place where the damage occurred’ cannot be 

construed so extensively as to encompass any place where the adverse consequences can be felt of an event which 
has already caused damage actually arising and, eg, does not cover the place where the victim claims to have suf-
fered financial damage following upon initial damage arising and suffered by him in another state (Case C-364/93 
Marinari v Lloyds Bank and Another [1995] ECR I-2719).

313 It is, on the other hand, very likely that such a language issue will be relevant in relation to the determination 
of the amount of damages.

314 See T Krüger, ‘Article 96’ in Erauw et al, above n 66, 492.
315 CFI Brussels 19 February 2004, (2005) 21 RTDI 75.
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Would the decision differ if the journal was printed in your country for distribution in 
neighbouring country X (in a language which is not spoken in your country)?

Assuming that the journal was printed in Belgium in the Spanish language for distribution 
in Spain, it is likely that the Belgian court would decline jurisdiction (unless the defendant 
has its domicile in Belgium, in which case Article 2 of the Brussels I Regulation would 
apply). 

The only possible ground for jurisdiction would again have to be found in Article 5.3 of 
the Brussels I Regulation, providing that in matters relating to tort, delict or quasi-delict, the 
courts of the place where the harmful event occurred or may occur will have jurisdiction. 

In the present case, however, the Shevill doctrine cannot be applied. The ECJ indeed held 
that the place of the event giving rise to the damage can only be the place where the pub-
lisher of the newspaper in question is established. Arguing per analogiam that the printer 
can be equated with the publisher seems too far-fetched.

Alternatively, it would also be difficult to claim that harm occurs on Belgian territory. It 
is indeed questionable whether the act of printing, which constitutes the only connecting 
factor with Belgium, is concerned with ‘a matter of tort, delict or quasi-delict’. Although the 
ECJ has indicated in Kalfelis that Article 5.3 had to be given an independent and broad 
interpretation covering ‘all actions which seek to establish the liability of a defendant 
(above, para 44), the author is inclined to provide a negative answer. The court will proba-
bly not consider the act of printing to involve a tortious or delictual liability regarding the 
wrongful acts and the damage resulting there from suffered by the claimant A.

Case 1(3) Under the law of your country, would residence of the defendant be necessary for a 
court to have international jurisdiction over A’s claim for the overall damage sustained in all 
countries where the journal was published?

The author would answer this question in the affirmative. According to the Shevill doctrine, 
if the plaintiff brings a claim before the court where the defendant is established, this court 
will have then jurisdiction to award damages for all the harm caused by the infringement 
(see answer to the first part of the question and, para 44).

Case 1(4) Please specify if answers to these questions were different in cases where 
intellectual property rights are at stake 

In essence, the answer would not differ. 
As was explained above, no discussion exists regarding the application of Article .3 of the 

Brussels I Regulation to matters of infringement of intellectual property rights (above, para 
44). Hence, if the defendant has its residence in Belgium, the claim can be brought before a 
Belgian court which will have jurisdiction to award damages for all the harm, also in other 
countries, caused by the infringement of the IP right. 

Alternatively, if the defendant does not reside in Belgium, the court can assume jurisdic-
tion on the condition that the infringement occurs on Belgian territory or that harm is 
suffered in Belgium. In the latter two situations the Belgian judge will solely have jurisdic-
tion in respect of the damage sustained in the forum.

An additional remark can be made in relation to the question regarding the printing in 
Belgium. Such an act might in itself be seen as an infringement (presumably of the plain-
tiff ’s copyright) and will then be actionable in Belgium.
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Case 2: Subject-Matter Jurisdiction

A court of country X is dealing with a dispute between A and B concerning an infringement of a 
foreign patent issued in country Y. During the course of infringement proceedings, B makes a 
counter-claim that the patent is invalid. Assuming that a court of your country is the court of 
country X:

Case 2(1) Would it have international jurisdiction and would it decide the question of the 
infringement of foreign intellectual property rights?

The following facts are taken into account:

–  no patent protection has been obtained in Belgium (‘foreign patent’) and, hence, there is 
no issue of an infringement that occurs in Belgium;

– the countries where the patent is registered are not known (European or not);
–  the domicile of the parties is not identified. 

Answer to the question:

(a)  If neither the plaintiff nor the defendant has its domicile in Belgium, the Belgian court 
would decline jurisdiction.

(b)  If the defendant has its domicile in Belgium, the court will assume jurisdiction for the 
infringement claim on the basis of Article 2 of the Brussels I Regulation (above, para 
41). Neither the nationality of the plaintiff (EU or elsewhere) nor that of the patent (eg, 
German or US) are relevant factors. The Belgian court has in such a case unrestricted 
jurisdiction over infringing acts (torts) which occur in another Member State and even 
in non-EU countries.

The basis for alternative jurisdiction of Article 5.3 cannot be contemplated here because 
the infringement occurs abroad (above, para 44).

Case 2(2) Would the court have international jurisdiction to decide upon the issues of 
validity (and registration) of foreign intellectual property rights? 

No. From the moment of the introduction of a counter-claim seeking the invalidity of the 
foreign patent, and assuming that the patent is registered in a Member State, it is very likely 
that the Belgian court will, on its own motion, decline jurisdiction on the basis of Article 
22.4 of the Brussels I Regulation in favour of the court to which Article 22 attributes juris-
diction. This conclusion is not obvious in view of former case law in Belgium, but seems to 
be the result of the ECJ’s ruling in GAT v LuK (above, para 52).

While Belgian courts originally adhered to an extensive interpretation of Article 22.4316, 
a change of approach has become visible as a result of critical remarks published by legal 
scholars and commentators317. It was argued that a distinction had to be made between, on 

316 CFI Brussels 12 May 2000, Röhm v DSM, (2002) Intellectuele Rechten– Droits Intellectuels 321; CFI Brussels, 
27 June 2002, Colgate v Unilever, (2002) Intellectuele Rechten  Droits Intellectuels 295. 

317 See eg Pertegás Sender, above n 114, 152; K Roox, ‘Grensoverschrijdende maatregelen in octrooizaken’ 
[Cross-border measures in patent litigation cases] (2002) Intellectuele Rechten – Droits Intellectuels 257; M Pertegás 
Sender and B Strowel, ‘Grensoverschrijdende octrooigeschillen: spannend afwachten op de arresten van het 
Europees Hof van Justitie’ [Cross-border patent disputes: eagerly awaiting the decisions of the Court of Justice] 
(2004) Revue de Droit Commercial Belge – Tijdschrift voor Belgisch Handelsrecht 755; A Puts, ‘L’intervention du 
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the one hand, actions of infringement and, on the other hand, those concerning validity. 
This view was slowly followed by certain courts. It was held that the assessment of jurisdic-
tion regarding infringement claims that might trigger the application of Article 22.4 differs 
from the one relating to declarations of non-infringement which does not necessitate an 
examination of the validity of the patent318. Where the claimant sued for infringement, a 
split was made and the court continued to handle the case as an ‘infringement case’ that 
would not be affected by the exclusive jurisdiction rule and would order a final cross- 
border injunction. If it appeared that the validity of the right was disputed in another 
forum, the court would stay the proceedings. 

As from the date the GAT ruling was handed down, however, Belgian courts started to 
exercise more caution (above, para 52). Where a counter-claim of invalidity is raised such 
as in the present case, it seems now almost certain that the court will reject jurisdiction.

Assuming that the counter-claim relates to the validity of a US or Japanese patent, such a 
decision to decline jurisdiction will be based on Article 86 paragraph 2 of the CPIL (above, 
para 60). In line with the community provision applied above, this Belgian provision vests 
exclusive jurisdiction to decide on the validity of patents in the courts of the country where 
the patent is registered. 

Parties are not permitted to depart from exclusive jurisdiction!

If so what would be the legal effects (inter partes or erga omnes) of such a decision? 

(Not applicable.)

Would the decision differ with regard to registered and non-registered intellectual 
property rights?

The decision would indeed differ because the exclusive jurisdiction rules of Article 22.4 of 
the Brussels I Regulation and Article 86 paragraph 2 of the CPIL only apply to intellectual 
property rights that are subject to registration. 

Hence, these rules will not apply in relation to a non-registered community design that 
automatically benefits from protection in Belgium during a period of three years without 
any requirement of registration. 

The court will examine its jurisdiction in relation to both the infringement and validity 
claims on the basis of Articles 79 et seq of the Community Designs Regulation. In applica-
tion of Article 80, exclusive territorial jurisdiction is vested in the commercial courts (first 
instance court and appeal court) sitting in Brussels. These courts have international juris-
diction in cases where the defendant is domiciled or has an establishment in Belgium (Art 
82).319 Article 79.3 explicitly excludes the application of the jurisdiction grounds laid down 

juge des référés par une interdiction “cross border” en matière de contrafaçon de brevets’ (1998) Ingénieur Conseil 
– Intellectual Property 137. 

318 CFI Brussels 19 January 2001, Novo Nordisk v DSM (2002) Intellectuele Rechten – Droits Intellectuels 304; CFI 
Brussels 30 July 2001, Synthon v SKB (2002) Intellectuele Rechten – Droits Intellectuels 301; Brussels Court of 
Appeal, 20 February 2001, Roche v Glaxo, (2001) Intellectuele Rechten – Droits Intellectuels 168; Court of Appeal 
Brussels, 15 June 2004, (2005) Journal of Intellectual Property Law and Practice 1.

319 If the defendant is neither domiciled nor has an establishment in any of the Member States, such proceed-
ings shall be brought in the courts of the Member State in which the plaintiff is domiciled or, if he is not domiciled 
in any of the Member States, in any Member State in which he has an establishment. If neither the defendant nor 
the plaintiff is so domiciled, or has such an establishment, such proceedings shall be brought in the courts of the 
Member State where the office has its seat (Art 82 points 2 and 3).
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in the Brussels I Regulation (eg, Arts 2, 5.1, 5.3, 22.4 and 31)320 in relation to both infringe-
ment and invalidity claims. 

Should the infringing acts occur on Belgian territory, the Belgian court can assume juris-
diction on the basis of Article 83 of the Community Designs Regulation. Regarding subject 
matter jurisdiction, Article 81 mandates that the Brussels court has exclusive jurisdiction: 

(a)  for infringement actions and actions in respect of threatened infringement of 
Community designs; 

(b)  for actions for declaration of non-infringement of Community designs, if they are per-
mitted under national law (which is the case in Belgium); 

(c) for actions for a declaration of invalidity of an unregistered Community design; 
(d)  for counter-claims for a declaration of invalidity of a Community design raised in con-

nection with actions under (a). 

Article 85.2 then provides that, with respect of an infringement action of an unregistered 
Community design, the Brussels court shall treat the Community design as valid if the 
right holder produces proof that the conditions laid down in Article 11 of the Community 
Designs Regulation have been met and indicates what constitutes the individual character 
of his Community design. However, the defendant may contest its validity by way of a plea 
or with a counter-claim for a declaration of invalidity.

The exclusive jurisdiction rules of Article 22.4 of the Brussels I Regulation and Article 86 
paragraph 2 of the CPIL will not apply either in relation to a copyright, the protection for 
which is not dependent on any formalities. The Belgian court will apply the general juris-
diction rules laid down in the Brussels I Regulation (Art 2 – place of domicile and/or Art 
5.3 – place of harm), irrespective of the subject matter of the claim (infringement321 or 
validity). 

Because the question starts from the assumption that the infringing act does not take 
place on Belgian territory (eg, in France), a Belgian court will only accept jurisdiction if the 
claim is brought against a Belgian defendant. Concerning applicable law, it has already been 
observed that in such a case the court will apply French law (lex loci protections rule – above, 
para 74) to decide over the infringement claim as well as over the eventual defence seeking 
a decision that no copyright would exists (eg, for lack of originality).

Case 2(3) What would be the decision of a court if the question of the validity of a foreign 
intellectual property right arose as a preliminary question and remained unchallenged by the 
parties?

It is likely that the court accepts jurisdiction to hear the infringement case if the validity 
of the (patent) right was not formally disputed.322 

Hence the answer will not differ from the answer given to the first part of the question.

320 The Community Designs Regulation still makes reference to Arts 2, 5.1, 5.3, 16.4 and 24 of the 1968 
Convention.

321 See, eg, Brussels Court of Appeal 4 May 2001, discussed by Roox, above n 84, 1557. In this case the Court 
accepted jurisdiction on the basis of Art 5.3 with reference to the Shevill ruling (harm occurred on Belgian terri-
tory through Internet exploitation of a film).

322 See, eg, application in CFI Antwerp, 29 February 2008, (2008) Intellectuele Rechten – Droits Intellectuels 184. 
See also more details in para 52.
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Case 3: Consolidation of Proceeding

A is a holder of identical patents in countries W, X, Y and Z. B, C and D are competitors of A and 
are located in countries X, Y and Z respectively. A finds that B, C and D infringe its patents in 
countries X, Y and Z. A institutes patent infringement proceedings against alleged infringers before 
the courts of countries X, Y and Z. A’s main place of business is in country W; due to high litigation 
costs A seeks the consolidation of claims forum of country W.

Case 3(1) Assuming that the court of country W is a court of your country, would it have 
jurisdiction to join claims against defendants B, C and D? 

The following facts are taken into account: 
Claimant A’s main place of business is in Belgium. 
Claimant A is the owner of patent registrations:

in Belgium (W) as well as 
in Germany (X – where it is infringed by a local defendant B), 
in France (Y – where it is infringed by a local defendant C) and 
in the United States (Z – where it is infringed by a local defendant D).

Claimant A initiates infringement proceedings in these three latter countries. He then turns 
to the Belgian court to ask for consolidation of the cases.

(i) Assuming that the Belgian court was second seised
In such a case the Belgian court will, prior to any other decision, determine whether it has 
to decline or stay the case on the basis of the provisions of Article 27 (lis pendens) or 28 
(related cases) of the Brussels I Regulation. For further details in this respect, see further 
below (see also above, paras 47–48). The court has no possibility to consolidate the claims 
in the Belgian court because it was only second seised.

(ii) Assuming that the Belgian court is first seised
The Belgian court will examine its jurisdiction on the basis of the Brussels I Regulation 
(against the German and French defendants) and the CPIL (against the US defendant).

The general ground for jurisdiction in Article 2 of the Brussels I Regulation and Article 5 
paragraph 1 of the CPIL is not applicable as none of the defendants is domiciled in Belgium. 
The Belgian location of the plaintiff ’s business is not relevant.

Likewise, because none of the defendants have their domicile in Belgium, neither Article 
6.1 of the Brussels I Regulation, which enables consolidation of jurisdiction by providing 
that in cases of multiple defendants the proceedings can be brought in one state, nor Art 5 
para 1 of the CPIL, will find application.

No patent infringement is alleged to occur in Belgium, hence Article 5.3 of the Brussels I 
Regulation (place of harmful event) will not provide for a jurisdiction ground either. 

In conclusion: the Belgian court would normally decline jurisdiction because neither the 
subjective (defendant) nor the objective (the infringement) connecting factor is located in 
the forum state. Consequently, the court will not accept to take the claim for consolidation 
into consideration.323

323 Regarding available consolidation mechanisms, see more details above in paras 45 et seq.
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Would the decision of a court differ if A was a licensor and the claims were raised against 
licensees B, C and D on the ground of the infringement of a contract?

(i) Assuming that the licence contract contains a forum clause in favour of country W 
(Belgium) 
The Belgian court will likely assume jurisdiction on the basis of Article 23 of the Brussels I 
Regulation which mandates respect for a choice of jurisdiction clause as long as one of the 
parties is domiciled in the EU, and provided (i) the formal requirements are complied with, 
and (ii) the contract does not derogate from an exclusive jurisdiction rule (above, para 51).

The Brussels I Regulation contains no forum non conveniens rule. Such a rule, which can 
be found in Article 6 paragraph 2 of the CPIL, enables the court to decline jurisdiction if it 
considers that the case presents no significant connection with Belgium (quod non in casu 
because of the domicile of the claimant).

(ii) Assuming that the licence contract does not contain a forum clause
The decision would not differ from the answer to the principal question where the cases 
were first brought in other courts.

In theory, the plaintiff would have had the possibility to first sue the defendants in a 
Belgian court on the basis of the alternative jurisdiction ground provided in Article 5.1 of 
the Brussels I Regulation which states that, where the dispute relates to a contract,  
the defendant may be sued in the courts of a Member State for the place of performance  
of the obligation at issue. However, the jurisdiction of the Belgian court would still not be 
obvious.324

Indeed, unless the parties have provided for a specific provision regarding the place of 
performance of their obligations in the licence contract, the court will have to determine 
the locus executionis, taking into consideration the nature of the disputed obligation (which 
is also for this court to identify). This court must, in particular, ‘determine in accordance 
with its own rules of conflict of laws what is the law applicable to the legal relationship in 
question and define in accordance with that law the place of performance of the contrac-
tual obligation in question’.325 In other words, first the lex contractus will have to be deter-
mined in order to locate jurisdiction. This law has to be determined applying the provisions 
of the Rome I Regulation. 

In this latter respect, it is argued that the criterion prescribed in Article 4.3 of the Rome 
I Regulation to determine the applicable law (the ‘habitual residence of the party that is 
required to effect the characteristic performance’) is difficult to apply in relation to patent 
licence agreements. In most cases, recourse shall be had to the ‘most closely connection’ 
rule of Article 4.4 (above, para 71). 

Even if this latter rule should point to Belgian law (which the author does not consider 
likely in this case), it remains uncertain whether its application to the decisive question – 
where to locate the place of the performance of the obligation? – would lead to Belgium as 
the forum for jurisdiction. Indeed, one should not forget that, because of its derogating 
character to the general jurisdiction rule, application of Article 5.1 should be regarded 
upon in a restrictive manner326 and should relate to a place where an ‘actual performance’327 

324 In IP cases, it is generally admitted that it is often difficult to determine the place of performance of a dis-
puted obligation; see Haouideg, above n 76, 113.

325 Case 12/76 Industrie Tessili Italiana Como v Dunlop AG [1976] ECR I-1473.
326 Case C-256/00 Besix SA v Wasserreinigungsbau Alfred Kretzschmar GmbH & Co [2002] ECR I-1699.
327 Case C-106/95 Mainschiffahrts-Genossenschaft eG v Les Gravières Rhénanes SARL [1997] ECR I-911.
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takes place. If the place of the performance of the principal obligation cannot be precisely 
determined, which is often the case in relation to IP licence contracts,328 Article 5.1 cannot 
even be applied. 

Case 3(2) Assuming that B, C and D are members of a group of a corporation and take 
identical steps in infringement of A’s patents, A seeks to consolidate the proceedings before a 
court of country X where the coordinator of infringing activities has its main place of business.

(i) Assuming that the court of country X is a court of your country, would it consolidate the 
proceedings (and if so under what conditions) if it was to decide upon the request of A? 
It will be assumed that claimant A (first) sues all the defendants in a Belgian court. Unlike 
the situation in point 1, one of the defendants – the coordinator – has its main place of 
business in Belgium and Article 2 of the Brussels I Regulation will apply.329 As a result, the 
Belgian court shall have jurisdiction regarding the infringement claim that is brought 
against the coordinator (the claimant might even obtain a cross-border injunction against 
this defendant!).

A general rule on consolidation as such is not available in the Brussels I Regulation. 
However, a plaintiff can make use of some alternative mechanisms having this effect (see 
above para 45).

In the present case, claimant A seems to be in a position to rely on Article 6.1 of the 
Brussels I Regulation which allows different defendants (having their domicile in a Member 
State) to be sued in the courts for the place where any one of them is domiciled.330 This 
provision will even be applicable where the proposed action is regarded under a national 
provision as inadmissible from the time it is brought in relation to the first defendant. 
However, if it appears that the Belgian defendant has only been included in the case ‘in an 
artificial manner’ (eg, with the sole aim of invoking Art 6.1) a court may refuse to apply 
Article 6.1.331 Regarding the US defendant, the claimant will have to rely on Article 5 para-
graph 1 of the CPIL, which is comparable to Article 6.1. 

Article 6.1 will, however, only apply if it is demonstrated that the claims are so closely 
connected that it is expedient to hear and determine them together to avoid the risk of 
irreconcilable judgments resulting from separate proceedings.332 In view of the ECJ’s Roche 
ruling,333 it is very likely that the Belgian court will conclude that the requirement of a close 
relationship is not complied with in this case and refuse to apply Article 6.1. In Roche, the 
ECJ in particular held that under the broadest conceivable interpretation of this provision, 

328 Van Asbroeck and Cock, above n 78, 184.
329 See Art 60 of the Brussels I Regulation enumerating three alternative criteria to determine the domicile of 

companies and other legal persons including (a) the statutory seat, or (b) a central administration or (c) the prin-
cipal place of business.

330 It should be emphasised that this rule is only applicable if the plaintiff sues all the defendants before a 
Belgian court, before any other litigation is pending elsewhere.

331 Case C-103/05 Reisch Montage AG v Kiesel Baumaschinen Handels GmbH [2006] ECR 6827. For an applica-
tion in Belgium, see CFI Brussels, 8 June 2000, Roche v Glaxo (2002) Intellectuele Rechten – Droits Intellectuels 313, 
where the court held that the application of Art 6.1 may not lead to the undermining (erosion) of the general 
principle of the forum domicilii. 

332 The condition of a ‘close connection between the actions’ stems from the ECJ’s decision in the Kalfelis case 
(Case 189/87 Kalfelis v Bankhaus Schröder [1988] ECR 5565). Regarding the interpretation of this condition and 
its application by Belgian courts, much has been written by Belgian scholars. See, eg, Pertegás Sender, above n 114, 
no 3.28 et seq; Roox, above n 317, 257.

333 Case C-539/03 Roche Nederland BV and Others v Frederick Primus and Milton Goldenberg [2006] ECR 
I-6535. For further details, see above para 46.
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it does not apply, and the court of one Member State cannot assume jurisdiction in 
infringement cases relating to European bundle patents against multiple defendants.334 
This is so even in cases ‘involving a number of companies established in various Contracting 
States in respect of acts committed in one or more of those States, even where those com-
panies, which belong to the same group, may have acted in an identical or similar manner 
in accordance with a common policy’. With this wording, the ECJ in fact indicated that it 
did not endorse the ‘spider in the web theory’, which had already given rise to a more 
restricted case law since it was applied by a Dutch Court in 1998.335 The ECJ reasoned in the 
Roche ruling that since neither the patent infringements of which the various defendants 
are accused, nor the national law in relation to which those acts are assessed, are the same, 
there is no risk of irreconcilable decisions being given in European patent infringement 
proceedings brought in different Contracting States.336 Furthermore, the ECJ held that pos-
sible divergences between decisions given by the courts concerned would not arise in the 
context of the same factual and legal situation.

To conclude, it is very likely that the Belgian court will decline jurisdiction regarding 
defendants B, C and D with reference to the Roche ruling, even if it is not disputed that 
these defendant companies belong to the same group and where it can be demonstrated 
that they have acted in an identical or similar manner in accordance with a common policy.

(ii) What would be the decision of a court, in a situation where a claimant A has first 
instituted separate infringement proceedings in the courts of the defendants’ domicile and 
afterwards asks for consolidation of these cases in the Belgian court where a later infringement 
action was directed against the coordinator?
As discussed above, consolidation as such is not regulated in the Brussels I Regulation. The 
only possible remedy would have to be found in the provisions relating to lis pendens and 
related cases (Arts 27–28). Where the former will not apply because the various actions do 
not have the same cause of action (above, para 47), the application of Article 28 will equally 
be problematic for two reasons.

First, this provision on related actions presupposes that the Belgian court would have 
been first seised, which is contradicted by the factual context at hand.

Secondly, the request will fail because the court will have to conclude that the actions are 
not related in the sense of Article 28.3 of the Brussels I Regulation. Even though, in princi-
ple, this article also applies where the parties are not identical or where the cause of action 
is not identical, it is very likely that a Belgian court will apply the Roche doctrine also in 
relation to Article 28. In Roche, the ECJ explicitly held (in relation to Art 6.1) that where 
infringement proceedings are brought before a number of courts in different Contracting 
States in respect of a European patent granted in each of those states, against defendants 

334 This case concerned a European patent owned by two American citizens and granted for 10 EPC Contracting 
States. The patent-holders claimed that the patent was infringed by Roche Nederland and members of the Roche 
Group having their seats in eight different countries. The infringement claim was brought against all defendants 
before the court in The Hague.

335 This theory was adopted by Belgian courts with reference to the ruling of the Court of Appeal of The Hague 
in the Boston Scientific case (23 April 1998, (1998) European Intellectual Property Review N-132). For an article 
discussing this theory and related cases, see P De Jong, ‘The Belgian Torpedo: From Self-propelled Armament to 
Jaded Sandwich’ (2005) 27 European Intellectual Property Review 75.

336 Similar views had already previously been adopted in Belgian case law. See, eg, CFI Brussels, 12 May 2000, 
Röhm v DSM (2002) Intellectuele Rechten – Droits Intellectuels 321; CFI Brussels, 19 January 2001, Novo Nordisk v 
DSM (2002) Intellectuele Rechten – Droits Intellectuels 304; CFI Brussels, 8 June 2000, Roche v Glaxo (2002) 
Intellectuele Rechten – Droits Intellectuels 313.
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domiciled in those states in respect of acts allegedly committed in their territory, any diver-
gences between the decisions given by the courts concerned would not arise in the context 
of the same legal situation and, hence, such diverging decisions could not, therefore, be 
treated as contradictory.337 In view of the similar language that is used in Articles 28.3 and 
6.1,338 it is very likely that Belgian courts will no longer conclude on the existence of ‘related 
actions’ where the proceedings involve an infringement of the various parts of European 
patents in separate Member States.

Would the decision change if B, C and D raised counterclaims that A’s patents are invalid?

Having concluded that the Belgian court will decline jurisdiction, the question is no longer 
relevant. 

Case 4: Choice of Court

A, who holds a bundle of patents in different countries, entered into a non-exclusive licence agree-
ment with B pursuant to which B received a licence to make, use or offer for sale and otherwise 
dispose licensed products. B paid the initial licence fee but later refused to pay other fees arguing 
inter alia that its products do not fall under the scope of the licensed patents. A filed a suit against 
B seeking patent infringement damages and referring to the choice of forum clause which the par-
ties agreed upon in the licence agreement. B objects to the enforcement of such a choice of forum 
clause arguing that the issue is related to foreign patents and thus the asserted choice of court 
clause is not enforceable. Assuming that A and B are not nationals of your country and do not have 
any place of business in your country:

Case 4(1) Would such a choice of court clause of the licence agreement be enforceable? 

The following facts are taken into account: 

The licence contract is concluded between A (a German licensor) and B (a French licensee). 
The contract contains a prorogation clause in favour of the Belgian courts.

The dispute concerns the scope of the patent rights that are subject of the licence contract.

Licensor A has initiated an infringement suit against licensee B. The latter objects to the 
application of the choice of court clause but does not raise an issue regarding the validity of 
the various patents. None of these patents are valid in Belgium so there is no connection 
with the Belgian territory apart from the choice of jurisdiction clause.

Where the contract is concluded between parties, at least one of which is domiciled in a EU 
Member State, the Belgian court will have to apply Article 23 of the Brussels I Regulation 
and respect the choice of the parties (above, para 51). The prorogation clause will be valid 
and effective provided that it is (a) in writing, or evidenced in writing, or (b) in a form 
which accords with practices which the parties have established between themselves; or  

337 Case C-539/03 Roche Nederland BV and Others v Frederick Primus and Milton Goldenberg [2006] ECR 
I-6535, paras 31–32.

338 Where actions ‘are so closely connected that it is expedient to hear and determine them together to avoid the 
risk of irreconcilable judgments resulting from separate proceedings’. This language is also used in Art 34.3 regard-
ing recognition of foreign decisions and was interpreted in this context in Case C-145/86 Hoffman v Krieg [1988] 
ECR I-645, para 22 (in this case the concept of irreconcilability was interpreted in a more narrow manner since 
the ECJ also required that the decisions have ‘mutually exclusive legal consequences’ that are not a prerequisite for 
the application of Art 28 – see also Roche decision, para 23).
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(c) in international trade or commerce, in a form which accords with a trade or commercial 
usage.339

It is assumed that the choice of forum agreement complies with these conditions and 
that the forum agreement was made in favour of a court located in the EU, which is also 
required for the application of Article 23.

Since the validity of the patents is not raised, the court cannot disregard this choice on 
the basis of Article 23.5 of the Brussels I Regulation which requires that contractual provi-
sions that purport to exclude the exclusive jurisdiction rule of Article 22, shall have no legal 
force. Purely contractual and infringement disputes concerning intellectual property rights 
remain outside the scope of Article 22.4.

The answer to the question is therefore affirmative. At the plaintiff ’s request the court 
could order a cross-border injunction having effect in all the countries where the licence 
operates.

The answer might differ if the case concerned parties none of which was domiciled in an 
EU Member State (eg, a US licensor and a Japanese licensee). In such a case, the Belgian court 
will decide on the jurisdiction issue with reference to Article 6 of the CPIL the essence of 
which is comparable to Article 23 of the Brussels I Regulation. Article 6 paragraph 2 of the 
CPIL, however, also contains a forum non conveniens rule which enables the court to decline 
jurisdiction if it considers that the case presents no significant connection with Belgium 
(above, para 56). This rule is not mandatory, and the court can decide in its own discretion 
whether to apply it or not, taking into consideration the specific circumstances of the case. 

Assuming that the bundle of patents owned by the US licensor does not include a Belgian 
patent, there is a possibility that the court sets aside the choice of forum clause and declines 
jurisdiction on the basis of Article 6 paragraph 2 of the CPIL. On the other hand, where the 
parties have chosen the court of a neutral territory in the context of an agreement with world-
wide application, arguments about forum non conveniens are generally given little weight.

Would the decision differ if parties made (new) choice of court agreement at the time 
when the dispute arose?

In principle, no. The Brussels I Regulation contains specific provisions that address the 
enforceability of new choice of forum clauses agreed to after the dispute has arisen, but 
these rules only relate to insurance contracts, consumer contracts and employment con-
tracts (see Arts 13, 17 and 21 respectively).

In our second hypothesis of a licence contract concluded between non-EU parties, the 
Belgian court would have to apply the provisions of the Brussels I Regulation (instead of 
the CPIL) in case one of the parties would have moved its residence to a EU Member State 
and a new choice of court agreement would have been concluded afterwards.

Indeed, Article 23 of the Brussels I Regulation does not specify when – at the time of the 
conclusion of the contract or at the time the proceeding is initiated – one of the parties 
should have its residence in a Member State. Some Belgian scholars argue in favour of a 
liberal interpretation of Article 23 that leaves room for both possibilities.340

339 It should be noted that Art 23.2 explicitly confirms that contracts can be validly concluded by electronic 
means; for more details, see Watté et al, above n 296, 167.

340 H Van Houtte, ‘Uitsluitende bevoegdheidsgronden’ [‘Exclusive jurisdiction grounds’] in H Van Houtte and 
M Pertegás Sender (eds), Europese IPR-verdragen [European IPL Conventions] (Leuven, Acco, 1997) 51. Contra (in 
France): H Gaudemet-Tallon, Les Conventions de Bruxelles et de Lugano (Paris, LGDJ, 1996) no 115.
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Case 4(2) Would the court enforce an exclusive choice of court clause if the defendant raised 
a counter-claim that patents are invalid?

The mere fact of the initiation of such a counter-claim would not make the choice of court 
clause defective. According to Article 6.3 of the Brussels I Regulation, a court retains juris-
diction in relation to counter-claims arising from the same contract or facts on which the 
original claim was based. Hence, the court will apply the forum clause regarding the (con-
tractual) claim for infringement in the way indicated in the first part of the question.

After having assumed jurisdiction for the dispute on the basis of Article 23, the court will 
however have to set aside the application of the choice of forum clause regarding the coun-
ter-claim on the basis of Article 23.5 of the Brussels I Regulation. This latter provision 
states that contractual provisions that purport to exclude the exclusive jurisdiction rule of 
Article 22.4 in relation to the validity of a registered industrial property right shall have no 
legal force. 

It can finally be observed that choice of forum clauses do in principle not apply to dis-
putes regarding validity because such claims are not related to the contract (no contractual 
dispute).

Case 4(3) Would the court assert jurisdiction if the choice of court agreement was made in 
patent infringement proceedings?

Assuming that no licence agreement exists, the infringement proceeding will no longer be 
regarded upon as a dispute which arises within the framework of a contractual relationship 
between the parties and, hence, not Article 23 but the normal rules of jurisdiction will 
apply. This means that, in view of the fact that the defendant has its domicile abroad, the 
Belgian court will have to decline jurisdiction (unless the infringing acts occur in Belgium). 

Assuming that the concerned parties were previously bound by a contractual relationship 
with a forum clause, even then it is rather unlikely that the court acknowledges the validity 
of such clause in relation to an infringement dispute that has arisen after the termination of 
the contract.341

However, if the parties would agree to a choice of forum clause after the dispute has 
arisen, the Belgian court will honour this clause on the basis of Article 23 (see answer to 
first part of the question). This situation seems highly hypothetical as the interests of the 
parties may be too divergent to reach an agreement that confers exclusive jurisdiction to a 
particular court once the dispute on the alleged infringement has arisen.342

Case 4(4) Would parties’ arbitration agreement be enforceable under the law of your 
country? 

Parties can voluntary enter into an agreement to submit their dispute over the scope of the 
licence and the question of infringement of A’s patent to arbitration.

341 See, eg, President CFI Brussels, 31 January 1997, Studio Peyo v Dureco/Dutchy (1997) Intellectuele Rechten – 
Droits Intellectuels 44, where the court refused to apply the forum clause to a dispute that had arisen after the  
termination of a licence agreement.

342 Pertegás Sender, above n 114, no 2.180.
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Could the arbitration tribunal decide upon the validity of intellectual property rights? 

As in many European countries the Belgian Patent Act gives exclusive jurisdiction over a 
range of patent law issues, including patent validity and infringements issues to particular 
courts. In particular Article 73, section 4 of the said Act attributes sole jurisdiction for such 
issues to ‘the court sitting at the headquarters of the Court of Appeal in whose jurisdiction 
the domicile or residence of the defendant or of one of the defendants is located.’ Section 6 
of the said article, however, goes on to state the following: ‘Any agreement contrary to the 
provisions of the preceding paragraphs shall be null and void. This Article shall not, how-
ever, preclude that disputes in respect of the ownership of a patent application or of a pat-
ent, the validity or the infringement of a patent or . . . be submitted to arbitration tribunals.’

Hence, for Belgium it can be concluded that both the issues of validity and infringement 
of a Belgian patent or the Belgian part of a European patent are arbitrable in Belgium. 

For the sake of completeness, one may also refer to Article 1.2(d) of the Brussels I 
Regulation that explicitly states that the Regulation – and thus its exclusive jurisdiction rule 
of Article 22.4 – shall not apply to disputes that are submitted to arbitration. Regarding this 
provision, the ECJ has held in the Van Uden decision (above, para 49), that ‘where the parties 
have validly excluded the jurisdiction of the courts in a dispute arising under a contract and 
have referred that dispute to arbitration, there are no courts of any State that have jurisdic-
tion as to the substance of the case’ (see also more details in Case Study 11, question 4).

If so, what would be legal effects of such decision?

According to Article 51 of the Belgian Patent Act: ‘If a patent is revoked, in whole or in part, 
by a judgment or a decision or by an arbitration award, the decision on revocation shall 
constitute a final decision in respect of all parties, subject to opposition by third parties. 
Final revocation decisions shall be entered in the Register.’

Case 5: Parallel Proceedings

A owns two product patents in countries X and Y. B, who is located in country Z, produces the 
identical product to that for which A has patents and exports that infringing product to the coun-
tries X and Y. Having found out about the infringing activities A files an infringement suit before 
the court of country Z. However, before A brings a suit in country Z, B launches actions in coun-
tries X and Y seeking declarations that B is not liable for the infringements of patents owned by A.

The following facts are taken into account:

The defendant B is a company located in Belgium. Claimant A owns patents in the 
Netherlands (X) and Germany (Y) but not in Belgium. 

The disputed acts occur in Belgium (production) as well as in the Netherlands and Germany 
(importation). 

Prior to the filing of the infringement claim by A in Belgium, earlier proceedings had 
already been initiated by the Belgian defendant before the Dutch and German courts seek-
ing a declaration of non-infringement.

Case 5(1) Assuming that the court of country Z is a court of your country, what procedural steps 
would a court of a country Z take, having regard to pending proceedings in countries X and Y?

First, the court will assume jurisdiction regarding the infringement claim directed against 
defendant B on the basis of the general jurisdiction rule of Article 2 of the Brussels I 
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Regulation (domicile of defendant). The fact that the case solely involves foreign patents 
will not present a hurdle. Patent enforcement outside the boundaries of the granting state 
is an exercise of the patent-owner’s ius prohibendi towards private parties. The subject  
matter of such a dispute is the enforcement of a private right which does not affect the  
sovereign granting act.343

Secondly, the court will examine whether Article 27 regarding lis pendens applies to the 
case (above, para 47). This provision requires that a Belgian court – on its own motion – 
stays the proceedings if a court of another Member State (in casu Germany and the 
Netherlands) was first seised until the time that these latter courts have established their 
jurisdiction. Such a decision is, however, dependent on two conditions: 

– the first action involves the same parties which is OK in this case;344 and
– the first action involves the same cause of action. 

In the Tatry case, the ECJ ruled that ‘cause of action’ comprises the facts and the rule of 
law relied on as the basis of the action, and the ‘object of the action’ means the end the 
action has in view. An action seeking to hold the defendant liable for causing loss, and 
ordered to pay damages, has the same cause of action and the same object within the mean-
ing of that article as earlier proceedings brought by that defendant seeking a declaration 
that he is not liable for that loss.345

A declaration of non-infringement claim can be looked upon as the ‘mirror action’ of an 
infringement claim. Hence, according to the above-mentioned Tatry ruling, the actions in 
the Netherlands and Germany will be regarded upon as having the same cause of action for 
the purposes of Article 27 as the Belgian action.

Hence, the Belgian court is bound to stay the proceedings until the two other courts have 
taken a decision about their jurisdiction.

Observation

The conclusion would not differ should the court have had to apply the provisions of the 
CPIL. Indeed Article 14 of the CPIL, relating to lis pendens, also mandates the court to stay 
the proceeding where they have the same cause of action, adding as an extra condition that 
the foreign decision will likely be recognised or enforced. This condition is satisfied in the 
case at hand.

Would the decision of a court of country Z be different if the dispute was related to 
intellectual property rights that are not subject to registration? 

This question must be answered in the negative.

343 Pertegás Sender, above n 114, no 2.13. This author refers to a very old Belgian decision that confirmed this 
view (Liège Court of Appeal, 30 January 1909, Wallot & Kruger v Georges & Fortunesco, Pasicrisie (1909) I, 175).

344 In the Tatry case the ECJ held that where Art 27 requires, as a condition of the obligation of the second court 
seised to decline jurisdiction, that the parties to the two actions be identical, that cannot depend on the procedural 
position of each of them in the two actions; Case C-406/92 Tatry v Maciej Rataj [1994] ECR I-5439, para 30.

345 Case C-406/92 Tatry v Maciej Rataj [1994] ECR I-5439, para 38 et seq. 
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Case 5(2) What procedural steps would the court in country Z take if B brought a suit before 
a court of a third country W challenging the validity of patents in countries X and Y?

The Belgian court can assume jurisdiction for the infringement claim initiated by plaintiff 
A based on the defendant’s domicile which is located in Belgium (Art 2 of the Brussels I 
Regulation). 

However, because a suit for invalidity of a patent (assuming such a suit has been initi-
ated) has not the same cause of action as an infringement suit, the lis pendens rule of Article 
27 of the Brussels I Regulation will not apply here (above, para 47). The court will not even 
consider the cases as ‘related’ in the meaning of Article 28 of the Brussels I Regulation, 
because the proceedings are not concerned with the examination of the same legal issue 
(see above, para 48 and our answer in relation to Case Study 3).

To conclude: as long as the issue of invalidity is not raised in the Belgian proceeding ‘by 
way of an action or a plea in objection’, it is to be expected that the Belgian court will decide 
that it has jurisdiction to hear the infringement matter. Should the defendant introduce 
such a counterclaim, the rule of Article 22.4 allocating exclusive jurisdiction to the court of 
the state where the registration was obtained, will find application and the Belgian court 
would normally have to decline jurisdiction. Yet it might be argued that the defendant B 
acted in bad faith, as it appears from the factual context that the (French) court first seised 
clearly lacks jurisdiction. In such circumstances, legal scholars have suggested that, where 
the defendant’s main motive would be to obstruct the infringement procedure, courts 
should be able to retain jurisdiction and decide the case.346 

Case 6: Principle of Territoriality (Choice of Law)

A owns a patent over an engine in country X. B produces separate parts of the patented engine and 
exports them separately to its customers in countries Y and Z. Customers of B can easily assemble 
the parts of the patented engine in a very short time. Having found out about B’s activities, A files 
a suit in country X requesting an injunction and recovery of damages for patent infringement. B 
argues that the export of separate parts of an invention does not amount to patent infringement 
and that the patent statute of country X does not extend to activities abroad.

Case 6(1) Assuming that the court of country X is a court of your country, could it apply the 
(Belgian) patent statute for allegedly infringing acts occurring in country Z (eg Germany)?

Probably not.
Regarding questions of applicable law, the Belgian court will have to resort to the provi-

sions of the Rome II Regulation in relation to infringing acts that take place after 1 January 
2009 (or 19 August 2007).347 As was pointed out in Section I, the general rule of Article 4 of 
this Regulation refers to the law of the country in which the damage occurs348 (Germany), 
or to the law of the country where the two parties have their habitual residence (Belgium).

346 Nuyts and Boularbah, above n 133, 314; Wilderspin, above n 224, 788; Torremans, above n 224, 71. These 
scholars also refer to the opinion of the advocate-general in the case GAT v LuK (above, para 52).

347 See above n 133.
348 In Art 4, relevance is not attached to the place where the event giving rise to the damage occurs (in casu, the 

manufacturing of the separate parts in Belgium).
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However, in matters of an infringement of an intellectual property right, another con-
necting factor takes precedence over this general rule. In such a case Article 8 mandates the 
application of the law of the country for which protection is sought (lex loci protectionis), ie, 
the country where the rights are exploited (and infringed) and where the relief sought will 
have its effects (above, para 74). Its application is not even limited to the laws of Member 
States, but entails a universal application, hence including, eg, US patent law (Art 3). 

In the present case the plaintiff claims protection for allegedly infringing acts occurring 
in Germany. Hence, in compliance with the lex loci protectionis rule, the Belgian court can-
not revert to the provisions of the Belgian Patent Act and will have to decide – on its own 
motion349 – to apply German patent law.350 This is not in itself problematic as, in principle, 
a domestic court can apply a foreign lex protectionis.351 Where the defendant is sued pursu-
ant to Article 2 of the Brussels I Regulation (place of domicile), Article 8 implies, and even 
requires, that courts may render their decisions also on patent infringements occurring 
abroad. In such a case the court will have to decide on the infringement occurring in these 
foreign countries by applying the laws of those countries. 

Case 6(2) Assuming, first, that the claim for the infringement of patent granted in country 
X is brought before the court of country Z and, secondly, that the court of country Z is a court 
of your country, could the court apply the patent statute of country X for allegedly infringing 
acts that occur in country Z?

It is assumed here that the claimant brings a proceeding before the Belgian court claiming 
an infringement of a German patent in relation to allegedly infringing acts that take place 
in Belgium. It is not clear whether the claimant also owns a Belgian patent. The Belgian 
court probably cannot apply the German Patent Act.

In compliance with Article 8 of the Rome II Regulation (see part (1) of the question), the 
Belgian court must apply Belgian patent law (lex loci protectionis) because protection is 
sought against acts that occur in Belgium. 

Assuming that no patent protection exists in Belgium, it is likely that the court will reject 
the claim for infringement. Belgian patent law indeed solely affords protection in relation 
to acts occurring in Belgium that infringe upon a patent that is validly registered in Belgium 
(using the national, the EPC or PCT route).

Assuming that a patent has also been granted in Belgium, it is likely that the court will 
sustain the claim as it can be argued that the disputed acts (production of separate parts 
and export) constitute indirect infringement which is actionable under Article 27 para-
graph 2 of the Belgian Patent Act:

The patent shall also confer on its owner the right to prevent all third parties not having his con-
sent from supplying or offering to supply on Belgian territory a person other than parties entitled 
to exploit the patented invention with means, relating to an essential element of that invention, for 
putting it into effect, when the third party knows, or it is obvious in the circumstances, that those 
means are suitable and intended for putting that invention into effect.

349 Cass 9 October 1980, Arr Cass (1980–81) 142.
350 An application of the provisions of the Belgian CPIL would lead to the same conclusion, as Art 93 para 1 of 

the CPIL is entirely in line with Art 8 of the Rome II Regulation.
351 Pertegás Sender, above n 114, 39, criticising the opposite holding by a Dutch court (President District Court 

Rotterdam, 28 March 1996, Mölnlycke v Kimberley (1996) Intellectuele Eigendom en Reclamerecht – NL 30).
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Case 7: Infringement of Intellectual Property Rights

Three IT students, A, B and C, have created a website which facilitates speedy exchange of digital 
files (music, videos, software, etc) among users from all over the world. After several months when 
the website became very popular, A, B and C introduced an additional paid service: the speedy 
exchange of big capacity digital files. Although A, B and C know that some files that are stored in 
the server of their website are illegal, they do not take any actions to prevent infringements of 
intellectual property rights. Major international entertainment industry companies file an 
infringement suit against A, B and C, requesting closure of the website and payment of damages. 
Assuming that the court of your country has international jurisdiction in such a case:

Case 7(1) What law would be applied to determine the liability of A, B and C for direct 
infringement acts? 

This case bears some resemblance to the famous Napster case that was decided in the United 
States in 2001.352 The answer below relocates the dispute to Europe.

Regarding the question of applicable law, Belgian courts will have to observe the provi-
sions of the Rome II Regulation in relation to infringing acts that take place after 1 January 
2009 (which is assumed here).

Concerning the infringement of intellectual property rights – including copyright – 
Article 8 of the Rome II Regulation prescribes the application of the law of the country for 
which protection is sought (lex loci protectionis). Alternatively, Article 93.1 of the CPIL will 
lead to the same result.353 As both provisions correspond to the rule imposed in Article 5.2 
of the Berne Convention354 and which takes priority over the EU regulations, there is no 
need to distinguish between the various systems. What matters is the subject matter of the 
claim: for which countries is the protection sought? Logically, this should be the countries 
where the claimant owns copyright protection and where the infringing acts take place.

If the claimants merely seek to enforce their exclusive rights on the Belgian territory (eg, 
a request to close the website on Belgian territory and to receive damages355), Belgian copy-
right law will apply to determine whether the defendants are liable for copyright infringe-
ment that occurs on Belgian territory. In particular, the Belgian court will apply Article 1 of 
the Belgian Copyright Act defining the scope of the exclusive rights of reproduction and 
public communication in order to determine that (clearly) the acts committed by the 
defendants constitute an infringement. The application of the lex loci protectionis will coin-
cide here with the lex fori.

If relief is sought in multiple countries, the court will have to apply each of the laws of 
the various countries where protection is sought, which may prove a burdensome task 
(above, para 74). On the other hand, the Belgian court will probably not have much diffi-
culty in concluding to direct infringement. The acts committed by the defendant, ie, stor-
ing illegal files on a server and communicating these files to the public, are – at least in the 
EU Member States – in a consistent way qualified as constituting infringing acts.356 

352 A&M Records, Inc v Napster, Inc 239 F 3d 1004, 1020–22 (9th Cir 2001).
353 See above, paras 74 and 78, respectively.
354 See above, para 16.
355 Where jurisdiction can be based upon Art 2 (because the defendants have their domicile in Belgium) the 

plaintiff can, moreover, seek a cross-border decision to obtain damages for all the harm caused by the infringement.
356 See Arts 2 and 3 of Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on 

the harmonisation of certain aspects of copyright and related rights in the information society (OJ L167/10) that 
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The location of the server in one particular country is irrelevant to determining applica-
ble law relating to the infringing acts of communication in all other countries. If the  
claimants seek, eg, an order to ‘close down’ the server entirely, it will be necessary for the 
Belgian court to apply the copyright law of the country where the server is located.

The Belgian court will, however, only have jurisdiction to issue an order with trans- 
border effects if it sits in the place of domicile of the defendant.

Would parties be allowed to agree on the applicable law (infringement and remedies)?

No. Article 8.3 of the Rome II Regulation explicitly excludes the possibility of agreements 
that derogate from the rules laid down in Article 8.1 (lex loci protectionis) that were applied 
above.

Case 7(2) Would the choice of law differ if the claim for damages was brought against the 
Internet service provider (ISP) as a secondary infringer? 

No. Article 8.1 of the Rome II Regulation would equally apply. It is generally known that, 
because of logistical and other problems of identifying direct infringers, legal action against 
a particular indirect infringer, which plays a central role in facilitating the infringement, 
provides the only avenue for meaningful relief. The EU legislator has therefore mandated 
that actions relating to copyright infringement can also be directed against ‘intermediaries’. 

First, this rule was included in Article 8 of the Information Society Directive 2001/29/
EC357 providing that ‘Member States shall ensure that right-holders are in a position to 
apply for an injunction against intermediaries whose services are used by a third party to 
infringe a copyright or related right’. Although this mandatory provision only refers to ‘an 
injunction’, it has been transposed into Belgian law in a broad manner also including claims 
for damages.

Secondly, the possibility of injunctions is reiterated (in Art 11) and extended (in Art 
9.1(a)) of the 2004 EU Enforcement Directive358 with regard to interlocutory injunctions.359

For the sake of completeness, one should also consider the Belgian Act of 11 March 2003 
on certain legal aspects of information society matters.360 Article 6 of this Act excludes the 
application of the country of origin rule (lex loci originis) – which is the general rule in 
matters relating to the provision of information society services (Art 5) – with respect to 
matters of copyright, neighbouring rights and industrial property rights.361 

To conclude: where the claim is directed against an ISP, the same choice of law rules 
apply as in cases of direct infringement (see answer to first part of the question). This 

harmonise the concepts of the rights of reproduction and public communication (including in Internet and on-
demand situations). As a result of the 1996 WIPO treaties, the same conclusion can be made for many other 
countries. 

357 ibid.
358 Above n 9.
359 For an application in Belgium, see case discussed above n 55.
360 This Act implements EU Directive 2000/31 on certain legal aspects of information society services, [2000] 

OJ L178/1 (also known as the ‘Electronic Commerce Directive’). See in particular Recital (23) of this Directive 
stating that ‘this Directive neither aims to establish additional rules on private international law relating to con-
flicts of law nor does it deal with the jurisdiction of Courts; provisions of the applicable law designated by rules of 
private international law must not restrict the freedom to provide information society services as established in 
this Directive’. The same is confirmed in Art 1.4.

361 Art 6 also confirms the freedom of the parties to contractually agree on the law applicable to their contract.
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answer would not differ depending upon the nature of the remedies sought (injunctive 
relief and/or damages).

Would parties be allowed to agree on the applicable law (infringement and remedies)?

No. Article 8.3 of the Rome II Regulation explicitly excludes the possibility of agreements 
that derogate from the rules laid down in Article 8.1 which relates to infringement claims in 
general.

Case 7(3) Could the court decide on the ubiquitous infringement (where the infringement 
occurs in multiple places/countries) of intellectual property rights? 

The question will be answered assuming that it inquires about possible jurisdiction for the 
Belgian court to decide such infringements. The court will examine its jurisdiction on the 
basis of the general rules of the Brussels I Regulation. The most obvious connecting factors 
will include the domicile of the defendants (Art 2) and the fact that the harmful event 
occurs (also) in Belgium (Art 5.3).

In the past, Belgian courts have not hesitated to apply Article 5.3 in IP infringement cases 
that occur in the Internet context. The place of the causal event is considered the place from 
where the site is managed or supplied with content.362 Concerning the connecting factor of 
the place where the harm occurs, courts appear to adhere to the so-called effects-based 
approach, which analyses whether acts committed online have consequences on the Belgian 
territory such as to justify their jurisdiction.363 The mere fact that a website is available on 
Belgian territory, however, was not considered to be sufficient a connecting factor for juris-
diction.364 Obviously, the injured rightholder will be advised to take action in the country 
of origin of the communication or the country of the defendant’s domicile in order to 
obtain a decision on his full injury rather than bringing multiple proceedings.365

If so, what would be the applicable law? Would the parties’ choice of law be allowed? How 
would the court of your country define ubiquitous infringement of intellectual property 
rights?

The assumed case of ubiquitous infringement is that an act committed in one state has 
affected an infinite number of other states and therefore the range of the affected area cannot 
be specified. A typical situation is an intellectual property right infringement via the Internet.

362 Brussels Court of Appeal, 4 May 2001, (2001) JLMB-Journal Liège Mons Bruxelles 1444. De Visscher and 
Michaux, above n 76, 590; Haouideg, above n 76, 119.

363 Brussels Court of Appeal, 4 May 2001 (n 363); Pres Commercial Court Nivelles, 9 March 2005, Swift v 
Swiftpay, (2006) Ingénieur Conseil – Intellectual Property 386; Pres Commercial Court Hasselt, 15 April 2005, 
(2005) Ingénieur Conseil – Intellectual Property 167. By analogy, one can refer to the preparatory discussions in 
Parliament that related to Art 99 para 2 (applicable law in certain tort matters such as defamation). It was held that 
in cases of Internet communications, the targeted public should function as a determining factor (‘target-market’ 
theory). Accordingly, the court should take into consideration such factors as the language and the presentation of 
the website, its interactive character (eg payment system) as well as the follow-up that is given to the site; Parl 
Documents Senate 2003-04, no 3-27/7, 180. See also J Verlinden, ‘Article 99’ in Erauw et al, above n 66, 510–11;  
P Peters, ‘L’internet et la protection des consommateurs’ in H Bartholomeeusen et al (eds), Internet sous le regard 
du droit (Brussels, Editions du Jeune Barreau de Bruxelles, 1997) 138.

364 Court of Appeal Brussels, 2 December 2004, (2004) Ingénieur Conseil – Intellectual Property 537 (trade mark 
infringement dispute). For more details on the determination of the ‘locus’ of the harm in Internet-related cases, 
see Haouideg, above n 76, 119; Van Asbroeck and Cock, above n 78, 187 et seq. Both articles argue in favour of the 
country of destination.

365 Haouideg, above n 76, 119.
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The author has not found in the published Belgian case law definitions or a specific 
treatment regarding ubiquitous infringement. It is likely that, unless clear legal provisions 
are enacted to the contrary, Belgian courts will conceptualise ubiquitous infringement as 
an accumulation of infringements in multiple countries and seek recourse to a distributive 
application of the various laws (see answer to the first part of this Case Study).366 

Regarding Belgium, the author is not aware of ongoing projects seeking to find a specific 
solution for this kind of infringement comparable to the MPI draft (Max Planck Institute),367 
the ALI principles (American Law Institute)368 or the CLIP proposal (also funded by the 
Max Planck Society).369 

Case 8: Applicable Law to Initial Ownership 

A is a foreign visiting researcher in B’s laboratory. Soon after being employed, A made several sig-
nificant inventions using the equipment in B’s laboratory. B is now making huge profits by grant-
ing licences to a number of companies to use the inventions of A. A files a suit for compensation, 
arguing that he is the initial owner of the inventions and B should not have granted licences with-
out A’s consent. Assuming that A files a claim before a court of your country.

It is assumed that claimant A is a German researcher who has made several inventions 
while being employed by a Belgian company. European patents have been obtained for 
these inventions, which are valid in several states. Although not specified (‘visiting 
researcher’?), it is also assumed that A has signed an employment contract with B. 

Case 8(1) What law would the court of your country apply to determine who is the initial 
owner of the invention? 

At the outset, it must be observed that the question regarding the right to the entitlement to 
a patent – which is assumed to be the subject of this case study370 – should be distinguished 
from the question regarding initial ownership of an (unpatented) invention. Concerning 
this latter issue, the lex loci protectionis will find application (see answer to part (3)(a) of the 
question below).

Regarding the right to the patent title, the legal starting point for answering this question 
is (at present371) to be found in the European Patent Convention. The EPC indeed includes 
special rules on the allocation of jurisdiction372 and applicable law in relation to ownership 
of European patents in proceedings between an employee and an employer. In particular, 

366 From the understanding of the author, though, ubiquitous infringement is not merely diffusive infringe-
ment, but includes the situation where the infringement occurs in unspecifiable and multiple countries via com-
puter networks.

367 A Kur, ‘Applicable Law: An Alternative Proposal for International Regulation – The Max-Planck Project on 
International Jurisdiction and Choice of Law’ (2005) 30 Brooklyn Journal of International Law 951.

368 Intellectual Property Principles Governing Jurisdiction, Choice of Law, and Judgments in Transnational 
Disputes, June 2008, www.ali.org. See in particular para 302: ‘The applicable law(s) of “ubiquitous infringement” 
shall be governed by the law of the place where the results of the exploitation of intellectual property are maxim-
ised’.

369 See www.cl-ip.de.
370 Indeed, a patent licence presupposes the prior grant of a patent, which in turn raises the question of who is 

entitled to apply for such patent.
371 It is not expected, though, that this rule will change if a ‘EU Patent system’ were to be established.
372 Art 4 of a special protocol (above n 112) allocates jurisdiction to the courts of the Contracting State whose 

law determines the right to the patent pursuant to Art 60 of the EPC.
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Article 60 stipulates that if the inventor is an employee and a dispute arises regarding the 
right to the patent, the relevant national law is that of the location where the employee is 
mainly employed. If this law cannot be determined, Article 60 refers to the national law of 
the place of business of the employer to which the employee is attached or, if this does not 
provide a clear answer, the place where the employee has the centre of his professional life, 
respectively.373

Whereas the central connecting factor is the state in which the employee is mainly 
employed, the factual context of the case at issue refers to Belgium. Hence, the court will 
apply Belgian law irrespective of the nationality of the claimant. Article 60 indeed applies  
in every situation where the right to entitlement to a European patent (EPC patent) is in 
dispute. 

For the sake of completeness it is noted that, in contrast to most other European coun-
tries, Belgian law lacks special provisions that regulate the matter of employee inventions. 
In the absence of an explicit transfer-of-rights provision in the contract, the claimant will 
have to argue his case on the basis of the limited case law that addresses the issue of 
employee inventions with little chance to obtain the ownership rights or even compensa-
tion (see also below). 

The same conclusion will be arrived at if the court had to apply the provisions of the 
Belgian CPIL (eg, in case the inventions are only protected by Belgian or other non-EPC 
patents). Indeed, Article 93 paragraph 2 provides for an exception to the application of the 
general rule of the lex loci protectionis in relation to disputes regarding original ownership 
of an industrial property right. In such cases, the court has to apply the law of the state with 
which the intellectual activity presents the closest connection. In this respect, Article 93 
includes a (rebuttable) presumption that, where the intellectual activity takes place within 
a contractual relationship, such as in the case at issue, intellectual activities are presumed to 
take place in the state that governs this relationship. In the present case this rule would 
point to the law that regulates the employment relationship and, hence, to Belgian law.

Would the parties’ choice of law clause concerning the right to obtain patents be 
enforceable in your country?

Even though Article 3 of the Rome I Regulation – as well as Article 8 with respect to indi-
vidual employment contracts – confirms the freedom of the parties to contractually agree 
on the law applicable to their contract, this choice may never prejudice the application of 
provisions of :
the law of the chosen country which cannot be derogated from by agreement (Art 3.3);
Community law, which cannot be derogated from by agreement (Art 3.4). 

Clearly the latter provision (Art 3.4) is not applicable to the present case lacking uniform 
provisions on patent law in the EU (the EPC is not a body of community law). 

Regarding the prohibition to deviate from ‘provisions which cannot be derogated 
from’,374 either pursuant to Articles 3.3 or 8.1, the question arises whether Article 60 of the 
EPC, the application of which would normally refer to Belgian law (see answer to part (1) 
of this Case Study), can be regarded upon as mandatory. The author does not consider this 

373 See in this respect also Case C-383/95 Petrus Wilhelmus Rutten v Cross Medical Ltd [1997] ECR I-57.
374 This concept should be distinguished from the concept of ‘overriding mandatory provisions’ and should be 

construed less restrictively (Recital 37 of the Rome I Regulation). See more details in B Volders, ‘Nieuw verwijzing-
srecht voor grensoverschrijdende overeenkomsten’ [New conflict of law rules for transnational contracts] (2009–
2010) Rechtskundig Weekblad 642, 663.
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to be the case. However, unfortunately, no case law or doctrine has yet addressed this ques-
tion in Belgium. 

Assuming Article 60 of the EPC does not preclude the parties from freely agreeing upon 
the application of another law applicable to the entitlement to the patent right, the ques-
tion remains whether Belgian law (which would normally have been applicable) contains 
other provisions from which no derogation is possible. As explained above, neither the 
Belgian Patent Act nor any other national act includes provisions in relation to the alloca-
tion of the right to the patent for inventions made by employees.375 The doctrine of free-
dom of contract prevails in principle and contractual arrangements regarding ownership 
deviating from settled principles are to a large extent permitted.376

Observation

If the question related to the issue of initial ownership – ie, the so-called ‘inventorship 
right’ – the normally applicable law to determine in which person the rights to an invention 
vest would be the lex loci protectionis. A choice of law clause that deviates from this rule 
does not seem acceptable. Indeed, it can be argued that if it is not possible to derogate from 
the application of the lex loci protectionis rule in relation to infringement cases,377 a fortiori 
this should not be allowed in relation to disputes over original ownership. 

Case 8(2) Would the decision differ if A made an invention in joint collaboration with other 
researchers?

No.
The answer would, however, differ if the invention is the result of a contract of collabora-

tion involving companies from different states. In such a case the court will need to have 
recourse to a distributive application of the various laws that regulate the various employ-
ment relationships (see above, para 79).

Case 8(3)(a) Would the applicable law differ in case of initial authorship?

This situation would lead to the same outcome, albeit through different legal reasoning as 
compared to the first question. The relevant question would proceed as follows: what law 
would a Belgian court apply to determine who is the initial author of a copyrighted work 
where the work was created by a foreign author within the framework of an employment 
contract that is subject to Belgian law?

The legal provisions that the court will have to apply to answer this question – Article 5.2 
of the Berne Convention and Article 93 paragraph 1 of the CPIL – concur regarding the 
ultimate solution: the court is bound to apply the lex loci protectionis. As was explained in 
Section I, the majority view does not support an exception to this Berne rule in relation to 
the question of original ownership of copyright (above, para 16).378 In this respect, one 

375 A fortiori, no mandatory compensation rules are prescribed under Belgian law. 
376 MC Janssens, Uitvindingen van werknemers in dienstverband en aan universiteiten in de EU [Employee and 

University Inventions in the EU] (Brussels, Bruylant, 1996) 264 et seq.
377 See Art 8.3 of the Rome II Regulation (above, para 75).
378 However, as it appears very difficult to find a consensus on this issue internationally, it can never be excluded 

that a Belgian court would be tempted to follow foreign doctrine that advocates the application of the lex loci 
originis. For an example from older case law, see President CFI Ghent, 10 January 1996, (1997) Revue de Droit 
Commercial Belge – Tijdschrift voor Belgisch Handelsrecht 33, with observations by M Pertegás Sender.
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may, in particular, refer to a judgment of the Court of Appeal of Brussels in which it was 
decided that the lex loci protectionis should apply not only to the question whether the work 
was protected by copyright but also to issues regarding original ownership, scope of the 
exclusive rights and exploitation of the rights.379 This solution is confirmed in Article 93 
paragraph 1 of the CPIL prescribing the application of the lex loci protectionis as a general 
choice of law rule for all copyright disputes. As is further clarified in Article 94 of the CPIL, 
this rule applies irrespective of the nature of the dispute (validity, scope, initial ownership, 
transfer, etc). 

In sum, the author considers that the lex loci protectionis will be applied to the present 
case where the dispute relates to initial copyright ownership to a work created in the course 
of employment.380 This rule will guide the court to the application of Belgian Copyright 
law. 

The question could arise as to whether, in the event that the choice of law rule pointed to 
a foreign law, a Belgian court can invoke the application of Article 21 of the CPIL. This 
provision allows the court to set aside the application of a foreign law where it is considered 
contrary to international public order. Regarding the latter issue, and by way of example, 
the parliamentary documents mentioned the basic principle that copyright can only origi-
nate in a physical person,381 which rule would indeed be set aside be applying, eg, US copy-
right law with its work-for-hire rule. Nevertheless, it must immediately be pointed out that 
a majority of scholars do not consider that rules relating to copyright ownership are part of 
the international public order and even submit that it is far from clear which provisions of 
Belgian IP laws would be considered mandatory and so fundamental as to form part of the 
Belgian international public order.382 The Court de Cassation has repeatedly held that 
‘international public order’ only includes ‘principles that are essential to the moral, political 
and economic order of Belgium’.383 This norm is more stringent than what is to be under-
stood by ‘internal public order’.384

Case 8(3)(b) Would the applicable law differ in case of initial title to a trade mark?

The two major trade mark laws that are applicable in Belgium – the Benelux Convention 
and the Community Trade Mark Regulation – do not include special rules on initial own-
ership of trade marks, as this does not seem to constitute a real issue for trade mark law. 
Both systems instead adhere to the general principle that the exclusive right in a trade mark 
shall be acquired by (first) registration of the trade mark (see, eg, Art 2.2 of the Benelux 
Convention). This rule can in no way be set aside, and any agreement to the contrary would 
be null and void.

379 Court of Appeal Brussels 8 October 2001, (2002-2003) Rechtskundig Weekblad 1147. See also Court of 
Appeal Antwerp, 19 December 2005, discussed by Roox, above n 84, 1557 (application of the lex loci protectionis to 
a dispute regarding ownership). Cf Liège Court of Appeal 16 March 1999, (1999) Ingénieur Conseil – Intellectual 
Property 392 (dispute regarding initial ownership).

380 This is, eg, confirmed by Van Asbroeck and Cock, above n 78, 200.
381 Parl Documents Senate 2003-04, no 3-27/1, 114.
382 See M Pertegás Sender, ‘Article 93’ in Erauw, above n 66, 480; Puttemans, above n 285, 622; De Visscher and 

Bouche, above n 146, 13. However, other commentators do not exclude such a possibility; see Torremans, above  
n 87, 463. Unfortunately, this issue has not yet been litigated before a Belgian court.

383 Cass 18 June 2007, (2008) Rechtspraak Antwerpen Brussel Gent 1091; Cass 29 April 2002, (2002–3) 
Rechtskundig Weekblad 862; Cass 17 December 1990, Arr Cass (1990–91) 432. 

384 Cass 2 April 1981, Arr Cass (1980–81) at 869. For other references, see H Storme, ‘Article 25’ in J Erauw, 
above n 66, 139.
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Without prejudice to this rule, the author considers that parties remain free to agree in a 
contract on the question of who (employer or employee) will have the right to file for trade 
mark protection. Failing such an agreement, one could argue in favour of the application of 
Article 93.2 of the CPIL that states that the right to the original ownership of an industrial 
property right has to be determined by the law of the state with which the intellectual activ-
ity presents the closest connection. 

Observation

In trade mark law, no provisions exist that grant special rights to the ‘original inventor’ of 
the sign. This conclusion leaves, of course, intact provisions of other IP rights (eg, copyright 
law) that may afford protection to the sign. The same is true for the rules relating to particu-
lar situations, such as bad faith on behalf of the person who (first) registered the sign. 

Case 8(4) What law would the court of your country apply if A raised a claim arguing that B 
did not pay reasonable compensation for patents obtained by B in a number of foreign countries? 

Lacking a choice of law clause, the court would proceed as indicated in relation to question 
(1). With reference to Article 60 of the EPC, the court will apply Belgian law, which does 
not guarantee a right to remuneration in favour of employees. The situation in which the 
invention was conceived (eg service invention) will have no bearing on the decision.

Case 9: Applicable Law to the Transfer of Rights Agreements

A is a rising popular music band. After one of their concerts in country X, a representative of for-
eign recording company B and A orally agreed to release A’s albums in the future. After the release 
of the debut album, B has made some arrangements of the debut single for the distribution of the 
album in country Y. A files a suit before a court in country X, arguing that the moral right of integ-
rity of a work had not been transferred and thus had been infringed.

The following facts are assumed:

Claimant A and defendant B, while they met in Belgium, have orally entered into an agree-
ment pertaining to the future production/distribution of A’s music.

No precise details are known as to the scope of the transfer of the rights (ie, licence or 
transfer, which exploitation rights, duration, exclusivity, geographical extent, etc).

The dispute arises after defendant B distributes an arrangement of a song in the United 
Kingdom (country Y) through its branch office. 

The claimant initiates an infringement suit before the Belgian court claiming violation of 
its moral right. As moral rights can only exist in a physical person, it will be necessary for 
the individual members of the pop group to personally intervene in the proceedings.

Case 9(1) Assuming that a court of your country is a court of country X, would the court 
enforce the parties’ choice of law clause regarding the transfer of economic and moral rights of 
authors?

According to the author’s understanding, a dispute here arises as to the existence of a choice 
of law clause (an ‘oral’ contract) and, if so, as to its validity (oral form) and its content 
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(which law was chosen?). These questions involve a contractual issue and, hence, the provi-
sions of the Rome I Regulation will be applicable.

If there is no dispute over the existence of a particular choice of law clause, the Belgian 
court will honour this choice and apply the nominated law to resolve the dispute. According 
to Article 3 of the Rome I Regulation, the choice does not have to be confirmed in writing. 
It suffices that it can clearly be demonstrated by the terms of the contract or the circum-
stances of the case that a certain choice of law clause was agreed upon by the parties. 

Assuming that it can be demonstrated, or that it is not disputed, that the parties agreed 
to a valid choice of law clause pointing to the application of, eg, UK law where defendant B 
has its branch, it is likely that the Belgian court will respect this choice.385 This conclusion is 
in accord with a judgment of the Court of Appeal of Brussels of 2001. After having decided 
that, as a rule, the lex loci protectionis applies to the question of, eg, original ownership, 
scope of the exclusive rights and exploitation of the rights (including transfer), the Court 
accepted that a contract clause deviating from this rule was acceptable under the provisions 
of the (predecessor of) the Rome I Regulation.386

An interesting question in this situation might arise regarding the ‘mandatory’ or ‘public 
policy’ character of Article 1 paragraph 2 of the Belgian Copyright Act precluding the 
assignment, in general, of moral rights. Article 21 of the CPIL indeed allows a Belgian court 
to set aside the application of a foreign law and adopt the lex fori where the former is con-
sidered contrary to international public order.387 The parliamentary documents leading to 
the CPIL cite, by way of example, the rule relating to the non-transferability of moral 
rights388 which rule would now be set aside be applying, eg, UK copyright law. However, as 
was noted in relation to Case Study 8, the majority view contests such a broad application 
of Article 21. Nevertheless, because this issue has not yet been litigated before a Belgian 
court, it can never be excluded that a court takes a different approach.389

If there is a dispute between the parties regarding the existence of a choice of law clause, 
the court shall have to assess this dispute applying the law referred to in Article 10 of the 
Rome I Regulation (ie, in principle, the law which would govern the contract if it were valid 
unless the particular circumstances described in Art 10.2 are present). Furthermore, Article 
11 will have to be used to assess the formal validity of the choice of law clause. In particular, 
Article 11.1 prescribes that where a contract is concluded between persons who are in the 
same country at the time of its conclusion, the contract is formally valid if it satisfies the 
formal requirements of the law which governs it in substance or of the law of the country 
where it is concluded (ie, Belgian law). 

385 It is settled case law that, in such a case, the Belgian court has an obligation to determine the content, mean-
ing and scope of the foreign law after having obtained all necessary information and with due respect of the rights 
of the defence; Cass 3 December 1990, Pas (1991) I, 329; Cass 9 October 1980, Arr Cass (1980–81) no 90.

386 Court of Appeal Brussels 8 October 2001, (2002–3) Rechtskundig Weekblad 1147.
387 This possibility is also confirmed in Art 21 of the Rome I Regulation. 
388 Parl Documents Senate 2003–04, no 3-27/1, 114.
389 Because Belgian and French copyright law share the same roots and basic principles, Belgian courts some-

times draw inspiration from French case law. In relation to the problem at issue, the decision of the French 
Supreme Court (Cour de Cassation) in the famous John Houston case, might tempt a court to conclude on the 
mandatory (ordre public) character of moral rights rules and to apply its domestic law (Cass Fr 28 May 1991). This 
decision has resulted in an abundant literature and will not be commented upon here (see, eg A Lucas and  
R Plaisant, ‘France’, § 7.4.a in MB Nimmer and PE Geller, International Copyright Law & Policy (New York, Mathew 
Bender, yearly update) § 7 [4][a][b]).
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A Belgian court would probably conclude on the validity of an oral agreement regarding 
applicable law. If such lex contractus referred to Belgian law it is, however, very unlikely that 
the court would enforce the contractual transfer of moral rights (see next question).

Case 9(2) How will the court deal with the issue of transferability?

This issue will likely arise in the context of the dispute regarding the scope of the transfer of 
rights that the contract entails (moral rights included or not?). 

To decide this dispute, the court will have to determine whether the issue of transferabil-
ity relates to the ‘law of the issue’ (la loi du droit) rather than to the ‘law of the contract’ (la 
loi du contrat). Lacking a clear distinction between these issues, this question raises a char-
acterisation problem which is not easy to resolve, ‘as there exists a sort of tension between, 
on the one hand, copyright issues and, on the other hand, contractual issues’.390 

If the issue of transferability is regarded as a copyright issue, all relevant legal provisions 
would mandate an application of the lex loci protectionis (Art 5.2 of the Berne Convention, 
Art 8.1 Rome of the II Regulation and Art 93 of the CPIL).

Conversely, if this issue is considered to constitute a contractual issue, the lex contractus 
(in this case identified in the choice of law clause) would govern the dispute.

There is little published case law in Belgium that could provide guidance. The majority 
of Belgian doctrine adheres to the view that ‘real questions of copyright’ such as original 
ownership, validity requirements, scope of the exclusive rights and the transferability of the 
rights (and possible waivers) should be governed by the ‘law of the issue’, and hence the lex 
loci protectionis.391 This is in line with Article 94 of the CPIL that provides that the law 
referred to in Article 93 (lex loci protectionis) governs issues such as ‘the existence, the 
nature, the content and the scope of these rights’ (Art 94 para 2), ‘the ownership of these 
rights’ (Art 94 para 3), ‘the availability of these rights’ (Art 94 para 4), ‘the modes of the 
coming into existence, transfer and loss of these rights’ (Art 94 para 5) and ‘the opposabil-
ity of these rights’ (Art 94 para 6).

The lex contractus should then be applied to formal requirements such as possible rules 
mandating a written form, explicit mandatory provisions relating to duration, remunera-
tion and scope of the transfer of rights as well as specific mandatory requirements relating 
to publication contracts.392 It is further argued that the lex contractus would also govern the 
question of the validity of the transfer of the rights in relation to future creations, as this 
will be submitted by the defendant in the present case (eg, Belgian law imposes certain 
requirements that have to be observed for such transfers to be validly included in the trans-
fer of rights). Finally, the law of the contract is also considered to govern issues relating to 
the formal requirements applicable in relation to a presumption of transfer (eg, in favour 
of employers) 393 or modes of remuneration.

In respect of all these contractual issues, the Rome I Regulation will be applicable. Its 
Article 12 provides that the lex contractus governs in particular the interpretation, the  
performance, the consequences of a breach of an obligation, including the assessment of 
damages, the various ways of extinguishing obligations, prescription and the consequences 

390 Van Asbroeck and Cock, above n 78, 202 et seq. See also De Visscher and Bouche, above n 146, 11; Haouideg, 
above n 76, 133 et seq.

391 Van Asbroeck and Cock, above n 78, 215; De Visscher and Bouche, above n 146, 11; Haouideg, above n 76, 
135. See also Court of Appeal Liège, 16 March 1999, (1999) Ingénieur Conseil – Intellectual Property 392.

392 De Visscher and Michaux, above n 76, 649; Docquir, above n 84, 447.
393 Van Asbroeck and Cock, above n 78, 216.
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of nullity of the contract. Clearly, there is no reference to issues relating to the rights as 
such, most of which will normally arise prior to the contractual issues.394

Some uncertainty has arisen after the enactment in 2004 of Article 94 para 5 of the CPIL 
quoted above. This provision states that the lex loci protectionis governs issues regarding the 
‘mode of transfer’ of the rights. The parliamentary documents have, however, clearly indi-
cated that this provision does not include the contractual aspects relating to an agreed 
transfer of rights, such as the validity of the contract and the conditions of a voluntarily 
agreed transfer.395 Hence, it is assumed that the CPIL has not introduced a change to the 
prevailing view.396

To conclude, it is very likely that in the case at hand, a Belgian court will decide that the 
issue of the transferability of the (moral and economic) rights as such will be governed by 
the lex loci protectionis (and, hence, UK copyright law).

For the sake of completeness, it can be observed that: 

(i)  should the lex loci protectionis point to Belgian law, a court will have to apply Article 2 
paragraph 2 of the Belgian Copyright Act, which states that moral rights are inalienable 
and that an overall renunciation of the future exercise thereof shall be null and void;397

(ii)  should the lex contractus refer to Belgian law, this would obviously be beneficial to the 
claimant because the Belgian Copyright Act sets forth very strict rules regarding the 
validity of contracts concluded by the original author in relation to a transfer of his 
rights (see, in particular Art 3 of the Copyright Act, which requires that such contracts 
shall be in written form, shall be interpreted in a restrictive manner (in favour of the 
author) and shall set out, for each mode of exploitation, the author’s remuneration as 
well as the precise scope and the duration of the contract). Moreover, where the con-
tract relates to future works, it shall only be valid for a limited period of time and for 
specified types of works.

Case 9(3) What would be the applicable law in a case where there is no choice of law made 
by the parties?

It is assumed that the parties are bound by a valid licence agreement which, however, does 
not contain a choice of law clause. It will be presumed that the contract was concluded after 
17 December 2009, which will allow us to apply the Rome I Regulation.

Clearly, the licence (or assignment) agreement at issue does not fit in the list of the eight 
types of contracts that are identified in Article 4.1(a)–(h). Hence, Article 4.2 mandates to 
apply the (non-rebuttable) presumption that the contract will be governed ‘by the law of 
the country where the party required to effect the characteristic performance of the contract 
has his habitual residence’.398

394 ibid, 215.
395 V Sagaert, ‘Article 94’ in Erauw et al, above n 66, 484.
396 Van Asbroeck and Cock, above n 78, 205. 
397 A large consensus, however, exists that limited waivers in relation to the exercise of certain attributes of 

moral rights in strictly defined situations are enforceable provided the waiver complies with the usual formal 
requirements. See, eg, MC Janssens, ‘Morele rechten: een algemeen overzicht’ [‘Moral Rights: A General Overview’] 
in E Cornu (ed), Bande dessinée et droit d’auteur (Brussels, Larcier, 2009) 19 (para 20); F Gotzen, ‘Le droit moral 
dans la nouvelle loi belge relative au droit d’auteur et aux droits voisins’ (1995) Ingénieur Conseil – Intellectual 
Property 140.

398 Art 19 defines habitual residence for companies and other bodies, incorporated or not, as ‘the place of cen-
tral administration’, while the habitual residence of a natural person acting in the course of their business activity 
is defined as being their ‘principal point of business’. For contracts concluded in the course of operations of a 
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In relation to copyright licence (or assignment) agreements, such as the one at hand, it 
has already been observed that, in many cases, it will in practice be difficult to identify one 
or ‘the’ most characteristic performance:399 would it be the granting of permission, or the 
act of transfer on behalf of the author or the obligation to exploit on behalf of the licensee?400 
Even though Belgian doctrine is inclined towards the latter solution in cases where  
the licensee has an obligation to exploit the rights,401 it is not excluded that a Belgian court 
may decide that in this particular case, it is not possible to identify the most characteristic 
performance.

The court may then have recourse to Article 4.4 and apply ‘the law of the country  
with which the contract is most closely connected’.402 Unfortunately, in this respect many 
connecting factors can be identified in relation to our contract (country of the authors, 
country of the distribution, country of the establishment of the music publisher, country 
for which protection is claimed, etc). The court will have to determine the closest of these 
connecting factors which will involve an ad hoc examination of the particular circum-
stances of the dispute.

Case 10: Recognition and Enforcement of Foreign Judgments

A court of a foreign country X decides a case between the parties A and B ruling that A is the owner 
of a patent registered in your country. A refers to a court of your country asking it to recognise and 
enforce the foreign judgment. 

Case 10(1) Could the foreign judgment concerning the ownership be recognised in your 
country? How would the recognising court assess the international jurisdiction of the 
rendering court?

(i) Judgment given in another Member State: application of the provisions of the Brussels 
I Regulation

The basic rule is that judgments given in a Member State shall automatically be recognised 
in any other Member State. According to Article 35.3 of the Brussels I Regulation, the court 
may not review the jurisdiction of the court of the Member State of origin.403

branch, agency or any other establishment, the habitual residence will be the place of the branch, agency or other 
establishment. In the case at issue, it is not known where the residence of the claimant or the plaintiff is situated. 
Emphasis added.

399 Torremans, above n 250, 550; Van Asbroeck and Cock, above n 78, 211 et seq.
400 Payment of royalties or any other form of financial compensation is a general characteristic of most con-

tracts and will therefore not qualify as the most characteristic performance; Torremans, above n 250, 545 with 
reference to the standard work on the subject, E Ulmer, Intellectual Property Rights and the Conflict of Laws 
(Deventer, Kluwer, 1978). 

401 This is in particular sustained in relation to copyright exploitation contracts in view of several articles in the 
Belgian Copyright Act that impose special obligations upon the assignee or publisher; Van Asbroeck and Cock, 
above n 78, 212. These latter authors, however, argue against the majority viewpoint and submit that the most 
characteristic performance takes place on the side of the licensor or assignor.

402 Torremans, above n 250, 542. In this interesting contribution, the author attempts to apply the aforemen-
tioned provisions to the different forms of contracts that are regularly used in relation to the licensing or transfer 
of patents, trade marks and copyright. His conclusion is that recourse will often have to be made to Arts 4.3 and 
4.4 to define ‘the closest connection’ which, in practice, will most likely result in the application of the lex loci 
protectionis (ie, the same law as the one which is applicable to the non-contractual aspects).

403 See Case C-7/98 Dieter Krombach v André Bamberski [2000] ECR I-1956: the court of the state in which 
enforcement is sought cannot review the accuracy of the findings of law or fact made by the court of the state of 
origin (para 29).
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Some exceptions to this pivotal rule exist, including the situation whereby the judgment 
to be enforced would conflict with the rule of exclusive jurisdiction in relation to industrial 
property rights set forth in Article 22.4.404 This rule imposes an exclusive jurisdiction rule 
where the action relates to ‘the registration or validity of patents, trademarks, designs or 
other similar rights’.405 This provision, however, does not deal with the question of ‘original 
ownership’ as such, or with the related question of the entitlement to the patent.406 
Regarding these issues the normal jurisdiction grounds remain applicable. Hence, where 
the foreign judgment refrains from deciding on the validity or the registration of the patent 
and merely relates to original ownership, the Belgian court will have to recognise it.

The exception relating to public policy407 seems not applicable in this case, even if it 
would appear that the court erred in relation to the determination of the choice of law rule 
(lex loci protectionis). Support for this conclusion can be found in the holding of the ECJ in 
the Renault case that dealt with a design law dispute. The Court held that ‘recourse to the 
clause on public policy . . . can be envisaged only where recognition or enforcement of the 
judgment delivered in another Contracting State would be at variance to an unacceptable 
degree with the legal order of the State in which enforcement is sought inasmuch as it 
infringes a fundamental principle’. The Court went on to emphasise that ‘in order for the 
prohibition of any review of the foreign judgment as to its substance to be observed, the 
infringement would have to constitute a manifest breach of a rule of law regarded as essen-
tial in the legal order of the State in which enforcement is sought or of a right recognised as 
being fundamental within that legal order’.408

One should not forget that the rules in the Brussels I Regulation are founded on ‘the 
mutual trust in the administration of justice in the European Communities’,409 which will 
contribute to the principle of legal certainty that is pursued by the system.

(ii) Judgment given in a non-EU (EFTA) state: application of the provisions of the CPIL

The answer would be the same as under (i). The non-recognition ground in relation to 
decisions over the validity and registration of an industrial property right provided in 
Article 95 of the CPIL does mention the issue of initial ownership.410

404 See above, para 81.
405 See above, para 52.
406 See Case 288/82 Ferdinand Duijnstee v Lodewijk Goderbauer [1983] ECR 3663. In this case concerning an 

entitlement to a patent, the Court pointed out that a very clear distinction exists ‘between jurisdiction in disputes 
concerning the right to the patent . . . and jurisdiction in disputes concerning the registration or validity of a pat-
ent’ (para 27). Where ‘the dispute does not itself concern the validity of the patent or the existence of the deposit 
or registration, there is no special reason to confer exclusive jurisdiction . . . and consequently such a dispute is not 
covered by Article 22.4’ (para 25). 

407 See above, para 81.
408 Case C-38/98 Renault SA v Maxicar SpA and Orazio Formento [2000] ECR I-3009, para 30. In this case the 

Court decided that recognition of a decision emanating from a French court cannot be refused solely on the 
ground that national or Community law in relation to design law was misapplied in that decision. In the disputed 
decision, a French Court of Appeal had recognised the existence of an intellectual property right in body parts for 
cars and had conferred on the holder of that right protection by enabling him to prevent third parties trading in 
another Contracting State from manufacturing, selling, transporting, importing or exporting in that Contracting 
State such body parts.

409 Recital (16) Brussels I Regulation.
410 See above, para 84.
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Case 10(2) Would the parties be required to re-litigate the dispute in order to have the 
ownership decision registered in registry of a recognising country?

If the decision is recognised, the court is not allowed to review the judgment as to its sub-
stance. 

Case 10(3) Assuming that the judgment is recognised, what procedural steps have to be taken 
to enforce the judgment in your country? Would the enforcement judgment be necessary or 
would it suffice to present the original judgment to the enforcing authority?

(i) Enforcement of a judgment given in another Member State411

While under the system of the Brussels I Regulation recognition of a decision is ‘automatic’, 
its enforcement through the issuance of a decision requires some procedural steps, albeit 
very minor and formal in nature.412

The unilateral exequatur procedure involves an application for a declaration of enforcea-
bility which has to be submitted to the court of first instance as is provided in Articles 38 
and 39 of the Brussels I Regulation.413 The applicant must give an address for service of 
process within the area of jurisdiction of the court applied to. The application shall include 
a copy of the judgment in a form that satisfies the conditions necessary to establish its 
authenticity (Art 53) as well as the certificate prescribed in Article 54 – ie, using the stand-
ard form attached to the Regulation – that has to be produced by the court that gave the 
judgment. The Belgian court can, however, decide to dispense with the latter requirement. 
The court may – and this regularly occurs in Belgium – decide that a translation of the 
judgment or the certificate is produced.

Belgium has not adopted specific supplementary provisions regarding the procedure for 
making the application. The recognition is affected by the judges in first instance courts on 
the basis of an accelerated (written) procedure. The court shall ‘immediately’414 render a 
decision declaring the foreign judgment enforceable on completion of the formalities 
described above. Hence, a decision is indeed required but its nature is ‘declarative’ rather 
than ‘substantial’.415

Against such a decision, an appeal can be lodged with either the court of first instance 
(regarding an appeal by the defendant) or the court of appeal (regarding an appeal by the 
applicant) (Art 43).

(ii) Enforcement of a judgment given in a foreign (non-EFTA) state

The procedural formalities for the enforcement of foreign decisions laid down in the CPIL 
(Art 25 et seq) are very similar to the Brussels I Regulation. These rules have been described 
above, 2.3.4.2.

411 See also above, paras 80 et seq.
412 Watté et al, above n 296, 170.
413 Jurisdiction is given to the court of the place of domicile of the party against whom enforcement is sought 

or of the place of enforcement (Art 39.2).
414 See Art 41 of the Brussels I Regulation.
415 Watté et al, above n 296, 170.



418 Marie-Christine Janssens

Case 11: Provisional Measures and Injunctions

A owns a world-wide famous accessories trade mark. After finding out that B is selling fake goods 
which infringe A’s trade mark on an Internet auction, A files an infringement suit also asking the 
court to issue an injunction to stop infringing activities and seise infringing goods. Assume that 
both A and B are resident in your country and the main infringing activities take place there.

Case 11(1) Would a court of your country have jurisdiction to issue provisional measures/
injunction (regarding infringing acts and counterfeited goods located in different countries) 
which would also have extraterritorial effects? 

At the outset, the author observes that, where both the plaintiff and the defendant have 
their residence in Belgium and where the main infringing activities take place in Belgium, 
the question in relation to jurisdiction (only) will not involve a private international law 
issue sensu stricto. Hence, the Belgian court will not need to turn to the provisions of the 
Brussels I Regulation and can apply the normal provisions of the Belgian Code of Civil 
Procedure which provides for the territorial jurisdiction of the court of the place of the 
defendant’s domicile. This court will, of course, be in a position to order provisional and 
protective measures under the rules of internal law. In principle, these orders can even have 
extraterritorial effects. (However, it would have to be seen whether they are enforceable in 
the relevant foreign countries.)

It can further be observed that an application of the specific rules that govern Benelux 
trade marks, on the one hand, and Community trade marks, on the other hand, will also 
lead to the same conclusion, ie, allowing courts to assume jurisdiction to order provisional 
measures with a trans-border effect. 

(i) Assuming that claimant A is the proprietor of a Benelux trade mark

In this case, the Belgian court will apply the rules on jurisdiction laid down in the Benelux 
Convention on Intellectual Property (BCIP) (see para 19).

These rules, which can be found in Article 4.6 of the BCIP, are founded on the following 
principles:

1 the validity of choice of court agreements is confirmed;
2  territorial jurisdiction is determined by the address for service of the defendant or by 

the place where the obligation in dispute has arisen, or has been or should be enforced416;
3  where the criteria mentioned above are insufficient to determine territorial jurisdiction, 

the claimant may bring the case before the court of his address for service or residential 
address, or, if he has no address for service or residential address in Benelux territory, 
before the court of his choice, in either Brussels, the Hague or Luxembourg.

Benelux courts have to apply these mandatory rules ex officio and are required to 
expressly confirm their jurisdiction in the decision.417

416 These grounds apply alternatively, at the choice of the claimant: F Gotzen and MC Janssens, Handboek 
Merkenrecht [Handbook of Trade Mark Law] (Brussels, Bruylant, 2008) 284.

417 The application of these rules in practice does not seem to raise problems except in relation to declarations 
of non-infringement. It is submitted that, regarding the latter claims, the criterion of ‘the place where the obliga-
tion in dispute has arisen, or has been or should be enforced’ cannot constitute a connecting factor for the pur-
pose of jurisdiction; Roox, above n 84, 1560–61.
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Applying these rules to the present case, a Belgian court will assume jurisdiction for the 
allegedly infringing acts because the defendant has its residence in Belgium and, alterna-
tively, because these acts take place in Belgium.

This court can order an injunction – in a final as well as in a provisional manner – with 
respect to the infringing acts. Article 4.6 of the BCIP does indeed not distinguish between 
provisional and final measures, the particular nature and procedural rules of which are to 
be governed by the internal law of each of the three Benelux countries.

According to settled case law by the Benelux Court of Justice, the decision rendered in 
one of the three states will automatically have a cross-border effect into the other two 
Benelux states, unless it contains an express stipulation to the contrary.418

Hence, should A only own trade mark rights in Benelux, the court will refuse to extend 
the effects of its decision to any country outside Benelux. 

(ii) Assuming that claimant A is the proprietor of a Community trade mark

In this case, the Belgian court will apply the rules on jurisdiction laid down in Council 
Regulation (EC) No 207/2009 of 26 February 2009 on the Community Trade Mark (see 
paras 23 et seq).

According to Article 96 of the CTR, only the Brussels Commercial Court can assume 
jurisdiction for the allegedly infringing acts where the defendant has its residence in 
Belgium. Regarding provisional measures, the application of Article 31 of the Brussels I 
Regulation has explicitly been set aside by Article 94.2(a) of the CTR. The CTR has its own 
rule in relation to provisional and protective measures which is laid down in Article 103 of 
the CTR. This rule includes a ‘renvoi’ to the Member States’ internal law regarding the 
nature of the measures (‘as may be available under the law of that State in respect of a 
national trade mark’). Where the defendant has its domicile in Belgium, the Belgian court 
can grant such measures with a cross-border effect into all other EU Member States pursu-
ant to Article 103.2.419

Would the situation change if the court of your country did not have jurisdiction over the 
main dispute (eg, if B was resident in country Y and infringing acts were made in country 
Y)?

(i) Assuming that the defendant has its residence in Germany where the acts of infringement 
occur 
The Belgian court will examine its possible jurisdiction on the basis of the Brussels I 
Regulation. It will immediately be obvious that the court has no jurisdiction over the main 
dispute. 

However, the court could apply Article 31 of the Brussels I Regulation, which provides 
for a special jurisdiction rule in relation to provisional and protective measures (independ-
ent from Art 2 or other general jurisdiction rules). With reference to the ECJ’s decision in 

418 Benelux Court of Justice, 13 June 1994, Renault v Reynolds, (1994–95) Rechtskundig Weekblad 323. See com-
ments by L De Gryse, ‘De territoriale reikwijdte van vonnissen in merkenzaken’ [‘The territorial scope of decisions 
in trade mark cases’] (1994–95) Rechtskundig Weekblad 1184–89. This rule applies to validity claims, infringement 
matters, declarations of non-infringement and any other matter of substantial trade mark or design law.

419 The Belgian court would also have jurisdiction to render a final cross-border injunction with effect in all the 
Member States (Art 98.1 of the CTR). Only if jurisdiction is based upon the place of the infringement, shall such 
relief be limited to the state where the court sits (Art 98.2 of the CTR).
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Van Uden420 Belgian courts would, in principle, agree to order measures that have a cross-
border effect in other countries where the infringement occurs (above, para 49). In its 
Denilauler decision, the ECJ emphasised that the granting of this type of measure requires 
particular care on the part of the court in question and a detailed knowledge of the actual 
circumstances in which the measures sought are to take effect.421 In the Van Uden decision, 
the ECJ therefore concluded that the application of Article 31 is conditional on, inter alia, 
the existence of a real connecting link between the subject-matter of the measures sought 
and the territorial jurisdiction of the Contracting State of the court before which those 
measures are sought.422

In the present case, assuming that trade mark protection does not extend to Belgian ter-
ritory, the Belgian court will decline to grant an interim injunction. The ECJ has, indeed, 
made it clear that Article 31 of the Brussels I Regulation cannot justify measures that would 
produce solely extra-territorial effects.423 The decision might be different if the order would, 
albeit partly, produce an effect in the forum.

The question might arise whether the court would accept jurisdiction if the claimant 
only seeks protective measures aimed at obtaining information and evidence (eg, by initiat-
ing the unilateral ‘provisional seizure’ procedures described above, para 7). With some cau-
tion, the author tends to answer this question in the negative in view of the ECJ’s ruling in 
St Paul Dairy.424 In this case, which only related to a measure ordering the hearing of a wit-
ness, the ECJ decided that such a measure is not covered by the notion of provisional meas-
ures used in Article 31. It is not entirely clear today425 – and in view of the 2004 Enforcement 
Directive even questionable – whether this holding would also extend to the so-called ‘pro-
visional seizure’ proceedings. On the other hand, it should be borne in mind that such 
protective measures, which are ordered without the defendant being summoned to appear, 
fall outside the scope of the recognition and enforcement system of the Brussels I 
Regulation.426 

(ii) Assuming that country Y is located outside the EU (eg, Belgian claimant owning a 
Japanese trade mark that is infringed upon in Japan) 
None of the rules mentioned above would be applicable and the Belgian court will have to 
seek recourse to the provisions of its own private international law (CPIL). 

In particular Article 10 of the CPIL could be relied upon which provides that Belgian 
courts have jurisdiction to order provisional or precautionary measures even to matters 
which are outside the competence of the Belgian courts and, hence to situations where 
these courts cannot grant final relief (see above, para 57). However, the text of Article 10 
includes two essential conditions for its application. First, this provision only applies in 

420 Case C-391/95 Van Uden Maritime v Kommanditgesellschaft in Firma Deco-Line and others [1998] ECR 
I-7091.

421 Case C-125/79 Denilauler v Couchet Frère [1980] ECR I-1553, para 15. In the next paragraph, the Court held 
that the courts of the place where the assets subject to the measures sought are located are those best able to assess 
the circumstances which may lead to the grant or refusal of the measures sought.

422 Case C-391/95 Van Uden Maritime v Kommanditgesellschaft in Firma Deco-Line and others [1998] ECR 
I-7091

423 See Denilauler and Van Uden decisions mentioned in nn 421 and 422.
424 Case C-104/03 St Paul Dairy Industries NV v Unibel Exser BVBA [2005] ECR I-3481.
425 2009 Report on Regulation 44/2001, above n 125, 8.
426 Case C-125/79 Denilauler v Couchet Frère [1980] ECR I-1553. See above, para 81.
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‘urgent matters’ and, secondly, the measures asked for may only pertain to persons or goods 
situated in Belgium at the moment of the introduction of the claim.427 

Case 11(2) Could a court issue an injunction/protective measure if the trade mark for which 
the protection is sought was registered abroad?

The answer to this question has been discussed above.

Case 11(3) Would a court in your country require the person seeking issuance of provisional 
measures to provide a guarantee?

Article 851 of the Belgian Code of Civil Procedure regulates the issue of cautio judicatum 
solvi.428 It provides that, unless their relevant countries have agreed to the contrary in a 
(bilateral or other) Convention,429 all foreign claimants are obliged to provide a guarantee 
upon the request of the defendant in relation to possible damages or other costs that could 
result from the proceedings. This rule does not apply in relation to claimants from an EU 
(or EFTA) country, as it would be contrary to the basic principle of non-discrimination 
laid down in Article 18 of the EC Treaty.430

Reference should further be made to Article 1369bis/3 of the Code of Civil Procedure 
that regulates the descriptive seizure procedure (see above, para 7). Because of the ‘sensi-
tive’ nature and possible misuse of this unilateral procedure, the court granting the order 
may impose upon the claimant the obligation to give a previously determined amount in 
consignation to ensure compensation for any prejudice suffered by the defendant. This rule 
applies irrespective of the nationality or residence of the claimant. It transposes the manda-
tory provision contained in Article 7 section 2 of the 2004 Enforcement Directive.431

Case 11(4) Would a court of your country be pre-empted from issuing an injunction if the 
parties had submitted the dispute to arbitration proceedings?

In the Tatry decision,432 the ECJ held that specialised conventions preclude the application 
of the provisions of the Brussels I Regulation only in cases governed by the specialised con-
vention and not in those to which it does not apply. Hence, where both the Benelux 
Convention on Intellectual Property and the Community Trade Mark Regulation are silent 
concerning the hypothesis of arbitration, the provisions of the Brussels I Regulation 
accordingly apply.

Article 1.2(d) of this latter Regulation starts to make an exception, concerning its appli-
cation, for disputes that are submitted to arbitration. 

427 This condition is satisfied at the moment of the introduction of the claim. Relocation of the goods or per-
sons during the proceedings or at the moment of the decision, will not impact on the jurisdiction ground; see 
Roox, above n 71, 150.

428 Neither the Benelux Convention nor the Brussels I Regulation contains special rules in this respect.
429 Belgium is party to a significant number of such conventions, which will not be enumerated here. The 

defendant will also be exempted from this obligation if he/she owns (sufficient) property in Belgium; see CFI 
Brussels 5 June 2009, (2010) Journal des Tribunaux 113.

430 Case C-20/92 Anthony Hubbard v Peter Hamburger [1993] ECR I-3777
431 This provision prescribes ‘that Member States shall ensure that the measures to preserve evidence may be 

subject to the lodging by the applicant of adequate security or an equivalent assurance intended to ensure com-
pensation for any prejudice suffered by the defendant as provided for in paragraph 4’.

432 Case C-406/92 Tatry v Maciej Rataj [1994] ECR I-5439.
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Regarding this provision the ECJ, in the earlier quoted Van Uden decision, has held that 
‘where the parties have validly excluded the jurisdiction of the courts in a dispute arising 
under a contract and have referred that dispute to arbitration, there are no courts of any 
State that have jurisdiction as to the substance of the case for the purposes of the Convention 
[and that] consequently, a party to such a contract is not in a position to make an applica-
tion for provisional or protective measures to a court that would have jurisdiction under 
the Convention as to the substance of the case’. 433

However, the Court then went on to indicate that, nevertheless, a court may be empow-
ered under Article 24 (now Art 31 of the Brussels I Regulation) to order provisional or 
protective measures because this article explicitly allows for its application even if a court 
of another Contracting State has jurisdiction as to the substance of the case and provided 
that the subject-matter of the dispute falls within the scope ratione materiae of the 
Convention. At first sight this latter condition is not complied with as, under Article 1.2.d 
of the Brussels I Regulation, arbitration is excluded from its scope.434 With reference to the 
Reichert case435 the ECJ, however, observed that provisional measures are not in principle 
ancillary to arbitration proceedings but are ordered in parallel to such proceedings and are 
intended as measures of support. They concern not arbitration as such but the protection 
of a wide variety of rights. Their place in the scope of the Regulation is thus determined not 
by their own nature but by the nature of the rights which they serve to protect.436 The Court 
therefore concluded that, where the subject-matter of an application for provisional meas-
ures relates to a question falling within the scope ratione materiae of the Regulation, Article 
31 remains applicable and may confer jurisdiction on the court hearing that application 
(even where proceedings have already been, or may be, commenced on the substance of the 
case before arbitrators437).

In conclusion: where it will not be possible for a Belgian court to issue a final injunction, 
provisional injunctive relief may be obtained on the basis of Article 31 of the Brussels I 
Regulation.

Case 11(5) If the claimant asked to issue an injunction to cease infringing acts, would a court 
in your country conceive of an injunction to cease as a procedural or substantive measure?

The author would submit that the Belgian court would consider a temporary injunction to 
be a substantive measure.

According to the ECJ, the expression ‘provisional, including protective, measures’ must 
be understood as referring to measures which, in matters within the scope of the Regulation, 
are intended to preserve a factual or legal situation, so as to safeguard rights the recognition 
of which is sought elsewhere from the court having jurisdiction as to the substance of the 
matter.438 Hence, where ‘interim relief ’ is intended to maintain the status quo or to safe-
guard certain rights, and where such relief will only be granted if the claimant has success-

433 Case C-391/95 Van Uden Maritime v Kommanditgesellschaft in Firma Deco-Line and others [1998] ECR 
I-7091; see in particular, para 24 et seq.

434 ibid. ‘By that provision, the Contracting Parties intended to exclude arbitration in its entirety, including 
proceedings brought before national courts’ (para 31).

435 Case C-261/90 Mario Reichert, Hans-Heinz Reichert and Ingeborg Kockler v Dresdner Bank AG [1992] ECR 
I-2149.

436 Van Uden decision, para 33.
437 Van Uden decision, para 34 and decision point 3.
438 ibid. Case C-261/90 Mario Reichert, Hans-Heinz Reichert and Ingeborg Kockler v Dresdner Bank AG [1992] 

ECR I-2149.
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fully sustained the burden of proving the prima facie validity of the IP rights relied upon, it 
would be difficult to characterise such measures as ‘procedural’ in nature. The author 
admits that this conclusion is, partly, inspired by the fear that by characterising an interim 
injunction as procedural rather than substantive, this would allow the court to use the lex 
fori. The author personally considers that this would make no sense in relation to a proce-
dure that has increasingly become a ‘community’ matter.




